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IN SUMMARY

The artic.e ana.yses recent reforms to the trademark registration Mrocedure, which were 
intended to sMeed the Mrocess uML •owever, the reforms have not necessari.y been the 
imMrovement that many had hoMed forL

DISCUSSION POINTS

O Argentine Trademark SNce as a decision maker

O 7amM.e of cases reviewed

REFERENCED IN THIS ARTICLE

O Baw 1oL 28,xxx

O (eso.ution P-3/9’203/ and (eso.ution 28F’203F of Baw 1oL 28,xxx

O Paris 6onvention

The transformation of Argentinaqs industria.  MroMerty rights system, Marticu.ar.y the 
trademark registration Mrocess, marked a signiEcant shift from traditiona. MracticesL The 
enactment of  Baw 1oL  28,xxx in  203/ brought about a series of  reforms aimed at 
modernising and stream.ining the administrative Mrocedures for trademarks, Matents, and 
industria. mode.s and designsL These reforms were Mart of a broader government initiative to 
reduce bureaucracy and enhance the eNciency of administrative Mrocesses, inc.uding those 
re.ated to industria. MroMerty rightsL

The amendments introduced severa. key changes to the trademark registration MrocessL The 
most notab.e among these were the modiEcations to the oMMosition Mrocedure, oMMosition 
actions, cance..ation actions and non-use cance..ation actionsL The new framework was 
designed to eHMedite these Mrocesses, which had Mrevious.y been mired in .engthy court 
MroceedingsL

Prior to the reforms, any c.aims for the withdrawa. of an oMMosition, cance..ation of a 
trademark or cance..ation due to .ack of use had to be E.ed and Mrosecuted in a federa. courtL 
This was a century-o.d Mractice that often resu.ted in Mrotracted .ega. batt.es, with decisions 
from the court of Erst instance taking anywhere from four to siH yearsL Dor trademark owners, 
this de.ay cou.d mean receiving a favourab.e decision .ong after the trademark had .ost its 
market re.evance or after suffering damages from imitatorsL

The rationa.e behind these Mrocedura. changes was to Mrovide a more Mragmatic aMMroach to 
reso.ving trademark disMutesL Ry moving away from the courts and towards administrative 
avenues,  the goa.  was to achieve Iuicker  reso.utions and cost-effective outcomesL 
ProMonents of the changes argued that this wou.d beneEt trademark owners by reducing 
the time and resources sMent on .itigationL

jesMite the intentions behind the reforms, their Mractica. imMact on trademark c.aimants 
has been miHedL The anticiMated beneEts of shorter Mroceedings and more eNcient too.s 
have not been fu..y rea.isedL Wn reviewing decisions issued by the Argentine Trademark SNce 
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)Argentine TlSC Most-reform, it becomes evident that the shift in venue and decision maker 
has not necessari.y trans.ated into the eHMected imMrovementsL

As we continue to assess the outcomes of these changes, it is crucia. to consider the 
eHMeriences of trademark c.aimants and the Merformance of the Argentine TlSL The ongoing 
eva.uation of the reformed system wi.. determine whether further adQustments are necessary 
to fu.E. the origina. obQectives of the 203/ .egis.ationL The future of Argentinaqs trademark 
registration Mrocess hinges on the abi.ity to adaMt and reEne the Mrocedures to meet the 
needs of rights ho.ders effective.yL

(eview of the Argentine TlSqs decisions since the regime change revea.s a comM.eH 
.andscaMe of reform and adaMtationL Jhi.e the intent to stream.ine and de-bureaucratise 
the Mrocess is c.ear, the Mractica. imM.ications for trademark c.aimants are sti.. unfo.dingL 
Wt is essentia. to monitor these deve.oMments c.ose.y to ensure that the system serves the 
interests of a.. Marties invo.ved in the Mrotection of industria. MroMerty rights in ArgentinaL The 
Qourney towards a more eNcient and resMonsive trademark registration Mrocess continues, 
with .essons .earned and insights gained a.ong the wayL

ARGENTINE TMO AS A DECISION MAKER

The enactment of Baw 1oL 28,xxx in Argentina marked a Mivota. moment for the countryqs 
trademark .aw, necessitating a series of new reso.utions from the Argentine TlS to 
imM.ement the revised MroceduresL Among these, (eso.ution P-3/9’203/ and (eso.ution 
28F’203F were Marticu.ar.y signiEcant, as they out.ined the Mrocesses for oMMosition 
and cance..ation due to non-use or nu..ity of trademarks, resMective.yL These reso.utions 
designated the 1ationa. Trademarks SNce as the authority resMonsib.e for issuing Erst 
instance reso.utionsL

This shift from Qudicia. to administrative decision-making sMarked considerab.e debate 
among .ega. scho.ars and WP Mrofessiona.sL The Qudiciaryqs eHtensive history of critica. 
decisions on trademark confusion .eft many wondering if the Argentine TlS was eIuiMMed 
to uMho.d and be bound by such MrecedentsL The concern centred around the MrinciM.es 
estab.ished by Argentine courts over many years, addressing issues such as trademark 
notoriety, de facto trademarks, Mirate trademarks, foreign trademarks, medica. Mroduct 
trademarks and the conceMt of .egitimate interestL

jesMite these concerns, the Argentine TlS, during the transition Meriod, engaged in 
numerous discussions with Mrofessiona.s to reassure them that the new regime wou.d not 
disregard the Mrecedents set by federa. courtsL Wnstead, these Mrecedents wou.d serve as the 
foundation for ana.ysing trademark cases under the TlSqs QurisdictionL

A Marticu.ar.y contentious issue arising from the Mrocedura. changes was the hand.ing of 
evidenceL –uestions arose regarding the TlSqs caMacity to Mroduce evidence MroMosed by 
the Marties and the eHtent to which Marties cou.d introduce new evidence at .ater stages 
of the MroceedingsL Wn resMonse, the TlS c.ariEed that the 1ationa. Trademarks Rureau 
wou.d assess the admissibi.ity, necessity and va.ue of the evidence Mresented by the Marties, 
eHercising discretionary Mower to acceMt or reQect it without the Mossibi.ity of aMMea.L

The transition to the new system has not been without cha..engesL As the TlS continues 
to issue decisions under the new regime, it is becoming increasing.y c.ear that the success 
of the reforms deMends on the TlSqs caMacity to ba.ance the need for eNciency with the 
Mreservation of .ega. MrinciM.es and fairness in trademark disMutesL
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Booking ahead, the Argentine TlS faces the task of reEning its aMMroach to a.ign with the 
obQectives of Baw 1oL 28,xxxL The ongoing dia.ogue between the TlS and WP Mrofessiona.s 
wi.. be crucia. in shaMing a trademark .aw framework that is both modern and resMectfu. of 
estab.ished .ega. traditionsL As Argentina continues to navigate these changes, the g.oba. 
WP community watches with interest, recognising the countryqs efforts to stream.ine its 
trademark .aw whi.e graMM.ing with the comM.eHities of .ega. reformL

Wn conc.usion, the Argentine TlSqs Qourney Most-Baw 1oL 28,xxx is a testament to the 
intricate Mrocess of .ega. evo.utionL The reso.utions issued to imM.ement the new Mrocedures 
reMresent a signiEcant deMarture from the MastL As the TlS forges ahead, it must do so 
with an eye towards maintaining the de.icate ba.ance between eNciency and .ega. integrity, 
ensuring that Argentinaqs trademark .aw serves the needs of a.. rights ho.ders in the WP 
ecosystemL The Math forward is one of cautious oMtimism, as the TlS endeavours to honour 
the sMirit of the .aw whi.e navigating the Mractica. rea.ities of its aMM.icationL

SAMPLE OF CASES REVIEWED

Wn the Eve years since the imM.ementation of new trademark regu.ations, a critica. ana.ysis of 
the reso.utions issued by the TlS revea.s a Mattern of adherence to certain Qudicia. MrinciM.es, 
whi.e others remain underdeve.oMedL The 7uMreme 6ourt of Uusticeqs ru.ings have set a 
Mrecedent that the deciding authority need not address every argument Mresented, but rather 
those Mertinent to the caseqs reso.utionL This se.ective consideration of arguments is evident 
in the TlSqs aMMroach to oMMosition Mrocedures, where the focus is Mrimari.y on the Motentia. 
confusion and simi.arity between the contested trademarks, in some cases to the eHMense 
of other re.evant factors such as trademark notoriety, medica. Mroduct coverage, or re.ated 
goods and servicesL

The TlSqs hand.ing of cance..ation actions further i..ustrates this se.ective reasoningL 
6oMycat aMM.ications are routine.y reQected, yet the eHaminers se.dom eHM.icit.y .abe. the 
contested trademarks as MiratedL Wnstead, the emMhasis is M.aced on the identica. nature 
of the aMM.ied-for trademark to a Mrevious.y registered oneL This raises Iuestions about 
the TlSqs future aMMroach to unregistered we..-known or notorious trademarks and the 
aMM.ication of the Paris 6onvention in such scenariosL

loreover, in cance..ation actions due to non-use, the TlS has consistent.y re.ied on sMeciEc 
statements to reso.ve casesL These statements often revo.ve around the trademarkqs .ack 
of use within the Mrescribed Meriod, disregarding other substantive arguments that might 
be Mresented by the Marties invo.vedL This narrow focus on use-re.ated criteria re:ects a 
cautious and conservative aMMroach by the TlS, Motentia..y over.ooking the mu.tifaceted 
nature of trademark disMutesL

The TlSqs methodo.ogy, whi.e eNcient in certain resMects, may not fu..y caMture the 
comM.eHities of trademark .awL Dor instance, the notoriety of a trademark can signiEcant.y 
imMact its distinctiveness and the .ike.ihood of confusion C a factor that shou.d not 
be over.ooked in oMMosition MroceedingsL 7imi.ar.y, trademarks associated with medica. 
Mroducts warrant a more nuanced ana.ysis due to the Motentia. imM.ications for Mub.ic hea.th 
and safetyL The re.ationshiM between trademarks and re.ated Mroducts or services a.so 
merits consideration, as it can affect the scoMe of Mrotection and the risk of market di.utionL

The TlSqs re.uctance to de.ve into these asMects suggests a Mreference for a more formu.aic 
aMMroach to decision-makingL Jhi.e this may stream.ine the Mrocess and Mrovide c.ear-cut 
reso.utions, it a.so risks oversimM.ifying comM.eH .ega. matters and fai.ing to address the 
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broader conteHt of each caseL As the TlS continues to evo.ve, it wi.. be essentia. to ba.ance 
the need for Mrocedura. eNciency with the imMerative to Mrovide comMrehensive and fair 
Qudgments that re:ect the fu.. sMectrum of trademark .awL

The Mast Eve years have seen the TlS make strides in certain areas, yet there remains 
room for growth and reEnementL The adoMtion of a more ho.istic aMMroach to trademark 
eHamination and disMute reso.ution cou.d enhance the robustness of the TlSqs decisions, 
ensuring that a.. re.evant factors are given due considerationL As trademark .aw continues to 
adaMt to the changing .andscaMe of commerce and inte..ectua. MroMerty, the TlSqs Mractices 
wi.. undoubted.y come under greater scrutiny, MromMting further deve.oMment and, hoMefu..y, 
a more inc.usive aMM.ication of the .awL

The TlSqs aMMroach to cance..ation actions for .ack of use has been characterised by a 
re.iance on certain estab.ished statements, which has .ed to a Mattern of decision-making 
that Mrioritises Mrocedura. technica.ities over substantive eHaminationL This aMMroach is 
evident in cases where the TlS has reQected cance..ation actions on the grounds that 
the subQective rights of the aMM.icant have not been adverse.y affected, in cases where 
no oMMosition was E.ed against simi.ar trademark aMM.icationsL Durthermore, the TlS has 
c.aimed to conduct searches to verify the use of contested trademarks, yet it has not 
Mrovided evidence of such searches, raising Iuestions about the burden of Mroof and the 
TlSqs ro.e in evidencing useL

The TlSqs reasoning in cance..ation actions, Marticu.ar.y in Argentina, revea.s a strict 
adherence to forma. reIuirements for trademark renewa.L The necessity for a sworn 
dec.aration of use, without the need to submit actua. evidence, M.aces the onus on the 
trademark owner to truthfu..y dec.are the use of their trademarkL •owever, when c.aimants 
cha..enge the veracity of these dec.arations, the TlS defers to other institutions, such as 
the federa. courts, to determine the truthfu.ness of the documents, thereby Mro.onging the 
reso.ution MrocessL

This Mrocedura. stance taken by the TlS has signiEcant imM.ications for the trademark 
cance..ation MrocessL Wt suggests that the TlS is not eIuiMMed to investigate the authenticity 
of use dec.arations, effective.y shifting the resMonsibi.ity to the c.aimant and the courtsL As a 
resu.t, c.aimants face a .engthy and Motentia..y burdensome Mrocess to cha..enge the va.idity 
of a trademark based on the accuracy of use dec.arationsL

The TlSqs Mreference for informative evidence over substantia. Mroof of use or recognition 
further comM.icates the matterL Ry acceMting Mrimari.y informative evidence, the TlS may 
inadvertent.y eHc.ude crucia. evidence that cou.d in:uence the outcome of a caseL This 
Mractice underscores the imMortance of Mresenting comMrehensive evidence during the initia. 
Mroceedings, as it may serve as a foundation for further .ega. action shou.d the case be 
aMMea.ed to the federa. courtsL

Wn .ight of these observations, it becomes aMMarent that the new Mrocedures have not 
necessari.y stream.ined the reso.ution Mrocess for c.aimantsL Wnstead, they have introduced 
a .eve. of comM.eHity that reIuires c.aimants to navigate both administrative and Qudicia. 
avenues to achieve a reso.utionL The TlSqs current methodo.ogy, whi.e MerhaMs eNcient in 
certain resMects, does not fu..y address the intricacies of trademark .aw and the need for a 
thorough eHamination of a.. re.evant factorsL

As the TlS continues to reEne its Mrocesses, it wi.. be crucia. to consider the ba.ance 
between Mrocedura. eNciency and the substantive rights of the Marties invo.vedL A more 
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nuanced aMMroach that takes into account the fu.. sMectrum of evidence, inc.uding the 
notoriety of trademarks and the re.ationshiM between re.ated Mroducts or services, cou.d 
.ead to more eIuitab.e and Qust outcomesL D.timate.y, the evo.ution of the TlSqs Mractices 
wi.. M.ay a Mivota. ro.e in shaMing the .andscaMe of trademark .aw and ensuring that the rights 
of trademark owners and c.aimants are adeIuate.y MrotectedL

CONCLUSIONS

Processes strive to a.ign with the uMdated frameworkL The recent summary of cases under 
the revised Trademark Baw revea.s that the transition is sti.. underway, with severa. critica. 
asMects reIuiring further contemM.ationL

The intent behind the new regu.ation was to introduce a more agi.e and eHMedient Mathway 
for reso.ving trademark disMutes, thereby simM.ifying the c.aims MrocessL •owever, the 
Qourney towards fu..y rea.ising the estab.ished MrinciM.es in case reso.ution reasoning 
aMMears to be ongoingL The reso.utions thus far have i..uminated the need for trademark 
Mrofessiona.s to eHM.ore a.ternative strategies to reach satisfactory outcomesL This may 
inc.ude, in some instances, resorting to the Qudicia. system for certain c.aims, desMite the 
MrosMect of eHtended durations to reach a conc.usionL

The TlSqs current aMMroach, whi.e stream.ined in certain resMects, has not yet achieved the 
anticiMated .eve. of :eHibi.ity and sMeed in decision-makingL The MrinciM.es that underMin the 
reasoning in case reso.utions remain on.y Martia..y integrated into the TlSqs MracticesL As 
a resu.t, Mrofessiona.s in the Ee.d are MromMted to consider innovative methods to navigate 
the .ega. .andscaMe effective.yL

Sne such method may invo.ve a more Mroactive engagement with the courtsL Jhi.e this 
aMMroach may eHtend the time.ine for reso.ving c.aims, it a.so oMens the door to a more 
thorough eHamination of the issues at handL The courtsq invo.vement can Mrovide a more 
comMrehensive adQudication Mrocess, Motentia..y .eading to more nuanced and eIuitab.e 
decisionsL

loreover, the TlSqs focus on Mrocedura. asMects over substantive eHamination has 
high.ighted the imMortance of a ba.anced aMMroach that considers both the .etter and the 
sMirit of the .awL Wts re.uctance to de.ve into the veracity of use dec.arations, for instance, 
underscores the need for a mechanism that can adeIuate.y assess the authenticity of such 
c.aimsL

Wn conc.usion, the evo.ution of trademark .aw and the TlSqs Mractices is an ongoing MrocessL 
The new regu.ation has set the stage for change, but the fu.. integration of its MrinciM.es into 
the TlSqs decision-making Mrocess is a work in MrogressL As the .ega. community continues 
to adaMt, the Mursuit of a.ternative avenues for c.aim reso.ution, inc.uding Qudicia. intervention, 
may become increasing.y Mreva.entL The u.timate goa. remains c.earE to estab.ish a .ega. 
framework that is both eNcient and Qust, caMab.e of uMho.ding the integrity of trademark .aw 
and Mrotecting the interests of a.. Marties invo.vedL

Wn the broader conteHt, the TlSqs Qourney re:ects the cha..enges inherent in .ega. reformL The 
transition from o.d to new, from estab.ished to innovative, reIuires Matience, Mersistence and 
a wi..ingness to embrace changeL As the TlS navigates this Math, the .essons .earned wi.. 
undoubted.y contribute to the reEnement of trademark Mractices and the Mursuit of Qustice 
within the WP domainL The road ahead may be .ong, but it is Maved with the Mromise of 
Mrogress and the Motentia. for a more resMonsive and effective .ega. systemL
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