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IN SUMMARY

The toMic of whether trademarks containing geograMhica. names can be registered, and the 
scoMe of Mrotection after registration has a.ways been a hot.y debated issueL qor businesses, 
incorMorating geograMhica. names )esMecia..y foreign onesC into their trademarks can 
signify Hua.ity, cu.ture or .ocation, boosting market aMMea. and consumer interestL Iowever, 
authorities must ba.ance rights Mrotection with market fairness and Mrevent consumer 
confusionL Jn 3anuary 202N, the 6hina Gationa. Jnte..ectua. ProMerty Administration of 
6hina )6GJPAC issued Uuidance on the (egistration and 'se of Trademarks 6ontaining 
UeograMhica. Games, which c.ariEes Mrohibitions, risks and rights .imits for such trademarks, 
emMhasising honesty and Mreventing rights abuseL This artic.e, based on those guide.ines 
and eFamination Mractices, ana.yses the registrabi.ity of trademarks containing foreign 
geograMhica. names, tiMs to increase the chances of registration and Most-registration 
Mrotection scoMe to aid businesses in 6hina•s trademark strategiesL

DISCUSSION POINTS

S 6urrent eFamination Mractices for trademarks containing foreign geograMhica. names

S jtrategies for obtaining registration of trademarks containing foreign geograMhica. 
names

S (ights boundaries of trademarks containing foreign geograMhica. names after 
registration

REFERENCED IN THIS ARTICLE

S Uuidance on the (egistration and 'se of Trademarks 6ontaining UeograMhica. 
Games

S Trademark pFamination and Ad1udication Uuidance )202YC

S Trademark Baw

INTRODUCTION

UeograMhica. names are .abe.s for sMeciEc M.aces, used to indicate .ocation or directionL 
They are Mub.ic resources, owned co..ective.y by a region•s members, and are essentia. for 
identifying and distinguishing .ocations such as Rei1ing, Paris and Gew /orkL (egistered 
trademarks are those oDcia..y aMMroved by trademark authorities under aMM.icab.e .awsL 
(egistration grants the owner eFc.usive use of the trademark and the right to stoM 
others from using identica.:simi.ar marks for identica.:simi.ar goods or servicesL 6.ear.y, 
trademarks containing geograMhica. names invo.ve a de.icate ba.ance between Mub.ic 
resources and Mrivate rightsL ‘etermining whether a trademark containing a geograMhica. 
name can be registered reHuires authorities to consider the ba.ance between Mub.ic and 
Mrivate interestsL

CURRENT EXAMINATION  PRACTICES  FOR  TRADEMARKS  CONTAINING  FOREIGN 
GEOGRAPHICAL NAMES
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According to artic.e Y0)2C of the Trademark Baw’

Games of administrative divisions at or above the county .eve. or we..-known 
foreign geograMhica. names sha.. not be used as trademarksL Iowever, this 
sha.. not aMM.y if the geograMhica. name has other meanings or is Mart 
of a co..ective trademark or certiEcation trademarkL (egistered trademarks 
containing geograMhica. names sha.. remain va.idL

The Trademark pFamination and Ad1udication Uuidance )202YC deEnes ;we..-known foreign 
geograMhica. namesW as those known to the 6hinese Mub.ic, inc.uding the fu.. names, 
abbreviations, foreign names and common.y used 6hinese trans.ations of geograMhica. 
names from other countries and regionsL

The  conceMt  of  ;we..  knownW  is  dynamic  and  evo.vingL  qactors  considered  inc.ude’ 
)YC dictionary deEnitions? )2C whether the foreign geograMhica. name has been wide.y 
disseminated through mass media such as Mub.ishing, the internet, broadcasting, and E.m 
and te.evision within a certain Meriod, making it easi.y recognisab.e by the 6hinese Mub.ic? 
and )NC the actua. usage of the foreign geograMhica. name by trademark aMM.icantsL

Jn 3anuary 202N, the 6GJPA issued the Uuidance on (egistration and 'se of Trademarks 
6ontaining UeograMhica. Games )the 202N UuidanceCL This Uuidance further c.ariEes the 
Mrohibitions, stabi.ity risks and rights boundaries of trademarks containing geograMhica. 
names, guiding trademark aMM.icants and users to adhere to MrinciM.es of honesty and good 
faith, and Mreventing the abuse of rights when aMM.ying for and using trademarksL The 202N 
Uuidance identiEes three scenarios invo.ving foreign geograMhica. names’

S 7e..-known foreign geograMhica. names’ eFamM.es inc.ude Iavana )caMita. city of 
6ubaC, lassachusetts )the state of lassachusetts in the 'nited jtatesC, q.orence )a 
famous tourist destination in Jta.yC, etcL

S qoreign geograMhica. names known for Mroducing sMeciEc goods or services’ this 
refers to foreign geograMhica. names not known to the genera. 6hinese Mub.ic but 
whose corresMonding regions are famous for Mroducing certain goods or Mroviding 
sMeciEc servicesL An eFamM.e is ;��W )Jmabari, a city in 3aManC, which is used in 
trademarks for teFti.e towe.s and b.anketsL Jmabari has the highest towe. Mroduction 
in 3aMan, en1oying a certain degree of MoMu.arity among re.evant consumersL

S Games of re.igious activity .ocations or venues’ an eFamM.e is lecca )the ho.y city of 
lecca in Js.amCL

The Mrohibition of the use of the aforementioned foreign geograMhica. names is due to the 
fo..owing considerations’

S UeograMhica. names direct.y indicate the origin of goods or services, making it diDcu.t 
for them to function as identiEers of the source of Mroducts or servicesL

S UeograMhica. names that do not match the actua. origin of goods or services can 
mis.ead and deceive consumersL

S To Mrevent the monoMo.y of Mub.ic resources by Mrivate rights, the scoMe of trademark 
rights cannot eFtend to Mub.ic domains such as we..-known geograMhica. namesL
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Rased on current eFamination Mractices, the 6GJPA adoMts a strict standard for eFamining 
abso.ute grounds for re1ectionL Uenera..y, if eFaminers determine that a trademark contains 
any of the aforementioned foreign geograMhica. names, the trademark is .ike.y to be re1ected 
during the initia. eFamination stageL loreover, due to the Mrohibitive nature of artic.e Y0 of 
the Trademark Baw, the trademark cannot be used in the marketL This reMresents a very strict 
regu.atory measureL

Trademarks such as Prada li.ano, Trinny Bondon, (oya. ‘e.ft Y45N and 2xh Be lans have 
been re1ected in the initia. eFamination stage due to the inc.usion of foreign geograMhica. 
namesL

HOW TO INCREASE THE CHANCES OF REGISTERING TRADEMARKS CONTAINING 
FOREIGN GEOGRAPHICAL NAMES

Are a.. trademarks containing foreign geograMhica. names that are re1ected necessari.y 
unregistrab.eX GoL

Jf a trademark aMM.ication is re1ected in 6hina, the aMM.icant can reHuest a review and 
cha..enge the refusa. decision within a sMeciEed time frameL qo..owing review, they can take 
the matter to court to disMute the decision, seeking a 1udicia. review of the trademarkWs 
registrabi.ityL

jo, what tyMes of trademarks containing foreign geograMhica. names may have a chance of 
being registered through the review or .itigation MrocessX

As Mer artic.e Y0)2C of the Trademark Baw’ ;Iowever, this sha.. not aMM.y if the geograMhica. 
name has other meanings or is Mart of a co..ective trademark or certiEcation trademarkLW

Artic.e 4 of the juMreme PeoM.e•s 6ourt•s JnterMretation on jevera. Jssues 6oncerning the 
Tria. of Administrative 6ases Jnvo.ving the Authorisation and 6onErmation of Trademarks 
)qashi )20YZC GoL 2C states’

Jf a trademark consists of the name of an administrative division at or above 
the county .eve., a we..-known foreign geograMhica. name, and other e.ements, 
and has a meaning distinct from the geograMhica. name as a who.e, the 
MeoM.e•s court sha.. determine that it does not fa.. under the circumstances 
sMeciEed in Artic.e Y0)2C of the Trademark BawL

According to the Trademark pFamination and Ad1udication Uuidance, a geograMhica. name 
with a.ternative meanings is one that carries a c.ear and more signiEcant meaning as a word 
than as a geograMhica. identiEer, without causing confusionL

The 202N Uuidance a.so mentions that the Mrohibitions on registering trademarks containing 
geograMhica. names inc.ude the fo..owing eFceMtions’ the geograMhica. name contained 
in the trademark is indeMendent of other e.ements with distinctive features, and the 
geograMhica. name on.y serves to indicate the aMM.icant•s .ocationL

Jn Mractice, the aMM.icant may consider the fo..owing asMectsL

How Well Known The Foreign Geographical Name Is
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Jf the foreign geograMhica. name is not wide.y known among the 6hinese Mub.ic or is not 
famous for Mroducing certain goods or Mroviding sMeciEc services, the trademark remains 
registrab.eL

qor 6ase GoL )20YYC Uao8ing–hong–i N9x, regarding the refusa. to review lark GoL 5N542NZ 
;jIJlJ–' and deviceW, the Rei1ing Iigh PeoM.eWs 6ourt ru.ed that the trademark contained 
;jIJlJ–'WL The Trademark (eview and Ad1udication Roard )T(ARC cited the png.ishO6hinese 
‘ictionary to Mrove that ;jIJlJ–'W refers to the city name in 3aManL Iowever, due to .anguage 
differences, the 6hinese Mub.ic genera..y does not recognise ;jIJlJ–'W as a geograMhica. 
name in 3aMan, and eFisting evidence is insuDcient to Mrove that jIJlJ–' as a 3aManese 
geograMhica. name is wide.y known among the 6hinese Mub.icL

Trademark GoL 4*Y5*00Z ;BAG6AjTp( UVB‘pG BJqTW )containing the geograMhica. name 
BancasterC was a.so registered after argument based on simi.ar reasonL

Therefore, for trademarks re1ected for containing geograMhica. names, the starting Moint may 
be the re.ative.y .ow degree of awareness of the geograMhica. nameL

Whether The Chinese Public Knows The Foreign Geographical Name In Its Foreign Language 
Or Chinese Translation

qor foreign geograMhica. names, the aMM.icant may consider whether the 6hinese Mub.ic is 
fami.iar with the png.ish or 6hinese eFMressions of the geograMhica. nameL jome foreign 
geograMhica. names may be known to the 6hinese Mub.ic in their 6hinese trans.ations but 
not in their png.ish eFMressionsL This does not Mrec.ude the png.ish eFMression from being 
registered as a trademark, or vice versaL

qor 6ase GoL )20Y2C Uao8ing–hong–i GoLY00Y, regarding the refusa. review of Trademark 
GoL U*9099x ;–'(J6I IpBPPVJGTW, the Rei1ing Iigh PeoM.eWs 6ourt ru.ed that, if the 6hinese 
Mub.ic knows the 6hinese trans.ation of the foreign geograMhica. name but not the png.ish 
eFMression, the png.ish eFMression is not Mrohibited from use or registration as a trademarkL 
(egarding the disMuted mark, a.though the name ;–'(J6IW corresMonds to the 6hinese 
trans.ation ;���W, which is known to the 6hinese Mub.ic, the png.ish name Mer se is not wide.y 
recognised by the 6hinese Mub.icL Therefore, the Erst instance court correct.y determined 
that the trademark aMM.ication did not vio.ate the Mrovisions of artic.e Y0)2C of the Trademark 
Baw and had registrabi.ityL

Whether The Trademark Contains Other Elements And Whether It Has A Different Meaning As 
A Whole

Jn Mractice, most trademarks re1ected for containing geograMhica. names consist of a 
geograMhica. name and other e.ementsL Jn such cases, if the trademark gains distinctiveness 
through the addition of other e.ements and no .onger on.y has the meaning of a geograMhica. 
name or Mrimari.y conveys a geograMhica. name, it shou.d not be deemed unregistrab.e so.e.y 
due to the inc.usion of a foreign geograMhica. nameL

According to the Trademark pFamination and Ad1udication Uuidance, trademarks consisting 
of we..-known foreign geograMhica. names and other characters sha.. not be eFc.uded from 
registration if they have a different meaning as a who.e and their use on the designated goods 
or services wi.. not .ead to Mub.ic confusion regarding the origin of the goods, for eFamM.e 
;Bondon qogW )6.ass Y9’ briefcases? umbre..asC )&Bondon fog is a natura. MhenomenonCL

qor 6ase GoL )20Y*C 3ing8ing–hong GoL 5NY*, regarding the refusa. review of lark 
GoL 22Z*0Y5N ;zJ(UJGJARB'•W, the Rei1ing Iigh 6ourt he.d that the disMuted trademark 
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;zJ(UJGJARB'•W is a coined word with no EFed meaningL A.though ;zJ(UJGJAW in the disMuted 
trademark refers to the state of zirginia, the 6hinese Mub.ic does not easi.y recognise 
the individua. sMe..ing of zirginia in the disMuted trademarkL Therefore, the Erst instance 
court correct.y determined that the disMuted trademark did not constitute a vio.ation of the 
Mrovisions of artic.e Y0)2C of the Trademark BawL

Vn the other hand, if a trademark inc.udes other e.ements but fai.s to form a meaning distinct 
from the geograMhica. name as a who.e, it remains unregistrab.eL

qor 6ase GoL )20Y*C 3ing8ing–hong GoL 9Y45, regarding the refusa. review of Trademark 
GoL 259NxZZ9 ;���� ���N��W );Rrinks Ui.son N ByonW in 6hineseC, the courts ru.ed that, a.though 
the trademark inc.udes severa. other e.ements and the characters ;ByonW are .ocated at the 
end, the trademark as a who.e did not form a meaning distinct from the geograMhica. nameL 
Therefore, both the Erst instance and second instance courts he.d that the registration 
of the disMuted trademark constituted the circumstances sMeciEed in artic.e Y0)2C of the 
Trademark Baw, Mrohibiting its use as a trademarkL

Whether The Trademark Has Been Used To Distinguish It From The Geographical Name

The essentia. MurMose of a trademark is to distinguish the source of goods or servicesL 
Jf a trademark containing a geograMhica. name has been used to deve.oM a secondary 
meaning that enab.es the Mub.ic to distinguish the source of the Mroduct, it can be registeredL 
Therefore, whether a trademark containing a geograMhica. name has deve.oMed a secondary 
meaning through use is a.so a key considerationL

qor 6ase GoL )20YNC Uao8ing–hong–i GoL 99x, regarding the refusa. review of the Trademark 
J( GoL Y02xZN0 ;lunich (p and deviceW, the Rei1ing Iigh 6ourt ru.ed that the disMuted 
trademark consists of ;lunich (eW and a deviceL 6onsidering that the png.ish name of the 
aMM.icant is ;lunich (einsurance 6omManyW and its business is reinsurance for insurers, as 
we.. as the evidence in the case, the re.evant Mub.ic does not view the disMuted trademark 
so.e.y as a geograMhica. nameL Therefore, a.though the aMM.ication trademark contains the 
characters of a geograMhica. name, the addition of other e.ements has created a meaning 
distinct from the geograMhica. name as a who.eL

'Mon research, many trademarks have been successfu..y registered by arguing on simi.ar 
grounds, inc.uding’

S Trademark GoL 22N50x25 ;UA(‘Gp( ‘pGzp( P'(pAJ(W )inc.uding the geograMhica. 
name ‘pGzp(C? and

S Trademark GoL N029Z29Z ;����W )the Erst two characters mean ;ParisWCL

Whether The Trademark Contains Other Elements And The Geographical Name Only Serves To 
Indicate The Applicant's Location

Jf the disMuted trademark contains a geograMhica. name that is indeMendent of other marks 
with distinct characteristics and on.y serves to truthfu..y indicate the .ocation of the aMM.icant, 
it can a.so be argued for its registrabi.ityL

pFamM.es in the Trademark pFamination and Ad1udication Uuidance inc.ude’

S (aymond 7ei. Ueneve )the registrant is .ocated in Ueneve, jwitOer.andC? and

S Ambregris Paris )the registrant is .ocated in Paris, qranceCL
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Jn the trademark case ;2xh Be lansW reMresented by the author, the 6GJPA determined 
that, desMite ;Be lansW being a we..-known foreign geograMhica. name, the mark cou.d be 
registered because the aMM.icant was from Be lans, qranceL The geograMhica. name served 
so.e.y to indicate the aMM.icant•s .ocation, not fa..ing under the circumstances of artic.e 
Y0)2C of the Trademark BawL 6onseHuent.y, the trademark was successfu..y registered and 
Mrotected in 6hinaL

BOUNDARIES OF RIGHTS PROTECTION FOR TRADEMARKS CONTAINING FOREIGN 
GEOGRAPHICAL NAMES

After the registration of a trademark containing a geograMhica. name, does this mean that 
everything is Ene and the trademark ho.der has abso.ute eFc.usivity MrotectionX GoL

'Mon registration, the trademark owner gains eFc.usive rights, a..owing them to use, 
.icense, transfer and renew the mark for sMeciEc goods or servicesL They can a.so Mrevent 
unauthorised use of the same or simi.ar marks on identica. or re.ated MroductsL

Iowever, the eFc.usivity of trademarks containing geograMhica. names is sub1ect to certain 
.imitations due to their Mub.ic natureL This restriction aims to ba.ance interests, Mromote fair 
comMetition and maintain economic orderL

According to artic.e 5* of the Trademark Baw, the registrant of a registered trademark has 
no right to Mrohibit others from using the trademark in a MroMer manner if it contains a 
geograMhica. nameL

The 202N Uuidance contains the fo..owing informationL

S The trademark registrant shou.d use the registered trademark in accordance with the 
aMMroved trademark symbo. and designated goods or servicesL The use shou.d not 
a.ter, high.ight, simM.ify, add to, deform or sM.it the geograMhica. name Mortion of the 
trademark without authorisationL Jf the use needs to eFtend beyond the designated 
scoMe of goods or services, or if there is a need to change the trademark symbo., a 
seMarate aMM.ication shou.d be submittedL

S The trademark registrant shou.d eFercise and maintain their rights in accordance with 
MrinciM.es of honesty and good faith and the MrinciM.e that rights shou.d not be abusedL 
The use of a re.evant geograMhica. name as a non-trademark meaning to indicate 
geograMhica. origin shou.d be considered a 1ustiEed use, and the registrant has no 
right to Mrohibit it based on the simi.arity of the geograMhica. name to the one in their 
registered trademarkL

S Vther  market  MarticiMants  shou.d  resMect  the  eFc.usive  rights  of  registered 
trademarks and use the geograMhica. name in a way that does not eFceed the ;1ustiEed 
and reasonab.eW boundariesL 7hen using the geograMhica. name in a registered 
trademark, it shou.d be .imited to a non-trademark meaning to indicate geograMhica. 
origin and shou.d not ride on the reMutation of others• trademarks, confuse the source 
of goods or services or use a non-geograMhica. origin M.ace name, to avoid mis.eading 
the Mub.icL

S Parties shou.d avoid transferring a trademark containing a geograMhica. name to an 
assignee who wi.. actua..y use it in a way that cou.d .ead to confusion about the origin 
or sourceL
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Therefore,  in  Mractice,  if  others  use  a  geograMhica.  name to  describe  or  introduce 
geograMhica. .ocation or environment, and not as a trademark to distinguish the source of 
Mroducts, even if the geograMhica. name is inc.uded in the registrant•s registered trademark, 
others are fu..y entit.ed to use the name in a reasonab.e mannerL

qor 6ase GoL )20Y*C /uelin–hong GoL Y5*Z, 6omMany A c.aimed trademark infringement 
by 6omMany R, a..eging unauthorised use of the 6hinese trans.ation of ;qontaineb.eauW on 
hote. signage, brochures and other materia.s, on the basis of its ear.ier registered trademarks 
;�����‘anfeng Rai.u�N deviceW and ;����‘anfeng Rai.uW )simi.ar to qengdan Rai.u, which is the 
6hinese trans.ation of qontaineb.eauCL

The second instance court he.d that ;qengdan Rai.uW is the 6hinese trans.ation of the famous 
qrench historica., cu.tura. and tourist town qontaineb.eauL They are we.. known in both qrance 
and 6hina and have become Mub.ic resources that cannot be monoMo.ised by individua.sL 
The main Mart of the a..eged infringing mark, the qrench Mart, is identica. to the famous 
qrench geograMhica. name ;qontaineb.eauW, and the 6hinese Mart is a comM.ete trans.ation 
of the qrench nameL Vther e.ements of the a..eged infringing mark are not the same as nor 
simi.ar to the registered trademarksL Therefore, 6omMany A has no right to Mrohibit others 
from using the foreign geograMhica. name qontaineb.eau in 6hinese in a MroMer manner, and 
6omMany R•s use of the a..eged infringing mark does not infringe on 6omMany AWs registered 
trademark rightsL

Iowever, the .egitimate use of a geograMhica. name contained in other MartiesW registered 
marks reHuires the Mub.ic to recognise it as a .ocation, not as another MartyWs trademarkL 
The use shou.d be in good faith and within reasonab.e .imitsL Jf it is overused, the trademark 
owner is sti.. entit.ed to take action to Mrotect their rightsL

qor 6ase GoL 20Y* 3inlin–hong GoL 5ZZ, the court ru.ed that jhanFi 6haoniu 6omMany•s 
Mrominent use of ;8iao.ongkanW on various store e.ements constituted trademark use, as it 
served to identify the source of goods or services, desMite the comMany•s argument that 
;8iao.ongkanW is a geograMhica. nameL

CONCLUSION

pvery sword Mossesses two b.ades, and the registration of trademarks that incorMorate 
foreign geograMhica. names is a.so characterised by a ba.ance of dua. rightsL qor enterMrises, 
the initia. stage of aMM.ying for trademarks containing geograMhica. names reHuires Mroactive 
MreMaration and strategic M.anningL qo..owing successfu. registration, it is essentia. to 
engage in subseHuent rights Mrotection efforts to strike a ba.ance between rights and 
resMonsibi.ities, to strategica..y M.an ahead, and this aMMroach ho.ds signiEcant Mractica. 
va.ueL
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