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IN SUMMARY

The ladrid Protoco. and its imM.ementation by the 6hi.ean Trademark 3’ce )6B Tl3C once 
again made the news in 2021L The 6B Tl3 has given the Protoco. a se.f-eOecuting character 
and has on.y issued genera. instructions to its staff regarding the Protoco.8s aMM.ication )ie, 
pOemMt (eso.ution I‘x-2022CL 9n this artic.e, we discuss two imMortant MointsL The Erst 
is re.ated to the scarce regu.ation of the nu..ity action of a trademark registered in 6hi.e 
that corresMonds to a ladrid Protoco. designation and the .ack of .ega. certainty it causes 
for internationa. usersL The second is re.ated to the •a..-in-one8 aMMroach adoMted by the 
6B Tl3 re.ated to Mrovisiona. refusa.s, Marticu.ar.y in re.ation to the forma. eOamination of 
designations in 6hi.e and the tensions that this generates with 9P Baw Ij,01jL

DISCUSSION POINTS

G Ana.ysis of trademark cance..ation actions in the conteOt to the ladrid Protoco.

G Provisiona. refusa.s of the ladrid Protoco. made by the 6B Tl3, and Marticu.ar.y 
those derived from forma. obSections

REFERENCED IN THIS ARTICLE

G pOemMt (eso.ution I‘x of 2022

G 9P Baw Ij,01j of IjjI and its (egu.ations

G Baw 2I,155 that modiEes 9P Baw Ij,01j

G Baw Ij,‘‘0 that pstab.ishes Rases of the Administrative Procedures that :overn the 
Acts of the Rodies of the Vtate Administration

SOME REFLECTIONS ON TRADEMARK CANCELLATION ACTIONS IN THE CONTEXT OF 
THE MADRID PROTOCOL

(egarding cance..ation of a trademark, and after severa. changes over the Mast few years to 
9P Baw Ij,01j, a trademark registration can on.y be cance..ed in the fo..owing waysW 

G qo.untary withdrawa.W any Marty can vo.untari.y withdraw a registrationL Nhen made 
through a reMresentative, sMecia. Mowers are reFuiredL

G 6ance..ation actionW registration granted to signs deemed unMrotectab.e by the 9P 
Baw may be inva.idated on the basis that Mrohibitions for granting registration were 
ignoredL Vuch an action must be E.ed within Eve years of the registration dateL 

Hotwithstanding this, there is no time .imit for E.ing an inva.idation action against a mark 
registered in bad faithL 

A.so, in changes introduced by Amendment Baw 2I,155, a revocation action for .ack of use is 
now avai.ab.e in 6hi.eL As of j lay 2022, the fo..owing revocation scenarios are a.so Mossib.eW

G ?or new trademarks, a registration granted after j lay 2022 wi.. be cance..ed if the 
trademark has not been Mut to rea. and effective use in 6hi.e within Eve years of when 
registration was granted, either by the owner or by a third Marty with his or her consent, 
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to distinguish one or more of the goods or services for which the registration was 
granted, or use was susMended without interruMtion for the same MeriodL

G A cance..ation action is a.so estab.ished when a trademark has become genericL This 
action can be eOercised as of the entry into force of Amendment Baw 2I,155L

A.. these actions are heard at the Erst instance by the head of the 6B Tl3 and at the second 
instance by the 9ndustria. ProMerty 6ourtL 9n some circumstances, decisions of the 9ndustria. 
ProMerty 6ourt may be aMMea.ed before the VuMreme 6ourtL

3n the other hand, according to artic.e I1 of 9P Baw Ij,01j, the form of a notiEcation 
regarding cance..ation actions against nationa. ).oca.C trademark registrations must be done 
in the terms indicated in artic.es x0 et seF of the 6ivi. Procedure 6ode, for which foreign 
owners must estab.ish domici.e in 6hi.eL 9n other words, a cance..ation action against a 
Merson with no domici.e or residence in 6hi.e wi.. be notiEed to their .awyer or reMresentative 
referred to in artic.e 2 of the 9P BawL

Hotwithstanding this, the 6B Tl3 has decided to interMret the ladrid Protoco. as being 
se.f-eOecuting and, therefore, there is no need to reform Baw Ij,01j to aMM.y itL (egarding 
the instructions for the Mrocessing of internationa. trademarks under the Protoco. re.ating 
to the ladrid Agreement under pOemMt (eso.ution I‘x-2022, the referred artic.e has been 
va.idated as being aMM.icab.e to the internationa. trademarks E.ed under the ladrid Protoco., 
but subSect to the Marticu.arities that the instructions estab.ishL

Jence, before Mrovisiona. refusa. of an internationa. registration in 6hi.e as a designated 
country, the ho.der of the registration must aMMear before the 6B Tl3 and carry out 
forma.ities according to the nationa. Mrocedure, and must aMMoint a reMresentative domici.ed 
in 6hi.e, in accordance with the Mrovisions of the 9P Baw Ij,01j and its (egu.ationsL 

9n the conteOt of a notiEcation of cance..ation action against the owner of a 6hi.ean 
registration,  there wi..  be no Mrob.em with a nationa. aMM.ication or an internationa. 
registration if the 6B Tl3 Mrovisiona..y refuses internationa. registration during its Mrocedure, 
owing to the ob.igation to aMMoint a .oca. reMresentativeL

Jowever, what haMMens in internationa. registrations that aMMoint 6hi.e as a designated 
country and do not receive any obSection from the trademark o’ce, being registered .oca..y 
without the need to have aMMointed a .oca. agentz

The foregoing Mresents a Mractica. Mrob.em as it is unc.ear how or when the ho.der wi.. 
become aware of the notiEcation of cance..ation, creating uncertainty for both MartiesL 
loreover, owing to the imM.ementation of the ladrid Protoco. in 6hi.e )starting on x 'u.y 
2022C, no cases have yet been Mresented, hence no SurisMrudence or criteria in this regard 
have been estab.ished by the 6B Tl3, the 9ndustria. ProMerty 6ourt or the VuMreme 6ourtL 
?rom our MersMective, an amendment to 6hi.ean .aw reinforcing the need to aMMoint a .oca. 
reMresentative in any case is necessaryL 

THE ‘ALL-IN-ONE’  POSITION OF PROVISIONAL REFUSALS AND THE ISSUE WITH 
RESPECT TO FORMAL OUT-OF-TIME REVIEW

Another very imMortant issue, which wi.. sure.y be very interesting for users of the ladrid 
Protoco. interested in designating 6hi.e, has to do with the criteria being adoMted by the 6B 
Tl3 when issuing Mrovisiona. refusa.s, Marticu.ar.y those derived from forma. obSectionsL
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To fu..y understand the above, we must start by conErming that designations in 6hi.e, 
once they enter the nationa. territory, shou.d fo..ow the same .ega. treatment as trademark 
aMM.ications E.ed direct.y in the countryL 

Hotwithstanding this, whi.e ho.ders of designations in 6hi.e, as haMMens in many countries, 
wi.. on.y see Mrovisiona. refusa.s in a centra.ised form, in the nationa. E.e of the trademark 
aMM.ication associated with each designation, different conceMts are used and associated 
with the norma. Mrocedure of Mrocessing a trademarkL ?or eOamM.e, the N9P3 wi.. notify the 
owners of a Mrovisiona. refusa., which may be of a forma. or substantive nature or based on 
an oMMosition E.ed by an interested third MartyL Rut in 6hi.e, there is a .ega. Mrocedure that 
must be comM.ied with and that MerhaMs is not being fu..y resMected with regard to ladrid 
Protoco. designationsL 9n other words, the 3’ce cou.d be forcing the Mrocedure to comM.y 
with the reFuirements of the Protoco., but in such a way that it might be ignoring imMortant 
ru.esL

Refore entering into the ana.ysis, it shou.d be noted that, to date, the 6B Tl3 has formu.ated 
three tyMes of Mrovisiona. refusa.s, which may be manifested individua..y or simu.taneous.y 
in the same case, adoMting an a..-in-one so.utionW 

G Those based on substantive obSectionsW by .ega. mandate, the 6B Tl3 must conduct 
a substantive eOamination with resMect to every trademark aMM.ication in 6hi.e, and 
designations in 6hi.e are no eOceMtionL This kind of eOamination, by eOM.icit mandate 
of artic.e 22, MaragraMh x of 9P Baw Ij,01j, must be carried out once the Meriod for 
E.ing an oMMosition by interested third Marties has conc.udedL The obSective of this 
eOam is to determine whether the designation in 6hi.e incurs any grounds for refusa. 
estab.ished by 9P Baw Ij,01jL 9f any of these hyMotheses is veriEed, the 6B Tl3 wi.. 
issue a Mrovisiona. refusa. )eg, when a designation is confusing.y simi.ar to a mark 
Mrevious.y aMM.ied for or registered in 6hi.e by a third Marty or when the 6B Tl3 
considers that a trademark aMM.ication is generic or descriMtive with resMect to the 
goods and services it has sMeciEedCL

G Those based on oMMositionsW.ikewise, it is imMortant to consider that 9P Baw Ij,01j 
reFuires that any trademark aMM.ication E.ed in 6hi.e be advertised so that any 
interested Marty may E.e an oMMosition against itL Nhi.e a.. trademark aMM.ications 
E.ed in 6hi.e must be Mub.ished, by .ega. mandate in the 3’cia. :a–ette, designations 
in 6hi.e, by a decision of the 6B Tl3, are Mub.ished in an e.ectronic ga–ette created 
by the 6B Tl3 for this MurMoseL 9f, within 10 days of Mub.ication, the designation in 
6hi.e is oMMosed, the 6B Tl3 wi.. issue a Mrovisiona. refusa.L

G Those based on forma. obSectionsW Ena..y, MerhaMs the most controversia. case has 
to do with the Mrovisiona. refusa.s associated with forma. obSectionsL Horma..y, the 
6B Tl3, through the trademark conservator, carries out a forma. eOamination of 
any trademark aMM.ication E.ed in 6hi.e after its E.ing and Mrior to its acceMtance for 
Mrosecution, which wi.. then resu.t in its Mub.ication for oMMosition MurMosesL Thus, 
if it considers, for eOamM.e, that it is necessary to sMecify further the designated 
goods and services, it wi.. issue an o’cia. action reFuesting the aMM.icant amend the 
situationL ?or this MurMose, artic.e 22, MaragraMh I of 9P Baw Ij,01j grants a term of 
10 days to correct the Mrob.em, which does not affect the right of MriorityL 9f the above 
does not occur, the 3’ce may dec.are the abandonment of the aMM.ication for fai.ure 
to comM.y with the o’cia. actionL 9n Mractice, in most cases it grants a new Meriod of 
10 days, and Mossib.y even more than oneL
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Hotwithstanding this, in the case of designations in 6hi.e, something different haMMens, 
which cou.d be considered at odds with the contents of 9P Baw Ij,01jL 9n fact, the 6B Tl3 
has a.tered the usua. order of the Mrocedure ex o cio, carrying out the forma. eOamination 
after the Mub.ication of the eOtract of the designation in 6hi.e in the 3’ceUs e.ectronic ga–etteL 
loreover, the forma. eOamination is no .onger Merformed by the trademark conservator as 
reFuired by domestic .aw but is carried out direct.y by the head of the Tl3L

9n Mractice, the 6B Tl3 has adoMted the strategy of carrying out the forma. eOamination 
within the substantive eOamination stage, thereby changing its .ega. natureL The 3’ce has 
SustiEed this situation, for eOamM.e, based on the imMossibi.ity of determining the obSect of 
Mrotection c.ear.y and uneFuivoca..y because the goods and services are drafted in terms 
that are too broad, ambiguous and confusing.y simi.ar to other c.asses, making it imMossib.e 
to carry out the substantive eOamination and grant such goods and servicesL 

Nhi.e the above cou.d be acceMtab.e for a Mrovisiona. refusa. under the N9P3 ru.es, we 
must remember that the 6hi.ean designation is a.so Mart of an interna. regu.ated Mrocedure 

 a situation that cannot be forgotten under the MreteOt of comM.ying in any way with the 
ob.igations of the ladrid Protoco.L Nhat rea..y corresMonds at the moment is to carry out 
the forma. eOamination within the stage estab.ished by 9P Baw Ij,01jL Rasica..y, the current 
imM.ementation of the ladrid Protoco. in 6hi.e .ed by the 6B Tl3 has no mirror in certain 
asMects of 9P Baw Ij,01jL

9n other words, the 3’ce is creating a new cause for non-registrabi.ity not contemM.ated 
in artic.e 20 of 9P Baw Ij,01j, in circumstances where the sanction for non-comM.iance 
with a forma. reFuirement is not reSection, but abandonmentL ?or c.arity, the abandonment 
of a trademark aMM.ication is very different from its reSection, as the former occurs at the 
forma. stage of the Mrocedure and imM.ies that the 6B Tl3 does not ru.e on the merits of 
the aMM.icationL 3n the other hand, reSection is an institution of strict .aw, and its grounds 
are eOMress.y estab.ished in artic.e 20 of 9P Baw Ij,01j, and the 6B Tl3 cannot add new 
groundsL

At the end of the day, we be.ieve that the 6B Tl3 has run into a Mractica. Mrob.em with the 
imM.ementation of the ladrid Protoco. in 6hi.e, as it has disMensed with a modiEcation of 
the Baw, has interMreted the Protoco. as being se.f-eOecuting and has on.y issued genera. 
instructions for its staff to aMM.y it in a certain way )ie, pOemMt (eso.ution I‘x-2022CL This has 
generated many inconsistencies that cou.d contravene the eOMress teOt of 9P Baw Ij,01jL

6ertain.y, the 6B Tl3 cou.d issue a Martia. refusa. before the Mub.ication of the designation 
in the e.ectronic ga–ette, but after that it wou.d have to wait to know if there are oMMositions 
and then carry out the substantive eOaminationL pventua..y, other imMediments cou.d arise, 
turning the Mrocedure into a very comM.eO one for the ho.ders of the designations in 6hi.e, 
generating a .ack of .ega. certaintyL 

9t seems that one so.ution to this is, in addition to the 6B Tl3 correct.y aMM.ying the 
domestic .aw, comM.ying with the .ega. ob.igation to aMMoint a reMresentative in 6hi.e in 
a.. trademark aMM.ications, inc.uding designations of the ladrid Protoco., as estab.ished in 
artic.e 2, MaragraMh I of 9P Baw Ij,01j, as in this way, the forma. eOamination cou.d be carried 
out norma..y by the 3’ceL nfortunate.y, the Mosition of the 6B Tl3, as stated in artic.e I2)xC 
of pOemMt (eso.ution I‘x-2022, is to reFuire reMresentation on.y when an action wi.. be taken 
before the 3’ceL
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?or the moment, and as .ong as the 6B Tl3 does not fo..ow 9P Baw Ij,01j in its entirety, 
pOemMt (eso.ution I‘x-2022 wi.. continue to govern as, in accordance with Baw Ij,‘‘0 that 
pstab.ishes Rases of the Administrative Procedures that :overn the Acts of the Rodies of 
the Vtate Administration, it wi.. remain in force and is Mresumed to be .ega., imMerative and 
enforceab.e against its addressees, from its entry into force, un.ess the Act is cha..enged, ex 
o cio or uMon reFuest, and it is dec.ared ineffective by order of the administrative authority 
or the comMetent Sudicia. courtL 

To date, there is no news of any cha..enge to pOemMt (eso.ution I‘x-2022L 9f a cha..enge 
arises in the future, its effects shou.d not be retroactive as, for this to occur, it is reFuired by 
.aw that not on.y must there be favorab.e conseFuences for the interested Marties, but a.so 
the rights of third Marties must not be infringedL

9n any case, to avoid any issues in the future, it wou.d be advisab.e to vo.untari.y designate 
a reMresentative in 6hi.e from the beginning as estab.ished in 9P Baw Ij,01j to a..ow the 6B 
Tl3 to Motentia..y Merform the forma. review at the aMMroMriate timeL
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