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IN SUMMARY

This artic.e out.ines trademark Mrocedures in Oermany before the Oerman Patent and 
Trademark Dqce )•PlAC, inc.uding aMM.ication and registration as we.. as oMMosition and 
cance..ation MroceedingsL (eUuirements for Mroof of use are a.so discussedL The artic.e 
a.so describes enforcement against infringements, changes of ownershiM, .icensing, on.ine 
domain disMutes, and additiona. Mrotections under Oerman coMyright and trade MracticesL

DISCUSSION POINTS

F (eUuirements and criteria for registration of trademarks, as we.. as reasons for 
non-e.igibi.ity

F Dverview of the aMM.ication, •PlA eGamination, aMMea.s, oMMositions, Mub.ication and 
registration

F Jse reUuirements and non-use revocation

F pnforcement and remedies

REFERENCED IN THIS ARTICLE

F Oerman Patent and Trademark Dqce )•PlAC

F The Hedera. Patent 6ourt )RMatOC

F Hedera. 6ourt of Sustice )ROVC

F Hedera. Act of 6rimina. Procedure )WtPDC

F Act on the (emuneration of Bawyers )(NOC

F Oerman Jnfair Practices Act )JIOC

F •pz16 eO

F Oerman 6ustoms Dqce

F Ior.d 1nte..ectua. ProMerty Drgani9ation

F Paris 6onvention

F Act on the Protection of Trade larks and other Wigns 3jjx

5 KEY NEED TO KNOWS

3L •PlA eGamines abso.ute grounds for refusa., Marticu.ar.y .ack of distinctivenessL 
There is no refusa.ex obcio based on o.der con/icting trademarksL

2L Oermany is a Erst-to-E.e countryL

7L Three-month Meriod after Mub.ication of registration in which to E.e an oMMosition, 
based on o.der rightsL

xL Trademarks must be Mut to genuine use within Eve years, or they can be sub8ect to 
revocation, but on.y on reUuest and not ex obcioL
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5L 6ommercia. designations are Mrotected against newer identica. or confusing.y simi.ar 
trade designations and trademarks once they are Erst used in Oermany )without 
registrationCL

LEGAL FRAMEWORK

National Law

Oerman trademarks, pJ trademarks and Oerman trademarks based on internationa. 
registrations, names and non-registered trade designations are a.. enforceab.e in OermanyL 
Oerman trademarks are governed by the Act on the Protection of Trade larks and other 
Wigns 3jjx )Trademark ActC, which imM.ements the pJ Trade larks •irective )2035–2x74CL

pJ trademarks are governed by the pJ (egu.ation )203:–3003C, the pJ 6ommission 
•e.egated (egu.ation )203;–425C and the pJ 6ommission 1mM.ementing (egu.ation 
)203;–424CL 1nternationa. registrations that eGtend to Oermany are governed by the ladrid 
Protoco.,  the ladrid Agreement and the Trademark ActL  zames and non-registered 
commercia. designations are governed by the 6ivi. 6ode and the Trademark ActL

International Treaties

Oermany has a.so acceded to severa. mu.ti.atera. and bi.atera. internationa. treatiesL These 
inc.ude the Paris 6onvention for the Protection of 1ndustria. ProMerty, the zice Agreement 
6oncerning the 1nternationa. 6.assiEcation of Ooods and Wervices for the PurMoses of the 
(egistration of larks, and the Agreement on Trade-(e.ated AsMects of 1nte..ectua. ProMerty 
(ightsL

Unregistered Marks

6ommercia. designations are Mrotected against newer identica. or confusing.y simi.ar trade 
designations and trademarks once they are Erst used in OermanyL Vowever, detai.s of this 
Mrotection can be comM.eGL The Mrotection may be .oca..y restricted, for eGamM.e, or there 
may be coeGistence in the case of natura. Mersons with the same nameL

Jnregistered trademarks and other commercia. designations )eg, business symbo.sC are 
Mrotected against newer identica. or confusing.y simi.ar trademarks and commercia. 
designations on.y from the date on which they acUuire a suqcient degree of Mub.ic 
recognition in the sMeciEc Oerman marketL The reUuired minimum thresho.d is determined 
on a case-by-case basisL 1f the sign is distinctive, a degree of recognition of between 20 Mer 
cent and 25 Mer cent of re.evant consumers is suqcient to Mass the thresho.d testL Vowever, 
if the sign is descriMtive or not distinctive for other reasons, it must a.so have acUuired 
distinctiveness through its use in OermanyL The recognition thresho.d for this is set at 50 
Mer centL Jnregistered trademarks used on.y outside Oermany to the reUuired substantia. 
degree may be afforded Mrotection in accordance with artic.e 4pis of the Paris 6onvention 
on.y if the mark is we.. knownL This wi.. usua..y reUuire between 40 Mer cent and :0 Mer cent 
recognitionL These reUuirements must be Mroved by oMinion Mo..s conducted in accordance 
with reUuirements estab.ished by MrecedentL

Registered Marks

Any natura. or .ega. Merson may aMM.y for and own a trademarkL Ihi.e reMresentation is 
not necessary before the Oerman Patent and Trademark Dqce )•PlAC or the Hedera. 
Patent 6ourt )RMatOC à which has 8urisdiction over certain trademark matters )a.though 
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not infringement casesC à aMM.icants or owners with no domici.e, seat or commercia. 
estab.ishment in Oermany must aMMoint a Oerman reMresentativeL Oerman attorneys at .aw 
and Oerman Matent attorneys must be du.y emMowered, a.though no Mower of attorney 
need be submitted to the •PlA or the Patent 6ourtL Dther reMresentatives must submit a 
Mower of attorney in writing )either in Oerman, or the origina. with a Oerman trans.ationCL zo 
notarisation is reUuiredL Vowever, foreign aMM.icants and owners may need to comM.y with 
their .oca. forma. reUuirementsL

(egistration may be aMM.ied for a mark that consists of any sign caMab.e of being reMresented 
c.ear.y and in a deEnitive.y determinab.e wayL This inc.udes in Marticu.ar words, numbers, 
graMhica. devices and three-dimensiona. shaMesL The reMresented sign must be caMab.e of 
distinguishing the goods or services of one undertaking from those of other undertakings in 
a .ega. mannerL

Wigns are not e.igib.e for registration if, among other things, they’

F are devoid of any distinctive character_

F are descriMtive_

F are used by comMetitors to describe their goods and services_

F consist eGc.usive.y of the shaMe which resu.ts from the nature of the goods as such, 
are necessary to obtain a technica. resu.t or give substantia. va.ue to the goods_

F are contrary to Mub.ic Mo.icy or acceMted MrinciM.es of mora.ity_

F cou.d Motentia..y deceive the Mub.ic à for eGamM.e, in regard to the nature, Uua.ity or 
geograMhica. origin of the goods or services_

F consist of .ega..y Mrotected signs and have not been authorised by the comMetent 
authorities_ or

F have been aMM.ied for in bad faithL

Vowever, the grounds mentioned under the Erst three of these Moints may be overcome by 
acUuiring around 50 Mer cent distinctivenessL

PROCEDURES

The •PlA wi.. eGamine the trademark aMM.ication with regard to forma.ities )eg, correct 
c.assiEcation of the goods or services and fu.. Mayment of the aMM.ication feesC and abso.ute 
grounds for refusa.L 1t does not conduct an ex obcio search for o.der con/icting trademarksL 
Any deEciency wi.. be raised by the •PlA in an oqcia. action that grants the aMM.icant at .east 
one month in which to reM.yL These Meriods are eGtendab.e on reUuestL This decision may in 
turn be aMMea.ed within one month of notiEcation, either by an administrative aMMea. to the 
•PlA or by a direct fu.. aMMea. to the Patent 6ourt, deMending on the status of the Merson 
at the •PlA who Erst issued the decisionL A decision of a •PlA aMMea. division may be 
aMMea.ed to the Patent 6ourtL Dn rare occasions, decisions of this court may be aMMea.ed to 
the Hedera. 6ourt )ROVCL Pub.ication and registration of a trademark occur when the •PlA 
has issued the a..owanceL Iithout any oqcia. action, this is .ike.y to be comM.eted between 
three and siG months from the aMM.ication, a.though the actua. time can vary great.yL The 
trademark has effect from the date on which it is recorded in the Trademark (egisterL

An oMMosition may be E.ed three months after a trademark registration is Mub.ished, Mrovided 
that the corresMonding fees are a.so MaidL The rights on which the oMMosition is based, and 
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the scoMe of that oMMosition, must be c.ear.y indicatedL An additiona. fee must be Maid for 
each right to which the newer mark is oMMosedL An oMMosition may be based on o.der Oerman 
trademarks and pJ trademarks, internationa. trademarks in force in Oermany and trade 
designations which are Mrotected in OermanyL 1t is a.so Mossib.e to base an oMMosition on 
o.der trademark aMM.icationsL 1f and to the eGtent that an oMMosition succeeds, the oMMosed 
trademark wi.. be eGMunged from the register once the ru.ing is Ena. and bindingL

DMMositions can a.so be based on Mrotected geograMhica. indications, and Mrotected 
designations of originL Oenera..y, oMMosition Mroceedings are documentary Mroceedings 
with no ora. hearingL A tyMica. case wi.. invo.ve one or two rounds of short submissionsL 
6urrent.y oMMosition Mroceedings before the •PlA can take at .east a year for the Erst 
decision to be reachedL An admissib.e oMMosition that is based on o.der rights wi.. succeed 
if the newer mark or the goods and services c.aimed in its sMeciEcation are identica. or 
confusing.y simi.ar to the o.der right on which the oMMosition is basedL This inc.udes a danger 
of association with the o.der markL 1n genera., the scoMe of Mrotection afforded to o.der 
we..-known, famous or notorious trademarks wi.. be broaderL Hina..y, an oMMosition can a.so 
be based on the grounds that the oMMosed trademark was registered in bad faith, Marticu.ar.y 
in the name of an agent or other reMresentative of the )norma..y foreignC trademark ownerL

To suMMort sett.ement negotiations between the Marties to the Mroceedings, the •PlA may 
grant a coo.ing off Meriod of at .east two months within which to try to reach an amicab.e 
sett.ementL This Meriod may be eGtended by a further 8oint reUuest by the two MartiesL

The owner of the contested aMM.ication may defend by reUuesting Mroof of use of the 
oMMosing trademarkL The •PlA reUuires Mroof of use rather than simM.y the Mutting forward 
of a M.ausib.e caseL Vowever, in M.ace of fu.. Mroof, aqrmation in .ieu of an oath is sti.. 
Mermitted Mursuant to section x7)3C of the Trademark ActL The Eve-year Meriod for which 
Mroof of use of the oMMosing trademark must be furnished wi.. begin Eve years before the 
E.ing date or Mriority date of the cha..enged trademarkL

The grace Meriod for using the trademark on which the oMMosition is based )the Meriod during 
which the use of the trademark does not have to be MrovenC begins essentia..y on the date 
on which the oMMosition Meriod eGMiresL 1n case an oMMosition is E.ed, the commencement 
date of the grace Meriod is the date on which the Ena. decision of oMMosition Mroceedings 
becomes Ena. and binding or the date of withdrawa. of a.. oMMositionsL Hor trademarks whose 
aMM.ication was E.ed with the •PlA after 3x Sanuary 203j the beginning and end of the 
grace Meriod for use is entered in the Trademark (egister )section 25 )20aC of the Trademark 
DrdinanceCL An oMMosition wi.. a.so be re8ected if the younger oMMosed trademark was E.ed 
during the Meriod during which the o.der trademark was not in genuine useL This aMM.ies even 
if the o.der trademark was subseUuent.y Mut to genuine use by the owner and the .ack of use 
cured vis-‘-vis other third MartiesL

A trademark that is not Mut to genuine use within Eve years of eGMiration of the oMMosition 
Meriod or the Ena. decision in oMMosition Mroceedings is deemed inva.idL Vowever, if 
maintenance fees are Maid, the mark wi.. continue to eGist on the Mub.ic records, because no 
dec.aration or evidence of use is reUuiredL After the Eve-year grace Meriod for commencing 
genuine use, any third Marty may E.e a reUuest for revocation at any timeL 1f the owner does 
not ob8ect to this within two months, the mark wi.. be revokedL 1n case of an oMMosition, 
the third Marty is informed and may then Mroceed with revocation Mroceedings before the 
•PlA by Maying another oqcia. fee within a month of notiEcation or E.e a revocation action 
based on non-use with the Oerman regiona. court that has sMecia. 8urisdiction in the sub8ectL 
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1f the owner can Mrove that it has commenced genuine use before the revocation reUuest 
is E.ed, the trademark wi.. not be revokedL This is the case even if the trademark had not 
been used for more than Eve yearsL Vowever, use that commences .ess than three months 
before the cance..ation reUuest after the owner became aware of its Motentia. E.ing wi.. not 
be consideredL

Any Marty may E.e a reUuest for revocation, and the trademark may be cance..ed, if’

F there are abso.ute grounds for refusing trademark Mrotection )usua..y over.ooked by 
the •PlA during eGaminationC, if’

F the abso.ute ground of refusa. sti.. eGists at the time that the decision on the 
aMM.ication for cance..ation is made_ and

F cance..ation is reUuested within 30 years of the registration date_

F the trademark has become the common name in the trade for the goods or services 
in resMect of which it is registered as a conseUuence of acts or the inactivity of the 
owner_ or

F use made of the mark is .iab.e to mis.ead the Mub.ic, Marticu.ar.y as to the nature, 
Uua.ity or geograMhica. origin of those goods or servicesL

1n resMect to the enumerated number of statutory abso.ute grounds, a trademark may be 
cance..edex obcio by the •PlA if the Mrocedure is commenced during the Erst two years 
after the registration date and the registration manifest.y contravenes a Enite number of 
MrovisionsL These grounds may aMM.y on.y to some of the goods and services for which 
the trademark is registeredL 1n this case the cance..ation wi.. concern on.y that Mart of the 
trademarkL

As an a.ternative to oMMosition Mroceedings, esMecia..y after the eGMiry of the non-eGtendab.e 
three-month oMMosition Meriod, the owner of o.der rights may E.e at any time a reUuest for 
cance..ation based on its o.der trademark or trade designation standing in force in Oermany 
)ie, re.ative groundsCL Vowever, even if the re.ative grounds are Mroven to eGist, the registration 
may not be cance..ed if the owner of the o.der mark has knowing.y to.erated the use of 
the newer mark for the goods or services in resMect of which it is registered for a Meriod 
of Eve consecutive years à un.ess the newer mark was obtained in bad faith or the owner 
of the o.der right has consented to registration and use of the younger markL Hurthermore, 
cance..ation is not Mossib.e if the o.der mark cou.d have been cance..ed on the date of 
Mub.ication of registration of the younger trademarkL

6ance..ation reUuests based on origina. or subseUuent abso.ute grounds for refusa., .ack of 
standing to own a trademark, .ack of genuine use or because of the eGistence of ear.ier rights 
)on.y by the owner of such rightsC may be E.ed with the •PlAL An action for cance..ation for 
revocation or because of the eGistence of ear.ier rights may a.so be commenced before the 
comMetent higher regiona. courtL

The trademark may be renewed 30 years after the aMM.ication E.ing for some or a.. of the 
goods and services for which it is registered by Mayment of the aMM.icab.e maintenance feeL 
A.. renewa.s and de.etions wi.. be recorded in the register, which may be accessed on.ine at

wwwLregisterLdMmaLdeL Any owner may at any time re.inUuish their trademark comM.ete.y or 
regarding certain goods or services by E.ing a corresMonding written reUuest with the •PlAL
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ENFORCEMENT

6ivi. infringement Mroceedings may be based on a con/ict with o.der rightsL TyMica..y, 
infringement c.aims wi.. Erst be asserted against the infringer in the form of a .etter that asks 
them to cease and desist, and to May a contractua. Mena.ty in case of contraventionL The .atter 
reUuirement is a uniUue feature of the Oerman .ega. system and is intended to disMerse the 
danger of reMeated infringementL Jn.ess the infringer gives such an undertaking, the action 
reUuesting an order to cease and desist wi.. remain admissib.eL

The rights ho.der may seek an inter.ocutory in8unction from the comMetent regiona. higher 
court if the matter is urgent, which is .ega..y MresumedL )The comMetence of sMeciEc 
chambers is concentrated on the state .eve. in a few courts in each stateLC The Metitioner 
must reUuest in8unctive re.ief soon after .earning about the infringementL This Meriod is not 
.ega..y deEned, a.though it is genera..y agreed to be within one monthL Wome courts grant a 
Meriod of uM to two months, but .onger Meriods are granted on.y under sMecia. circumstancesL 
Jn.ess the infringer acknow.edges the court order as Ena. and binding, the Metitioner wi.. 
have to institute norma. infringement MroceedingsL

The fo..owing remedies are avai.ab.e in civi. infringement Mroceedings’

F c.aims to cease and desist, which do not deMend on the infringement being cu.Mab.e_

F c.aims for actua. damages, which may be demonstrated via three a.ternative 
methods’

F .icence ana.ogy_

F actua. damages suffered by the rights ho.der_ and

F MroEts made by the infringer which are attributab.e to the infringement, or 
un8ust enrichment_

F c.aims for destruction and reca.., or Mermanent remova. from sa.e, un.ess this wou.d 
be disMroMortionate à in order to secure the enforcement of such c.aims, under 
certain circumstances a seUuestration can be ordered by inter.ocutory in8unction_

F c.aims for information concerning the origin and sa.es channe.s of un.awfu..y marked 
goods or services )in sMecia. cases, these c.aims may a.so eGist against certain third 
MartiesC_

F c.aims that the infringer submit or a..ow access to banking, Enancia. or commercia. 
documents where these are reUuired for the assertion of the comMensation c.aim, 
un.ess this wou.d be disMroMortionate à the court has the Mower to guarantee 
conEdentia.ity Mrotection_

F information c.aims, which under certain circumstances may be granted through an 
ex arte inter.ocutory in8unction_ and

F c.aims for the Mub.ication of the Ena. 8udgmentL

(easonab.e attorneys  fees and court fees are awarded, deMending on the eGtent to which a 
Marty Mrevai.sL 6ourt and attorney fees are assessed on the basis of fee statutes that Mrovide 
for .umM sums and caM recoverab.e amountsL Oerman attorneys at .aw are not Mermitted to 
charge fees be.ow such amountsL
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Ii.fu. trademark infringement is a crime and may be MunishedL The .oca. Mub.ic Mrosecutor s 
oqce is emMowered by the Hedera. Act of 6rimina. Procedure )WtPDC to commence 
Mroceedings on its own initiative or uMon receiving a comM.aintL The abi.ities of the rights 
ho.der to in/uence the investigation, inc.uding the sMeed at which it is conducted, are .imitedL

Roth  the  sei9ure  and  eventua.  destruction  of  imMorted  counterfeit  goods  in 
Oermany  are  Mossib.e  under  Oerman  and  pJ  regu.ationsL  •etai.ed  information 
regarding  this  is  avai.ab.e  from  the  Oerman  6ustoms  Dqce  at  wwwL9o.. 
ng.ish.ish version–d0 Mrotection MroMerty–a0 trademark–indeGLhtm.L

OWNERSHIP CHANGES AND RIGHTS TRANSFERS

A change of ownershiM with regard to a Oerman trademark takes M.ace outside the register 
either through the oMeration of .aw )eg, .ega. successionC or on the basis of an agreement 
)eg, assignmentCL Ihi.e it is not mandatory to record such a change in the register, this 
is high.y recommended in order to ensure that rights can be enforced without de.ayL The 
va.idity and the form of such a change of ownershiM deMend on the aMM.icab.e .awL There 
are no forma. reUuirements with regard to a registered trademarkL A Oerman reMresentative 
who is a Oerman attorney at .aw or Matent attorney may reUuest the recording of a change 
of ownershiM in the register without submitting a coMy or origina. of the under.ying .ega. 
instrumentL 1n a.. other cases documentary Mroof must be submittedL

Trademark .icences are a.so granted outside the registerL A .icensee may themse.ves start 
infringement Mroceedings on.y with the consent of the .icensor–owner of the .icensed rightL 
There is no statutory reUuirement to register a .icenceL Trademark .icences are entered in 
the (egister at the reUuest of the MroMrietor of the trademark ).icensorC or of the .icensee if 
the resMective other Marty consentsL The entry contains information about the .icensee, the 
tyMe of .icence and any restrictionsL A fee is charged for the registration, amendment and 
cance..ation of a .icence in the (egisterL 1t is a.so Mossib.e to have .icences for trademarks 
for which Mrotection has been eGtended to Oermany recorded in the 1nternationa. (egisterL

6ommercia. designations and names are regarded as being ineGtricab.y associated with the 
re.evant business oMeration or comMany and may not be transferred without the business 
oMeration as such or .icensed to another comManyL The re.ated .ega. issues are comM.eGL

RELATED RIGHTS

A trademark that is an individua. and suqcient.y origina. creative work may a.so be Mrotected 
by coMyrightL This aMM.ies not on.y to device marks, but on rare occasions may a.so inc.ude 
s.ogans that meet a high standard of origina.ityL Hurthermore, there may be a neGus between 
trademark infringement and the Oerman Jnfair Trade Practices Act )JIOCL This .ega. area 
is maMMed out by many Mrecedents and is high.y comM.eGL To a certain eGtent, enforcement 
resemb.es trademark infringement matters, but c.aims differ substantia..yL

ONLINE ISSUES

The country code toM-.eve. domain Lde  is managed by •pz16 eOL A disMute concerning a Lde  
domain name may be registered with •pz16 in order to Mrevent its transferL •isMutes must 
be reso.ved amicab.y or, if this is not Mossib.e, in courtL A substantia. body of trademark case 
.aw aMM.ies eUua..y to cybersMace as it does to the o ine wor.dL Hor eGamM.e, a domain name 
that is simi.ar or identica. to a registered trademark a.so reUuires use for identica. or simi.ar 
goods or services in order for a trademark-based c.aim to succeedL 6ases of famous marks 
or bad-faith domain name registration may be differentL Rearing this in mind, Mrecedents 
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have estab.ished that metatags can be infringingL AdIords usage, on the other hand, wi.. not 
norma..y constitute infringement un.ess the disM.ayed advertisement contains something 
that is infringingL
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