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The second edition of the WTR Trademark Prosecution Review takes a wide-ranging view of 
best strategies for securing trademarks in the key regions of the Americas, the Asia-PaciEc, 
and puroMe, the lidd.e past and AfricaL The review combines on-the-ground know.edge and 
ana.ytic insight to offer an unMara..e.ed deeM dive into the Mrosecution .andscaMe in sMeciEc 
key marketsL
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in this reMort and in no event sha.. be .iab.e for any damages resu.ting from re.iance on or use of this 
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This comMrehensive study de.ves into the rea.m of trademark Mrotection and enforcement in 
1ndia, with the Trade larks Act 9••• serving as the governing .egis.ation for registration and 
enforcementL 1t eIM.ores the safeguarding of both registered and unregistered marks, the 
criteria for registration, enforcement mechanisms and recent deve.oMmentsL The ana.ysis 
de.ves into the registration Mrocess, non-traditiona. trademark registration, trade dress 
Mrotection, oMMosition Mroceedings, changes in ownershiM, cance..ation and rectiEcation, 
enforcement remedies, Massing off for unregistered marks and recent initiativesL
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N Trademark Mrotection in 1ndia
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N 7on-traditiona. trademark registration

N Trade dress Mrotection
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N 1nte..ectua. ProMerty (ights )1mMorted SoodsC pnforcement (u.es 200U

N Rharatiya 7yaya 3anhita 202’

mvYCFAYvN PvEmFOmIED ID IDCIY

1ndiaOs inte..ectua. MroMerty regime is governed by the Trade larks Act 9••• and the Trade 
larks (u.es 209U, which Mrovide a comMrehensive mechanism for the registration and 
enforcement of trademark rights in 1ndiaL The 1ndian trademark regime eItends Mrotection 
to both registered and unregistered marksL 1n the case of misuse of a registered mark, the 
right ho.der can initiate an infringement action against the infringing MartyL :n the other hand, 
for unregistered marks, the right ho.der can seek Mrotection under the .aw of Massing offL To 
estab.ish a c.aim for Massing off, the M.aintiff must showcase three ingredients; demonstrate 
estab.ished goodwi.. or reMutation of their mark attached to re.evant goods or servicesH Mrove 
misreMresentation by the defendant .ike.y to deceive the Mub.icH and show damage suffered 
or .ike.y to be suffered by the M.aintiffL

Criteria For Trademark Registration (what Can Be And Cannot Be Registered)

1n 1ndia, a mark caMab.e of being reMresented graMhica..y and distinguishing the goods 
or services of one entity from others can be registered as a trademarkL1]3 This inc.udes 
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various forms, such as devices, brands, headings, .abe.s, tickets, names, signatures, words, 
.etters, numera.s, shaMes of goods, Mackaging and a combination of co.oursL103 1n 1ndia, 
unconventiona. trademarks, such as sound and motion marks, can a.so be registeredL

qowever, certain tyMes of marks cannot be registered in 1ndiaL The fo..owing categories of 
marks are ine.igib.e for registration;

N marks that .ack distinctive characterH

N descriMtive marks that Mrovide information about the goods or services, such as their 
jua.ity, juantity or geograMhica. origin, and cannot be registeredH

N marks that have become customary in the current .anguageH

N marks that cause confusion and deceMtionH

N marks that are .ike.y to hurt re.igious sentimentsH

N marks that contain obscene or scanda.ous matterH

N marks that are Mrohibited under the pmb.ems and 7ames )Prevention of 1mMroMer 
GseC Act 9•50H

N marks that eIc.usive.y consist of the shaMe of goods resu.ting from the nature of the 
goods themse.ves or those necessary to obtain a technica. resu.t or give substantia. 
va.ue to the goodsH

N marks identica. or simi.ar to ear.ier marks covering simi.ar or identica. goods and 
services, which may cause confusion and .ike.ihood of associationH

N marks identica. or simi.ar to we..-known marksH

N marks that are Mrevented by coMyright .awH and

N marks that are Mrotected by the .aw of Massing off as unregistered trademarks, which 
cannot be used or registered by other Marties as trademarksL163

Trademark Registration Process

The aMM.ication for trademark registration can be E.ed either on.ine or oJine with the Trade 
larks (egistryL After fu.E..ing the rejuired Mrocedura. forma.ities, the aMM.ication undergoes 
substantive eIamination on both abso.ute and re.ative grounds for refusa.L 1f obWections are 
raised, the aMM.icant gets one month to resMond after receiving the eIamination reMortL 1f 
the obWections are maintained, a hearing is schedu.ed for Mresenting ora. argumentsL 1f the 
eIaminer is satisEed with the resMonse or submissions made during the hearing, the mark is 
advertised in the Trade larks Fourna., and four months is a..owed for third-Marty oMMositionL 
1f the aMM.ication is refused after the hearing, a review Metition can be E.ed within one month 
of the date of the refusa. order, or an aMMea. can be E.ed with the concerned high court 
within three monthsL 1f no oMMosition is E.ed during the Mub.ication Meriod, the mark Mroceeds 
towards registrationL

Non-traditional Trademark Registration

1ndia a.so a..ows the registration of non-traditiona. trademarks, such as co.our marks, motion 
or animated marks, sound marks and shaMe marksL

(egistration of a combination of co.ours as a trademark can be aMM.ied by submitting a 
reMroduction of the mark in co.ours with co.our codesL
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'here a mark contains a shaMe of the goods or its Mackaging or is a three-dimensiona. 
mark, the reMroduction of the mark must contain different views of such trademark and a 
descriMtion of the nature of the mark in wordsL 1f the reMresentation of the trademark Mrovided 
by the aMM.icant does not show a.. the features of the trademark c.ear.y, the registrar may 
rejuire uM to Eve further views of the trademarkL

‘or a sound mark, a sound recording must be submitted in lP’ format, not eIceeding ’0 
seconds in .ength and recorded in a medium that a..ows easy and c.ear audib.e reM.ay with 
a graMhica. reMresentation of its notationL

‘or a motion mark, an aMMroMriate reMresentation of the mark c.ear.y showing the motions 
must be E.edL

7on-traditiona. trademarks are Mrosecuted and granted registration in the same manner as 
traditiona. trademarksL

Trade Dress Protection

p.ements such as Mackaging design, co.our combinations, Mroduct shaMe, teIture, graMhics 
and i..ustrations are co..ective.y known as trade dressL These e.ements are safeguarded 
to mitigate misuse by other Marties seeking to imitate the MroductDs overa.. aMMearance 
to caMita.ise on its estab.ished goodwi.. and reMutationL 1ndian trademark .aw sMeciEca..y 
has a Mrovision for trade dress Mrotection, inc.uding the shaMe of goods, Mackaging and 
co.our combinationsL To jua.ify for Mrotection, the overa.. aMMearance of the Mroduct must 
be distinctive, either inherent.y or through acjuired distinctivenessL

(ights ho.ders often face the cha..enge of se.ecting the most aMMroMriate 1P .egis.ation for 
safeguarding a Marticu.ar shaMeL Senera..y, if the shaMe of a Mroduct is nove., origina. and 
undisc.osed to the Mub.ic, it shou.d be Mrotected through design registrationL qowever, where 
the right ho.der has not registered the shaMe under design .aw, it may sti.. be Mrotected 
under trademark .aw or the common .aw tort of Massing off if it has acjuired distinctiveness 
through Mro.onged and continuous useL To successfu..y c.aim to Mass off, the right ho.der 
must demonstrate that the sMeciEc shaMe has become distinctive of their goods or services, 
that customers recognise such shaMe with its business and that its use by others wou.d 
confuse the Mub.icL 6ourts in 1ndia have recognised that unijue Mackaging design, co.our 
combinations, Mroduct shaMe, etc, are entit.ed to Mrotection under the Trade larks Act 9•••, 
and common .aw rights of the owner remainL

Trademark Ownership Changes And Transfers

Roth registered and unregistered marks can be assigned and .icensed in 1ndiaL qowever, the 
.icence can be recorded for registered marks on.y, and assignment can be recorded for both 
kindsL ‘or recording a .icence, the Marties must E.e a recorda. rejuest within siI months of 
the date of signing the agreementL

Trademarks are va.id for 90 years from the aMM.ication date and must be renewed every 
90 yearsL Trademarks can be restored after siI months and within one year of the date of 
eIMiration of the Mrevious registration of the markL

Additiona..y, it is recommended that the records for the name and address of the MroMrietor 
be uMdated with the Trade larks (egistryL

Trademark Opposition Proceedings
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:MMosition against a trademark aMM.ication can be E.ed on both abso.ute and re.ative 
grounds for refusa.L Any individua. can E.e an oMMosition against a conKicting mark, and 
these oMMosition Mroceedings invo.ve three stages; the M.eading stage, the evidence stage 
and the hearing stageL

N P.eading stage; this stage commences with the E.ing of a notice of oMMosition, which 
out.ines the grounds on which the oMMosition is E.ed against the conKicting markL 
The notice of oMMosition must be submitted within four months of the date of the 
markOs advertisement in the Trade larks Fourna.L This Meriod is non-eItendab.eL 
GMon receiving the notice of oMMosition, the aMM.icant of the mark has two months 
)non-eItendab.eC to E.e a counterstatementL ‘ai.ure to submit a counterstatement 
resu.ts in the aMM.ication being deemed abandonedL

N pvidence stage; once the counterstatement is served, the oMMonent must Mresent 
evidence suMMorting their oMMosition by way of an aVdavit within two months of 
the date of oVcia. service of the counterstatement by the (egistryL A.ternative.y, the 
oMMonent can inform the registrar that they do not wish to Mrovide any evidence and 
submit a .etter re.ying on the contents of the notice of oMMositionL 3ubsejuent.y, 
uMon receiving the oMMonentOs evidence, the aMM.icant has two months to Mresent 
their evidence in suMMort of the aMM.ication or submit a simi.ar re.iance .etter, re.ying 
on the statements made in their counterstatementL ‘ai.ure of this steM by either 
the oMMonent or the aMM.icant resu.ts in the oMMosition or aMM.ication being deemed 
abandoned, resMective.yL :nce evidence is received in suMMort of the aMM.ication, the 
oMMonent has one month to E.e evidence in reM.y, which is not mandatoryL

N qearing stage; after the comM.etion of the evidence stage, the registrar schedu.es a 
hearing on the merits and adWudicates either a..owing or dismissing the oMMositionL

Trademark Cancellation Or RectiMcation

6ance..ation or revocation of trademark Mroceedings can be initiated through two avenues; 
before the Trade larks (egistry or before the concerned high courtL

Proceedings Before The Trade yarks RegistrH

The cance..ation Metition can be E.ed on ‘orm Tl-:, a.ong with a statement of the case 
submitted by the aMM.icant or Metitioner, who is referred to as the zaggrieved MersonOL 1n this 
statement, the nature of the MetitionerOs interest, the facts and the re.ief sought are out.inedL 
3ubsejuent.y, a coMy of the Metition is served on the registered MroMrietor by the Trade larks 
(egistryL

:nce the Metition is served, the registered MroMrietor must E.e a counterstatement within two 
months to defend its trademark registrationL This Meriod may further be eItended by one 
month if rejuiredL ‘o..owing the E.ing of the counterstatement, the (egistry serves a coMy of 
the same on the Metitioner within one monthL

1f the registered MroMrietor fai.s to submit a counterstatement within three months, the 
Metitioner may Mroceed to E.e evidence in suMMort of the Metition, as stiMu.atedL The 
subsejuent Mroceedings mirror those of oMMosition Mroceedings, as mentioned aboveL

Proceedings Before The Concerned uigh CoErt

A.ternative.y, a revocation Metition can be E.ed before Eve high courts )Ahmedabad, 6hennai, 
–e.hi, 8o.kata and lumbaiC in 1ndia based on the Wurisdiction of the registered trademarkL
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To commence revocation Mroceedings, any Merson who c.aims to be an aggrieved Merson 
)ie, any Merson substantia..y interested in getting the mark removed from the (egister or any 
individua. whose rights are being affected by the imMugned registrationC may initiate actionL

vnforcement Of Trademark Rights

/arious remedies are avai.ab.e to the aggrieved Marties for trademark infringement, which 
inc.ude civi., crimina. and border enforcement measuresL

N 6ivi. remedies; in civi. Mroceedings, third Marties using the infringing mark can be 
inWuncted )ie, they can be restrained from further use of the markCL The M.aintiff can 
seek a Mre.iminary inWunction before the tria.L To obtain a Mre.iminary inWunction, the 
M.aintiff must estab.ish a prima facie case, demonstrate the .ike.ihood of irreMarab.e 
inWury if re.ief is not granted, and show that the ba.ance of convenience favours 
granting the inWunctionL 1f these conditions are met, the court may grant a Mre.iminary 
inWunction to Mrotect the M.aintiffDs rights unti. a Ena. decision is madeL After the 
tria. or if the M.aintiff obtains re.ief through summary Wudgment, the court may Mass 
an order granting a Mermanent inWunctionL This inWunction Mermanent.y restrains 
the defendant from using the infringing markL Additiona..y, the court can award 
damages to comMensate the trademark owner for the .osses incurred owing to 
the infringementL The court may a.so order the rendition of accounts, de.ivery and 
destruction of infringing Mroducts to Mrevent further misuse of the trademarkL

N 6rimina. remedies; in crimina. Mroceedings, offenders found gui.ty of trademark 
infringement can face imMrisonment and be subWected to EnesL The court can sei_e 
the infringing coMies and de.iver them to the rightfu. ownerL

N Rorder enforcement;  these measures invo.ve the Mrohibition of  the imMort  of 
infringing materia., aiming to Mrevent counterfeit goods from entering the countryL The 
government of 1ndia has emMowered 1P owners to Mrotect their inte..ectua. MroMerty 
rights at 1ndian borders through the 1nte..ectua. ProMerty (ights )1mMorted SoodsC 
pnforcement (u.es 200UL To uti.ise this Mrotection, it is essentia. to have a va.id.y 
registered trademark or 1P rightL The Meriod of Mrotection granted by 6ustoms is Eve 
years from the date of recordation of rights with the customs authorities or uMon the 
eIMiration of the trademark or 1P right registration va.idity, whichever comes ear.ierL 
After this initia. Eve-year Meriod, the right ho.der needs to submit a fresh notice to 
continue the MrotectionL

N AMMea.s and 3uMreme 6ourt Wurisdiction; if a Wudgment is Massed by a district court, 
an aMMea. can be E.ed in the re.evant high courtL 1f the Wudgment is Massed by a sing.e 
Wudge of the high court, the aMMea. may be brought before the division benchL AMMea.s 
to the 3uMreme 6ourt of 1ndia are a..owed on.y on juestions of Moints of .awL

N Anti-counterfeiting measures; anti-counterfeiting is a critica. asMect of trademark 
enforcementL The Rharatiya 7yaya 3anhita )R73C )Mrevious.y referred to as the 1ndian 
Pena. 6odeC deEnes zcounterfeitingO as an act intending to deceive by causing one 
thing to resemb.e another, which is Munishab.e with imMrisonment or a Ene or bothL 
3ections 902, 90’ and 90x of the Trade larks Act deEne offences, Mena.ties and 
Mrocedures re.ating to fa.siEcation and fa.se.y aMM.ying for trademarksL :ffenders can 
face imMrisonment ranging from siI months to three years, a.ong with a EneL :ffences 
deEned under the Trade larks Act 9••• are cognisab.e, a..owing Mo.ice oVcers of 
designated ranks to arrest offenders without a warrant and initiate investigationsL 
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Refore taking any action under the Trade larks Act 9•••, Mo.ice oVcers must seek 
an oMinion from the registrar of trademarks on the facts of the caseL This he.Ms ensure 
MroMer enforcement of trademark rights and deter counterfeit activitiesL

Need-to-knows

N 1ndia is a common .aw country wherein Mrior user rights Mrecede the subsejuent 
registered rightsL

N 1n 1ndia, trademark aMM.ications can be E.ed either on an zintent to useO basis or 
with a user c.aimL The trademark aMM.ication E.ed with the user c.aim mandates the 
submission of a signed and notarised aVdavit of use showing the use of the E.ed 
trademark from the date of Erst use as c.aimed, a.ong with suMMorting documentsL

N The trademark registration Mrocess can be eIMedited by an oVcia. eIMedited rejuest, 
which eIMedites both Mrosecution and oMMosition Mroceedings re.ating to the E.ed 
trademarkL

N 1n 1ndia, trademark registration can be renewed for a further Meriod of 90 years without 
the need for furnishing use dec.arationL

N The registered trademark becomes vu.nerab.e to non-use cance..ation action after a 
Meriod of Eve years and three months from the date of M.acement on the register of 
the Trade larks (egistryL

Recent De'elopments

(ecent deve.oMments in the Ee.d of inte..ectua. MroMerty in 1ndia have focused on imMroving 
e.ectronic systems for easy stakeho.der access and Mroviding transMarent mechanisms for 
grievance redressa.L 1nitiatives have been undertaken to eIMedite case disMosa. and reduce 
back.ogsL

N :Men house for discussion of grievances; at the 7ationa. 1nte..ectua. ProMerty 
6onference 2022, the Gnion linister of 6ommerce and 1ndustry MroMosed the 
estab.ishment of an oMen house communication system to address concerns 
and grievances within the 1P fraternityL The 1P :Vce MromMt.y imM.emented this 
suggestion and began conducting oMen house sessions on 9U :ctober 2022L These 
sessions a..ow direct communication and discussions regarding various 1P-re.ated 
mattersL :Men house discussions occur every week from londay to ‘riday from 
xL’0Mm to 5L’0Mm )13TC and have successfu..y addressed mu.tiM.e cha..enges faced 
by stakeho.ders across different 1P oVcesL

N :Men qouse qe.Mdesk Porta.; the 1P :Vce has a.so .aunched the :Men qouse 
qe.Mdesk Porta.,  to  Mrovide swift  and effective  reso.ution to  the jueries  and 
grievances of aMM.icants and stakeho.ders on a M.ethora of issuesL GMon raising a 
comM.aint, a ticket is raised in the Porta., and after the 1P :Vce shares its resMonse, 
the comM.ainant can raise a subsejuent suMMort ticket or c.ose the ticket if the juery 
has been reso.vedL

N 3cheme for ‘aci.itating 3tart-GMs 1nte..ectua. ProMerty Protection eItended to ’9 
larch 2024; the government of 1ndia, to encourage start-uMs, .aunched this 3cheme 
in 2094 to reach out to start-uMs and Mrotect and Mromote their inte..ectua. MroMerty 
and thus encourage innovation and creativity among entreMreneurs, individua. 
innovators and creators, and educationa. institutesL
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N GMdate on trademark show-cause and oMMosition hearings; the 1P :Vce, with the 
aim to strengthen the eIisting hearing system and reduce distance barriers, time and 
effort, has introduced the 'eb/ideo 6onferencing 3ystemL The show cause hearings 
can be accessed from the dedicated .ink Mrovided on the dynamic cause .ist for the 
schedu.ed date from 90L’0am to 9L’0Mm 13TL This system a..ows the aMM.icants or 
authorised agents to have on.ine videoconferencing from their own Mremises or oVce 
simM.y with the use of a desktoM comMuter or .aMtoM with a camera, microMhone and 
sMeakersL

N 1P lanthan; the :Vce of 6ontro..er Senera. of Patents, –esigns and Trade larks 
)6SP–TlC .aunched the z1P lanthanO  series in 202’,  which inc.udes Meriodic 
discussions on various 1P-re.ated toMics among the 1P fraternity as we.. as scientists, 
1P Mrofessiona.s, industry eIMerts and Mersons from the WudiciaryL

N The number of trademark registrations and disMosa.s during 2022J202’ was .ower 
by 99L25 Mer cent and KL’K Mer cent, resMective.y, as comMared to the Mrevious year, 
due to discontinuation of contractua. manMower and new recruitments undergoing 
trainingL

N 7ationa. 1nte..ectua. ProMerty Awareness lission; the lission was .aunched in 2029 
by the :Vce of 6SP–Tl to imMart 1P awareness to studentsL As at ’9 larch 202’, 
9LK42 mi..ion students and facu.ty members had been informed about 1P from more 
than U,’UU educationa. institutes across the countryL1W3

N Announcement for MroMosed 1nte..ectua. ProMerty (ights –ivision (u.es of the qigh 
6ourt at 6a.cutta 202’; on 9• –ecember 202’, draft ru.es were circu.ated for feedback 
from .ega. Mrofessiona.s and stakeho.ders before being forma..y enactedL GMon 
Ena.isation and notiEcation, these (u.es are anticiMated to not on.y eIMedite the 
reso.ution of 1P-re.ated disMutes but a.so Mrovide urgent and essentia. interim re.ief, 
as out.ined in draft (u.e U)eCL

N Rudget a..ocation for 202xJ2025; in the inte..ectua. MroMerty sector in 1ndia, a tota. 
budget of ’,9K2 mi..ion ruMees has been a..ocated, with 2,U•9LK mi..ion ruMees for 
the :Vce of the 6SP–TlH 20KLx mi..ion ruMees for inte..ectua. MroMerty rights Mo.icy 
managementH and 9K0 mi..ion ruMees for the infrastructure deve.oMment in the oVces 
of 6SP–TlL Another 90 mi..ion ruMees have been a..ocated to the 'or.d 1nte..ectua. 
ProMerty :rgani_ationL

These deve.oMments aim to enhance the eVciency and effectiveness of  1P disMute 
reso.ution, offering stakeho.ders time.y and fair adWudication of their rightsL

OEDO[MbIED

The Trade larks Act 9••• M.ays a Mivota. ro.e in shaMing 1ndiaOs trademark registration 
and enforcement frameworkL 'ith a focus on both registered and unregistered marks, the 
Act Mrovides a robust system to Mrotect the rights of trademark ownersL The creation of 
the 1nte..ectua. ProMerty –ivision )1P–C in the qigh 6ourt of –e.hi and ladras, MroMosed 
1P– at 6a.cutta, and regu.ar .isting of hearings before the Trade larks (egistry work 
towards imMroving the eVciency of trademark Mrotection and enforcement in 1ndiaL As 1ndia 
continues to evo.ve as a maWor M.ayer in the g.oba. market, trademark Mrotection remains 
essentia. for businesses to safeguard their brands and inte..ectua. MroMertyL

mndnotes
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]  3ection 2)9C)_bC of the Trade larks Act 9•••L     Rack to section
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