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IN SUMMARY

This artic.e discusses the growing trend in the Snited Otates Patent and Trademark •’ce 
)SOPT•C of eUaminers using third-Marty evidence to take more eUMansive views of what 
goods and services are considered re.ated for .ike.ihood of confusion MurMosesL Practitioners 
wi.. need to be mindfu. of this when advising c.ients on Motentia. obstac.es to registering their 
marksL

DISCUSSION POINTS

I Rackground of the SOPT•1s historica. view on what are re.ated goods and services

I A review of recent decisions i..ustrating the c.osing gaM between re.ated goods 

I Otrategic imM.ications of this recent deve.oMment

REFERENCED IN THIS ARTICLE

I In re E I Du Pont de Nemours & Co

I Trademark lanua. of pUamining Procedure

I In re Salvation Nutraceuticals Inc

I In re Wella Operations US, LLC

I In re Caymus Vineyards

I In re RS Lipman Brewing Company, LLC

I In re 1729 Investments LLC

I In re Appalachian Headwaters, Inc

INTRODUCTION

The review of an aMM.ication by the Snited Otates Patent and Trademark •’ce )SOPT•C 
inc.udes a search for Mrior registered or current.y Mending marks that are su’cient.y simi.ar 
to the aMM.ied-for mark such that there is a .ike.ihood that consumers wou.d be confused if 
both marks were registeredL[1] 3n eva.uating the .ike.ihood of consumer confusion between 
two marks, the eUamining attorney uses a :;-factor test deve.oMed in In re E I Du Pont de 
Nemours & Co, known as the DuPont factorsL[2] Three of the key factors are‘

I the simi.arity or dissimi.arity of the marks in their entireties as to aMMearance, sound, 
connotation and commercia. imMression–

I the simi.arity or dissimi.arity and nature of the goods or services as described in an 
aMM.ication or registration or in connection with which a Mrior mark is in use– and

I the simi.arity or dissimi.arity of estab.ished, .ike.y-to-continue trade channe.sL

To satisfy their burden of eva.uating the re.atedness of the goods and services covered by 
a Mending aMM.ication and a Mrior-E.ed aMM.ication or registration, eUaminers regu.ar.y seek 
out and re.y on third-Marty registrations covering both the goods c.aimed in an aMM.ication 
and those covered by an eUisting registration to determine whether the goods or services 
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are re.atedL pUaminers wi.. a.so search for third-Marty internet evidence for the same reason, 
name.y to see whether the same comManies offer both the aMM.icant1s and the registrant1s 
goods and servicesL 

Snder the Trademark lanua. of pUamining Procedure, these registrations or third-Marty 
internet resu.ts are evidence that consumers are used to seeing the aMM.icant1s and the 
registrant1s goods and services offered by the same source, whether or not there is evidence 
of actua. use in in the same trade channe.sL[3] 3n Trademark Tria. and AMMea. Roard )TTARC 
Mroceedings, Marties are Mermitted to submit third-Marty registrations to serve as evidence 
to suMMort that goods and services are re.atedL[4]

The increase in sing.e comManies offering an ever-growing range of goods and services, 
Marticu.ar.y in connection with broad-sca.e .icensing Mrogrammes, couM.ed with the 
widesMread avai.abi.ity of third-Marty evidence showing this wide range of offerings, on.y 
makes it more .ike.y that an eUaminer wi.. End evidence that the goods are jre.ated1 based 
on third-Marty evidenceL[5]Practitioners need to do simi.ar searches to those an eUaminer 
might do in order to fu..y understand the .andscaMe in which their c.ient1s aMM.ications eUist, 
and better advise their c.ient on Motentia. obstac.es to registrationL Trademark c.earance for 
registration thus has to take into account not on.y direct comMetitors, but a.so maybe-re.ated 
goods that may be offered under the same marks F an obKection that is becoming more 
commonL This may be at odds with genera. brand strategy as trademarks that might face 
obstac.es to registration may sti.. be avai.ab.e for use with to.erab.e risk in the absence of 
direct comMetitionL 

RECENT USPTO DECISIONS HIGHLIGHT HOW GOODS MAY BE RELATED BASED ON 
THIRD-PARTY REGISTRATIONS

(ecent.y, the SOPT• has found a wider range of goods and services to be re.ated for the 
MurMoses of determining whether there is a .ike.ihood of confusion between two marks 
during MrosecutionL This deve.oMment can be seen in a number of recent ex parte decisions 
at the TTARL 

Dor eUamM.e, the gaM between suMM.ements and Mersona. care Mroducts has narrowedL 3n 
In re Salvation Nutraceuticals Inc, the aMM.icant sought to register the mark NS9• )Oeria. 
7oL 8G0:52HHC for j/ummy vitamins– 7utritiona. suMM.ements in the form of gummies1L The 
SOPT• refused registration on the basis of .ike.ihood of confusion with the registration 
NS9•O )(egistration 7oL 2;4;0G4C for jzair shamMoo, hair conditioner, soaM for hands, face 
and body, skin[body moisturi]er, skin[body .otion, shaving MreMarations, body[hand cream, 
skin c.eansing cream, and bath ge.s[oi.1L The registrant1s goods were neither ingestib.e nor 
suMM.ements, in contrast with the gummies sought to be covered by the aMM.icant1s markL 
OMeciEca..y, the eUaminer focused on the fact that jvitamins and nutritiona. suMM.ements 
are often made and so.d by comManies that a.so make and se.. skincare MreMarations and 
Mersona. care Mroducts for the hair, hands, face, and body1L 3n suMMort of this reasoning, the 
eUaminer Mrovided internet evidence that consisted of ):C internet evidence in the form of 
20 eUamM.es of at .east :H comManies and )2C 20 third-Marty use-based registrations that 
cover and offer both suMM.ements and Mersona. care MroductsL To refute this, the aMM.icant 
Mrovided evidence that toMica. and consumab.e goods are tyMica..y seMarated to‘

XMreventY consumers from be.ieving that the consumab.e goods somehow 
contain simi.ar ingredients or characteristics as the toMica. Mroducts, which 
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can contain toUins or other undesirab.e ingredients to consume and a..ows the 
comManies to market the Mroducts with different messageL[6] 

3n this case, the Ending of re.atedness turned on the eUaminer identifying third Marties 
that offered both categories of goods at issueL •n aMMea., the Roard agreed with the 
eUaminer1s ho.ding that there was a .ike.ihood of confusion and gave aMM.icant1s evidence and 
argument .itt.e weightL The TTAR indicated that, in genera., the aMM.icant1s tyMe of evidence 
is insu’cient to show that both the aMM.icant1s and the registrant1s goods together are not 
offered under one markL 

3n In re Wella Operations US, LLC, the Roard found that goods Motentia..y serving a simi.ar 
MurMose cou.d be su’cient.y re.ated to suMMort a refusa. given the simi.arities between the 
marksL The aMM.icant1s mark was T(3-DBpq Tp6z7•B•/& )Oeria. 7oL 8Gx0:82GC for jnai. care 
MreMarations, nai. strengtheners, non-medicated nai. treatment MreMarations for cosmetic 
MurMoses, nai. Mo.ish, nai. co.or ge.s, nai. .acWuers, none of the foregoing containing co..agen1L 
The cited mark was 6•BBA/p7 T(3-DBpq J 9esign )(egistration 7oL 40;5xH;C registered 
for jdietary suMM.ements for humans containing TyMes 3, 33, and 333 6o..agen1L 9esMite the 
aMM.icant1s restriction eUc.uding co..agen, the Roard agreed with the eUaminer1s Ending that 
the goods were jcomM.ementary1 of each other and therefore re.atedL The Roard focused on 
the Mroducts serving the same MurMose F nai. strengthening and decreasing nai. breakage, 
whether suMM.ements or nai. Mo.ish, with or without co..agen F in determining that the goods 
were re.ated for .ike.ihood of confusion MurMosesL[7] 

The SOPT• has a.so found that third-Marty evidence can bridge the traditiona. gaM between 
beverages and restaurant servicesL Past decisions in cases invo.ving restaurant and 
beverages indicated that aMM.icants need to show jsomething more1 than the mere fact that 
the goods and services are used together to create a MresumMtion of .ike.ihood of confusionL-
[8] That jsomething more1 had to indicate that consumers wou.d understand such services 
and goods to emanate from the same sourceL 3t cou.d be shown through evidence of actua. 
use of a mark for both the goods and services at issue and evidence of a .arge number of 
third-Marty registrations covering both the goods and services at issueL (ecent.y, however, 
the Roard has aMMeared to move away from reWuiring jsomething more1 to be Mroven in to 
End a .ike.ihood of confusion in cases where food and beverages and restaurant and bar 
services are invo.vedL 

The Roard conc.uded in a couM.e of recent decisions that wine and bar services are 
re.ated, as are beer and restaurant servicesL 3n In re Caymus Vineyards, the Roard he.d that 
TARBpAS )Oeria. 7oL 8G0x0H0xC for wines was confusing.y simi.ar to TARBpAS )(egistration 
7oL ;;H:5;8C for jrestaurant and bar services– cocktai. .ounges1L 3n this Mroceeding, the 
aMM.icant unsuccessfu..y argued that there has to be jsomething more1 than the mere 
fact that the goods and services might be used together, inc.uding taking into account 
marketM.ace considerations such that most restaurants and bars do not have Mrivate .abe. 
winesL The Roard agreed with the eUaminer, stating that the offered evidence demonstrated 
that jconsumers encounter wine under the same mark as restaurant services1 and that 
jsomething more1 was not necessary to show re.atedness given jan inherent re.ationshiM 
between (egistrant1s bar services and cocktai. .ounges and AMM.icant1s wine1L At the same 
time, the Roard went on to say that though jsomething more1 was not necessary here, 
the eUtrinsic evidence Mresented by the eUaminer indeed estab.ished that jsomething more1 
eUisted, demonstrating that the goods and services were re.atedL 
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The Roard reached a simi.ar decision in In re RS Lipman Brewing Company, LLCLThere, the 
aMM.icant1s mark was 6z36Np7 O6(AT6z )Oeria. 7oL 8048x52;C for beer and the cited mark 
was 6z36Np7 O6(AT6z )(egistration 7oL xH:2x4GC for restaurant servicesL The aMM.icant 
argued that under the Mrior case .aw, jsomething more1 was needed to connect the marks, but 
the Roard conc.uded that the growing MoMu.arity of the jbrewMubs1 market segment within 
the craft beer industry suggested the goods and services are re.atedL[9] 

3n direct contrast to both of these registration refusa.s, in In re 1729 Investments LLC, the 
TTAR found that wine and restaurant services were unre.atedL[10] The aMM.icant1s mark was 
(A•1O )Oeria. 7oL 8048x52;C for wine, and the cited marks were (A•1O in standard character 
and sty.ised form for restaurant servicesL The TTAR reversed the registration refusa., ho.ding 
that the ;: active third-Marty registrations submitted by the eUaminer were not su’cient 
a.one to estab.ish jsomething more1 for .ike.ihood of confusion MurMosesL The Roard a.so 
found that additiona. evidence submitted by the eUaminer of :; wineries that have on-site 
restaurants bearing the same name as their wines did not demonstrate jsomething more1L 
3nstead, it found that‘

the internet evidence overa.. does not suMMort the pUamining Attorney1s 
Mosition that it is common for regu.ar restaurants to offer house-branded wine 
under the same name as its restaurant, or, for that matter, even wineries to 
offer on-site restaurants with the same name as the winery-branded wineL 

jOome of the website evidence )four wineries and the Dood J Qine website artic.e eUcerMtC 
have .itt.e or no Mrobative va.ue as to whether the same names are used for the wines 
Mroduced by the winery and the restaurant, or even as to whether an on-site restaurant 
is offered,1 either because they did not show that the referenced estab.ishments were 
restaurants, or because they did not c.ear.y indicate whether the wine offered and the 
restaurant in Wuestion shared the same nameL •f the remaining nine registrations, three 
showed restaurants using the same name as the wines Mroduced by the winery, whi.e four 
c.ear.y showed that the wineries did notuse the same names for wines and the winery 
restaurant, and another two indicated that the food services offered at the winery were not 
named at a..L 

Qhi.e virtua..y simi.ar case .aw was cited in arguments in both the 1789 Investments and 
Caymus Vineyards cases, the Roard reached diametrica..y oMMosed conc.usionsL 9ue to 
these inconsistencies, therefore, the more conservative aMMroach is to assume that the 
SOPT• wi.. End food and beverage Mroducts to be re.ated to food and beverage services, 
even if consumers are not .ike.y to be confused in the rea. wor.dL

3n another recent decision re.ating to services, In re Appalachian Headwaters, Inc, the Roard 
he.d summer camMs and Mrimary schoo.s were re.atedL[11] 3t found that evidence from siU 
third-Marty websites demonstrating that educationa. services and summer camM services 
are offered by the Marties was su’cient to estab.ish that the invo.ved services jare offered in 
the same channe.s of trade to the same consumers and, therefore, this DuPont factor weighs 
in favor of Ending a .ike.ihood of confusion1L

Oome additiona. non-Mrecedentia. cases where the Roard found goods and services to be 
re.ated inc.ude‘

I
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In re C&D Brewing Ventures, Inc, Oeria. 7oL HH8;5220 )24 larch 202xC‘ Ending soda 
MoM and beer to be re.ated based on :0 use-based third-Marty registrations and nine 
third-Marty websites–

I In re AVR Realty Company, LLC, Oeria. 7oL 804888G0 )25 OeMtember 202;C‘ Ending 
houseware, baked goods, coffee beans and retai. services to be re.ated to tote bags 
and shirts based on the eUaminer1s contentions that aMM.icant1s goods and services 
are re.ated because it is common for the same entity to manufacture, Mroduce or 
Mrovide the re.evant goods and services, in addition to evidence of seven third-Marty 
websites–

I In re Surf Ready Fitness, Oeria. 7oL 805xH24H )2: “une 202;C‘ Ending Mhysica. 
Etness training services to be re.ated to c.othing based on :0 use-based third-Marty 
registrations and seven third-Marty websites– 

I In re Jordan Saglio, Oeria. 7oL HH58;845 );: lay 2022C‘ Ending entertainment 
services featuring trave. and sustainab.e .iving, to be re.ated to c.othing based on ;0 
use-based third-Marty registrations and seven third-Marty websites– and

I In re Zeta Tau Alpha Sorority, Oeria. 7oL 80080::G )28 August 2022C‘ Ending Kewe..ery 
and c.othing, to be re.ated to mugs, cuMs, bott.es, drinkware and tab.eware based on 
:5 use-based third-Marty registrations and eight third-Marty websitesL

These recent decisions high.ight the SOPT• and TTAR1s view of what Wua.iEes as re.ated 
goods and services based on third-Marty evidenceL 

p-commerce and concentrated retai. environments have comM.icated this factor even more, 
as goods that may initia..y seem unre.ated are avai.ab.e for Murchase through simi.ar 
channe.sL Qhi.e by no means a disMositive inWuiry, the Mhysica. MroUimity of goods within a 
store )ie, whether or not they are .ike.y to aMMear on she.ves neUt to each otherC is one factor 
considered in a .ike.ihood of confusion ana.ysisL[12] Qhi.e modern consumers are aware that 
many unre.ated goods are so.d near each other in megastores such as Qa.mart and Target, 
or may aMMear on .inked together webMages in on.ine retai. marketM.aces such as Ama]on, 
the b.urring of how c.ose.y re.ated goods need to be to each other in order to aMMear jnear1 
each other in e-commerce may make it harder to draw c.ear distinctions as to which goods 
are unre.atedL 

A c.assic eUamM.e of this b.urring is Ama]on1s eUMansion from an e-commerce site se..ing 
books to a M.atform offering every good imaginab.e in addition to having grocery, Mharmacy 
and even an entertainment division that makes its own origina. movies and showsL 
Durthermore, as consumer MerceMtions about what range of goods and services a sing.e 
business might se.. and offers change, and consumers grow to recognise that one comMany 
may have a Mresence in a wide range of markets and industries, the conceMtion of what is a 
re.ated good and service wi.. .ike.y on.y continue to growL 7ot too .ong ago it may have been 
odd to imagine, for eUamM.e, nai. Mo.ish and dietary suMM.ements being so.d by the same 
comMany under the same or a simi.ar markL 7ow, since severa. eUamM.es can be found, the 
SOPT• may more regu.ar.y consider these goods re.atedL 

PRACTITIONERS NEED TO THINK LIKE EXAMINERS AND CONSIDER MORE ‘RELATED 
GOODS’

/iven the eUMansive view of re.ated goods and services, Mractitioners shou.d consider 
adoMting a simi.ar.y eUMansive view of re.ated goods when advising c.ients, and consider 
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what an eUaminer may End, even when goods and services initia..y seem Wuite disMarateL 
Dor instance, eUaminers wi.. search the web to see whether it is common for one comMany 
to offer goods and services of these seeming.y different tyMes under the same markL An 
eUaminer wi.. a.so .ook to third-Marty registrations to see if there are third Marty registrations 
that cover both tyMes of goods, even though they are not obvious.y a.ignedL The TTAR wi.. 
.ike.y acceMt evidence of this sortL Attorneys reviewing a search for a mark for nutritiona. 
suMM.ement gummies might not be concerned about a simi.ar mark for Mersona. care 
Mroducts and might be surMrised to End that gummy vitamins may be viewed as su’cient.y 
re.ated to shamMoo and bath ge.s and oi.s to Mrovide the basis for a refusa.L zowever, by 
searching for marks that cover both these items, to better anticiMate Motentia. .ike.ihood of 
confusion refusa.s, Mractitioners can give more accurate advice to their c.ientsL[13]

As a Mractica. matter, Mractitioners may wish to advise c.ients that they may receive .ike.ihood 
of confusion refusa.s if there is su’cient evidence both in common .aw and based on active 
third-Marty registrations of re.atedness between the resMective goods and servicesL The more 
evidence an eUaminer is ab.e to End to show goods and services are re.ated, the more di’cu.t 
the refusa. wi.. be to overcomeL
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