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IN SUMMARJ

This artic.e discusses the growing trend in the &nited Ftates Patent and Trademark IUce 
)&FPTIC of eDaminers using third-Marty evidence to take more eDMansive views of what 
goods and services are considered re.ated for .ike.ihood of confusion MurMosesL Practitioners 
wi.. need to be mindfu. of this when advising c.ients on Motentia. obstac.es to registering their 
marksL

LISCUSSION POINTS

1 Rackground of the &FPTI3s historica. view on what are re.ated goods and services

1 A review of recent decisions i..ustrating the c.osing gaM between re.ated goods 

1 Ftrategic imM.ications of this recent deve.oMment

RqYqRqNCqL IN TXIS ARTICzq

1 In re E I Du Pont de Nemours & Co

1 Trademark lanua. of pDamining Procedure

1 In re Salvation Nutraceuticals Inc

1 In re Wella Operations US, LLC

1 In re Caymus Vineyards

1 In re RS Lipman Brewing Company, LLC

1 In re 1729 Investments LLC

1 In re Appalachian Headwaters, Inc

INTROLUCTION

The review of an aMM.ication by the &nited Ftates Patent and Trademark IUce )&FPTIC 
inc.udes a search for Mrior registered or current.y Mending marks that are suUcient.y simi.ar 
to the aMM.ied-for mark such that there is a .ike.ihood that consumers wou.d be confused if 
both marks were registeredL]35 Sn eva.uating the .ike.ihood of consumer confusion between 
two marks, the eDamining attorney uses a :;-factor test deve.oMed in In re E I Du Pont de 
Nemours & Co, known as the DuPont factorsL]25 Three of the key factors are‘

1 the simi.arity or dissimi.arity of the marks in their entireties as to aMMearance, sound, 
connotation and commercia. imMression–

1 the simi.arity or dissimi.arity and nature of the goods or services as described in an 
aMM.ication or registration or in connection with which a Mrior mark is in use– and

1 the simi.arity or dissimi.arity of estab.ished, .ike.y-to-continue trade channe.sL

To satisfy their burden of eva.uating the re.atedness of the goods and services covered by 
a Mending aMM.ication and a Mrior-E.ed aMM.ication or registration, eDaminers regu.ar.y seek 
out and re.y on third-Marty registrations covering both the goods c.aimed in an aMM.ication 
and those covered by an eDisting registration to determine whether the goods or services 
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are re.atedL pDaminers wi.. a.so search for third-Marty internet evidence for the same reason, 
name.y to see whether the same comManies offer both the aMM.icant3s and the registrant3s 
goods and servicesL 

&nder the Trademark lanua. of pDamining Procedure, these registrations or third-Marty 
internet resu.ts are evidence that consumers are used to seeing the aMM.icant3s and the 
registrant3s goods and services offered by the same source, whether or not there is evidence 
of actua. use in in the same trade channe.sL]65 Sn Trademark Tria. and AMMea. Roard )TTARC 
Mroceedings, Marties are Mermitted to submit third-Marty registrations to serve as evidence 
to suMMort that goods and services are re.atedL]45

The increase in sing.e comManies offering an ever-growing range of goods and services, 
Marticu.ar.y in connection with broad-sca.e .icensing Mrogrammes, couM.ed with the 
widesMread avai.abi.ity of third-Marty evidence showing this wide range of offerings, on.y 
makes it more .ike.y that an eDaminer wi.. End evidence that the goods are jre.ated3 based 
on third-Marty evidenceL]85Practitioners need to do simi.ar searches to those an eDaminer 
might do in order to fu..y understand the .andscaMe in which their c.ient3s aMM.ications eDist, 
and better advise their c.ient on Motentia. obstac.es to registrationL Trademark c.earance for 
registration thus has to take into account not on.y direct comMetitors, but a.so maybe-re.ated 
goods that may be offered under the same marks N an ob9ection that is becoming more 
commonL This may be at odds with genera. brand strategy as trademarks that might face 
obstac.es to registration may sti.. be avai.ab.e for use with to.erab.e risk in the absence of 
direct comMetitionL 

RqCqNT USPTO LqCISIONS XIGXzIGXT XOW GOOLS MAJ Bq RqzATqL BASqL ON 
TXIRLEPARTJ RqGISTRATIONS

(ecent.y, the &FPTI has found a wider range of goods and services to be re.ated for the 
MurMoses of determining whether there is a .ike.ihood of confusion between two marks 
during MrosecutionL This deve.oMment can be seen in a number of recent ex parte decisions 
at the TTARL 

Hor eDamM.e, the gaM between suMM.ements and Mersona. care Mroducts has narrowedL Sn 
In re Salvation Nutraceuticals Inc, the aMM.icant sought to register the mark z&KI )Feria. 
7oL 8G0:52//C for j[ummy vitamins– 7utritiona. suMM.ements in the form of gummies3L The 
&FPTI refused registration on the basis of .ike.ihood of confusion with the registration 
z&KIF )(egistration 7oL 2;4;0G4C for jZair shamMoo, hair conditioner, soaM for hands, face 
and body, skin]body moisturiVer, skin]body .otion, shaving MreMarations, body]hand cream, 
skin c.eansing cream, and bath ge.s]oi.3L The registrant3s goods were neither ingestib.e nor 
suMM.ements, in contrast with the gummies sought to be covered by the aMM.icant3s markL 
FMeciEca..y, the eDaminer focused on the fact that jvitamins and nutritiona. suMM.ements 
are often made and so.d by comManies that a.so make and se.. skincare MreMarations and 
Mersona. care Mroducts for the hair, hands, face, and body3L Sn suMMort of this reasoning, the 
eDaminer Mrovided internet evidence that consisted of ):C internet evidence in the form of 
20 eDamM.es of at .east :/ comManies and )2C 20 third-Marty use-based registrations that 
cover and offer both suMM.ements and Mersona. care MroductsL To refute this, the aMM.icant 
Mrovided evidence that toMica. and consumab.e goods are tyMica..y seMarated to‘

XMreventY consumers from be.ieving that the consumab.e goods somehow 
contain simi.ar ingredients or characteristics as the toMica. Mroducts, which 
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can contain toDins or other undesirab.e ingredients to consume and a..ows the 
comManies to market the Mroducts with different messageL]95 

Sn this case, the Ending of re.atedness turned on the eDaminer identifying third Marties 
that offered both categories of goods at issueL In aMMea., the Roard agreed with the 
eDaminer3s ho.ding that there was a .ike.ihood of confusion and gave aMM.icant3s evidence and 
argument .itt.e weightL The TTAR indicated that, in genera., the aMM.icant3s tyMe of evidence 
is insuUcient to show that both the aMM.icant3s and the registrant3s goods together are not 
offered under one markL 

Sn In re Wella Operations US, LLC, the Roard found that goods Motentia..y serving a simi.ar 
MurMose cou.d be suUcient.y re.ated to suMMort a refusa. given the simi.arities between the 
marksL The aMM.icant3s mark was T(S-HBpq Tp6Z7IBI[W )Feria. 7oL 8Gx0:82GC for jnai. care 
MreMarations, nai. strengtheners, non-medicated nai. treatment MreMarations for cosmetic 
MurMoses, nai. Mo.ish, nai. co.or ge.s, nai. .acJuers, none of the foregoing containing co..agen3L 
The cited mark was 6IBBA[p7 T(S-HBpq ’ Kesign )(egistration 7oL 40;5x/;C registered 
for jdietary suMM.ements for humans containing TyMes S, SS, and SSS 6o..agen3L KesMite the 
aMM.icant3s restriction eDc.uding co..agen, the Roard agreed with the eDaminer3s Ending that 
the goods were jcomM.ementary3 of each other and therefore re.atedL The Roard focused on 
the Mroducts serving the same MurMose N nai. strengthening and decreasing nai. breakage, 
whether suMM.ements or nai. Mo.ish, with or without co..agen N in determining that the goods 
were re.ated for .ike.ihood of confusion MurMosesL]75 

The &FPTI has a.so found that third-Marty evidence can bridge the traditiona. gaM between 
beverages and restaurant servicesL Past decisions in cases invo.ving restaurant and 
beverages indicated that aMM.icants need to show jsomething more3 than the mere fact that 
the goods and services are used together to create a MresumMtion of .ike.ihood of confusionL-
]é5 That jsomething more3 had to indicate that consumers wou.d understand such services 
and goods to emanate from the same sourceL St cou.d be shown through evidence of actua. 
use of a mark for both the goods and services at issue and evidence of a .arge number of 
third-Marty registrations covering both the goods and services at issueL (ecent.y, however, 
the Roard has aMMeared to move away from reJuiring jsomething more3 to be Mroven in to 
End a .ike.ihood of confusion in cases where food and beverages and restaurant and bar 
services are invo.vedL 

The Roard conc.uded in a couM.e of recent decisions that wine and bar services are 
re.ated, as are beer and restaurant servicesL Sn In re Caymus Vineyards, the Roard he.d that 
TARBpA& )Feria. 7oL 8G0x0/0xC for wines was confusing.y simi.ar to TARBpA& )(egistration 
7oL ;;/:5;8C for jrestaurant and bar services– cocktai. .ounges3L Sn this Mroceeding, the 
aMM.icant unsuccessfu..y argued that there has to be jsomething more3 than the mere 
fact that the goods and services might be used together, inc.uding taking into account 
marketM.ace considerations such that most restaurants and bars do not have Mrivate .abe. 
winesL The Roard agreed with the eDaminer, stating that the offered evidence demonstrated 
that jconsumers encounter wine under the same mark as restaurant services3 and that 
jsomething more3 was not necessary to show re.atedness given jan inherent re.ationshiM 
between (egistrant3s bar services and cocktai. .ounges and AMM.icant3s wine3L At the same 
time, the Roard went on to say that though jsomething more3 was not necessary here, 
the eDtrinsic evidence Mresented by the eDaminer indeed estab.ished that jsomething more3 
eDisted, demonstrating that the goods and services were re.atedL 
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The Roard reached a simi.ar decision in In re RS Lipman Brewing Company, LLCLThere, the 
aMM.icant3s mark was 6ZS6zp7 F6(AT6Z )Feria. 7oL 8048x52;C for beer and the cited mark 
was 6ZS6zp7 F6(AT6Z )(egistration 7oL x/:2x4GC for restaurant servicesL The aMM.icant 
argued that under the Mrior case .aw, jsomething more3 was needed to connect the marks, but 
the Roard conc.uded that the growing MoMu.arity of the jbrewMubs3 market segment within 
the craft beer industry suggested the goods and services are re.atedL] 5 

Sn direct contrast to both of these registration refusa.s, in In re 1729 Investments LLC, the 
TTAR found that wine and restaurant services were unre.atedL]305 The aMM.icant3s mark was 
(AI3F )Feria. 7oL 8048x52;C for wine, and the cited marks were (AI3F in standard character 
and sty.ised form for restaurant servicesL The TTAR reversed the registration refusa., ho.ding 
that the ;: active third-Marty registrations submitted by the eDaminer were not suUcient 
a.one to estab.ish jsomething more3 for .ike.ihood of confusion MurMosesL The Roard a.so 
found that additiona. evidence submitted by the eDaminer of :; wineries that have on-site 
restaurants bearing the same name as their wines did not demonstrate jsomething more3L 
Snstead, it found that‘

the internet evidence overa.. does not suMMort the pDamining Attorney3s 
Mosition that it is common for regu.ar restaurants to offer house-branded wine 
under the same name as its restaurant, or, for that matter, even wineries to 
offer on-site restaurants with the same name as the winery-branded wineL 

jFome of the website evidence )four wineries and the Hood ’ Qine website artic.e eDcerMtC 
have .itt.e or no Mrobative va.ue as to whether the same names are used for the wines 
Mroduced by the winery and the restaurant, or even as to whether an on-site restaurant 
is offered,3 either because they did not show that the referenced estab.ishments were 
restaurants, or because they did not c.ear.y indicate whether the wine offered and the 
restaurant in Juestion shared the same nameL If the remaining nine registrations, three 
showed restaurants using the same name as the wines Mroduced by the winery, whi.e four 
c.ear.y showed that the wineries did notuse the same names for wines and the winery 
restaurant, and another two indicated that the food services offered at the winery were not 
named at a..L 

Qhi.e virtua..y simi.ar case .aw was cited in arguments in both the 1789 Investments and 
Caymus Vineyards cases, the Roard reached diametrica..y oMMosed conc.usionsL Kue to 
these inconsistencies, therefore, the more conservative aMMroach is to assume that the 
&FPTI wi.. End food and beverage Mroducts to be re.ated to food and beverage services, 
even if consumers are not .ike.y to be confused in the rea. wor.dL

Sn another recent decision re.ating to services, In re Appalachian Headwaters, Inc, the Roard 
he.d summer camMs and Mrimary schoo.s were re.atedL]335 St found that evidence from siD 
third-Marty websites demonstrating that educationa. services and summer camM services 
are offered by the Marties was suUcient to estab.ish that the invo.ved services jare offered in 
the same channe.s of trade to the same consumers and, therefore, this DuPont factor weighs 
in favor of Ending a .ike.ihood of confusion3L

Fome additiona. non-Mrecedentia. cases where the Roard found goods and services to be 
re.ated inc.ude‘

1
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In re C&D Brewing Ventures, Inc, Feria. 7oL //8;5220 )24 larch 202xC‘ Ending soda 
MoM and beer to be re.ated based on :0 use-based third-Marty registrations and nine 
third-Marty websites–

1 In re AVR Realty Company, LLC, Feria. 7oL 804888G0 )25 FeMtember 202;C‘ Ending 
houseware, baked goods, coffee beans and retai. services to be re.ated to tote bags 
and shirts based on the eDaminer3s contentions that aMM.icant3s goods and services 
are re.ated because it is common for the same entity to manufacture, Mroduce or 
Mrovide the re.evant goods and services, in addition to evidence of seven third-Marty 
websites–

1 In re Surf Ready Fitness, Feria. 7oL 805x/24/ )2: “une 202;C‘ Ending Mhysica. 
Etness training services to be re.ated to c.othing based on :0 use-based third-Marty 
registrations and seven third-Marty websites– 

1 In re Jordan Saglio, Feria. 7oL //58;845 );: lay 2022C‘ Ending entertainment 
services featuring trave. and sustainab.e .iving, to be re.ated to c.othing based on ;0 
use-based third-Marty registrations and seven third-Marty websites– and

1 In re Zeta Tau Alpha Sorority, Feria. 7oL 80080::G )28 August 2022C‘ Ending 9ewe..ery 
and c.othing, to be re.ated to mugs, cuMs, bott.es, drinkware and tab.eware based on 
:5 use-based third-Marty registrations and eight third-Marty websitesL

These recent decisions high.ight the &FPTI and TTAR3s view of what Jua.iEes as re.ated 
goods and services based on third-Marty evidenceL 

p-commerce and concentrated retai. environments have comM.icated this factor even more, 
as goods that may initia..y seem unre.ated are avai.ab.e for Murchase through simi.ar 
channe.sL Qhi.e by no means a disMositive inJuiry, the Mhysica. MroDimity of goods within a 
store )ie, whether or not they are .ike.y to aMMear on she.ves neDt to each otherC is one factor 
considered in a .ike.ihood of confusion ana.ysisL]325 Qhi.e modern consumers are aware that 
many unre.ated goods are so.d near each other in megastores such as Qa.mart and Target, 
or may aMMear on .inked together webMages in on.ine retai. marketM.aces such as AmaVon, 
the b.urring of how c.ose.y re.ated goods need to be to each other in order to aMMear jnear3 
each other in e-commerce may make it harder to draw c.ear distinctions as to which goods 
are unre.atedL 

A c.assic eDamM.e of this b.urring is AmaVon3s eDMansion from an e-commerce site se..ing 
books to a M.atform offering every good imaginab.e in addition to having grocery, Mharmacy 
and even an entertainment division that makes its own origina. movies and showsL 
Hurthermore, as consumer MerceMtions about what range of goods and services a sing.e 
business might se.. and offers change, and consumers grow to recognise that one comMany 
may have a Mresence in a wide range of markets and industries, the conceMtion of what is a 
re.ated good and service wi.. .ike.y on.y continue to growL 7ot too .ong ago it may have been 
odd to imagine, for eDamM.e, nai. Mo.ish and dietary suMM.ements being so.d by the same 
comMany under the same or a simi.ar markL 7ow, since severa. eDamM.es can be found, the 
&FPTI may more regu.ar.y consider these goods re.atedL 

PRACTITIONqRS NqqL TO TXIN‘ zI‘q q[AMINqRS ANL CONSILqR MORq 1RqzATqL 
GOOLSV

[iven the eDMansive view of re.ated goods and services, Mractitioners shou.d consider 
adoMting a simi.ar.y eDMansive view of re.ated goods when advising c.ients, and consider 
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what an eDaminer may End, even when goods and services initia..y seem Juite disMarateL 
Hor instance, eDaminers wi.. search the web to see whether it is common for one comMany 
to offer goods and services of these seeming.y different tyMes under the same markL An 
eDaminer wi.. a.so .ook to third-Marty registrations to see if there are third Marty registrations 
that cover both tyMes of goods, even though they are not obvious.y a.ignedL The TTAR wi.. 
.ike.y acceMt evidence of this sortL Attorneys reviewing a search for a mark for nutritiona. 
suMM.ement gummies might not be concerned about a simi.ar mark for Mersona. care 
Mroducts and might be surMrised to End that gummy vitamins may be viewed as suUcient.y 
re.ated to shamMoo and bath ge.s and oi.s to Mrovide the basis for a refusa.L Zowever, by 
searching for marks that cover both these items, to better anticiMate Motentia. .ike.ihood of 
confusion refusa.s, Mractitioners can give more accurate advice to their c.ientsL]365

As a Mractica. matter, Mractitioners may wish to advise c.ients that they may receive .ike.ihood 
of confusion refusa.s if there is suUcient evidence both in common .aw and based on active 
third-Marty registrations of re.atedness between the resMective goods and servicesL The more 
evidence an eDaminer is ab.e to End to show goods and services are re.ated, the more diUcu.t 
the refusa. wi.. be to overcomeL
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IN SUMMARJ

The artic.e ana.yses recent reforms to the trademark registration Mrocedure, which were 
intended to sMeed the Mrocess uML Zowever, the reforms have not necessari.y been the 
imMrovement that many had hoMed forL

LISCUSSION POINTS

1 Argentine Trademark IUce as a decision maker

1 FamM.e of cases reviewed

RqYqRqNCqL IN TXIS ARTICzq

1 Baw 7oL 2G,xxx

1 (eso.ution P-:/;]20:/ and (eso.ution 2G8]20:8 of Baw 7oL 2G,xxx

1 Paris 6onvention

The transformation of Argentina3s industria.  MroMerty rights system, Marticu.ar.y the 
trademark registration Mrocess, marked a signiEcant shift from traditiona. MracticesL The 
enactment of  Baw 7oL  2G,xxx in  20:/ brought about a series of  reforms aimed at 
modernising and stream.ining the administrative Mrocedures for trademarks, Matents, and 
industria. mode.s and designsL These reforms were Mart of a broader government initiative to 
reduce bureaucracy and enhance the eUciency of administrative Mrocesses, inc.uding those 
re.ated to industria. MroMerty rightsL

The amendments introduced severa. key changes to the trademark registration MrocessL The 
most notab.e among these were the modiEcations to the oMMosition Mrocedure, oMMosition 
actions, cance..ation actions and non-use cance..ation actionsL The new framework was 
designed to eDMedite these Mrocesses, which had Mrevious.y been mired in .engthy court 
MroceedingsL

Prior to the reforms, any c.aims for the withdrawa. of an oMMosition, cance..ation of a 
trademark or cance..ation due to .ack of use had to be E.ed and Mrosecuted in a federa. courtL 
This was a century-o.d Mractice that often resu.ted in Mrotracted .ega. batt.es, with decisions 
from the court of Erst instance taking anywhere from four to siD yearsL Hor trademark owners, 
this de.ay cou.d mean receiving a favourab.e decision .ong after the trademark had .ost its 
market re.evance or after suffering damages from imitatorsL

The rationa.e behind these Mrocedura. changes was to Mrovide a more Mragmatic aMMroach to 
reso.ving trademark disMutesL Ry moving away from the courts and towards administrative 
avenues,  the goa.  was to achieve Juicker  reso.utions and cost-effective outcomesL 
ProMonents of the changes argued that this wou.d beneEt trademark owners by reducing 
the time and resources sMent on .itigationL

KesMite the intentions behind the reforms, their Mractica. imMact on trademark c.aimants 
has been miDedL The anticiMated beneEts of shorter Mroceedings and more eUcient too.s 
have not been fu..y rea.isedL Sn reviewing decisions issued by the Argentine Trademark IUce 
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)Argentine TlIC Most-reform, it becomes evident that the shift in venue and decision maker 
has not necessari.y trans.ated into the eDMected imMrovementsL

As we continue to assess the outcomes of these changes, it is crucia. to consider the 
eDMeriences of trademark c.aimants and the Merformance of the Argentine TlIL The ongoing 
eva.uation of the reformed system wi.. determine whether further ad9ustments are necessary 
to fu.E. the origina. ob9ectives of the 20:/ .egis.ationL The future of Argentina3s trademark 
registration Mrocess hinges on the abi.ity to adaMt and reEne the Mrocedures to meet the 
needs of rights ho.ders effective.yL

(eview of the Argentine TlI3s decisions since the regime change revea.s a comM.eD 
.andscaMe of reform and adaMtationL Qhi.e the intent to stream.ine and de-bureaucratise 
the Mrocess is c.ear, the Mractica. imM.ications for trademark c.aimants are sti.. unfo.dingL 
St is essentia. to monitor these deve.oMments c.ose.y to ensure that the system serves the 
interests of a.. Marties invo.ved in the Mrotection of industria. MroMerty rights in ArgentinaL The 
9ourney towards a more eUcient and resMonsive trademark registration Mrocess continues, 
with .essons .earned and insights gained a.ong the wayL

ARGqNTINq TMO AS A LqCISION MA‘qR

The enactment of Baw 7oL 2G,xxx in Argentina marked a Mivota. moment for the country3s 
trademark .aw, necessitating a series of new reso.utions from the Argentine TlI to 
imM.ement the revised MroceduresL Among these, (eso.ution P-:/;]20:/ and (eso.ution 
2G8]20:8 were Marticu.ar.y signiEcant, as they out.ined the Mrocesses for oMMosition 
and cance..ation due to non-use or nu..ity of trademarks, resMective.yL These reso.utions 
designated the 7ationa. Trademarks IUce as the authority resMonsib.e for issuing Erst 
instance reso.utionsL

This shift from 9udicia. to administrative decision-making sMarked considerab.e debate 
among .ega. scho.ars and SP Mrofessiona.sL The 9udiciary3s eDtensive history of critica. 
decisions on trademark confusion .eft many wondering if the Argentine TlI was eJuiMMed 
to uMho.d and be bound by such MrecedentsL The concern centred around the MrinciM.es 
estab.ished by Argentine courts over many years, addressing issues such as trademark 
notoriety, de facto trademarks, Mirate trademarks, foreign trademarks, medica. Mroduct 
trademarks and the conceMt of .egitimate interestL

KesMite these concerns, the Argentine TlI, during the transition Meriod, engaged in 
numerous discussions with Mrofessiona.s to reassure them that the new regime wou.d not 
disregard the Mrecedents set by federa. courtsL Snstead, these Mrecedents wou.d serve as the 
foundation for ana.ysing trademark cases under the TlI3s 9urisdictionL

A Marticu.ar.y contentious issue arising from the Mrocedura. changes was the hand.ing of 
evidenceL ”uestions arose regarding the TlI3s caMacity to Mroduce evidence MroMosed by 
the Marties and the eDtent to which Marties cou.d introduce new evidence at .ater stages 
of the MroceedingsL Sn resMonse, the TlI c.ariEed that the 7ationa. Trademarks Rureau 
wou.d assess the admissibi.ity, necessity and va.ue of the evidence Mresented by the Marties, 
eDercising discretionary Mower to acceMt or re9ect it without the Mossibi.ity of aMMea.L

The transition to the new system has not been without cha..engesL As the TlI continues 
to issue decisions under the new regime, it is becoming increasing.y c.ear that the success 
of the reforms deMends on the TlI3s caMacity to ba.ance the need for eUciency with the 
Mreservation of .ega. MrinciM.es and fairness in trademark disMutesL
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Booking ahead, the Argentine TlI faces the task of reEning its aMMroach to a.ign with the 
ob9ectives of Baw 7oL 2G,xxxL The ongoing dia.ogue between the TlI and SP Mrofessiona.s 
wi.. be crucia. in shaMing a trademark .aw framework that is both modern and resMectfu. of 
estab.ished .ega. traditionsL As Argentina continues to navigate these changes, the g.oba. 
SP community watches with interest, recognising the country3s efforts to stream.ine its 
trademark .aw whi.e graMM.ing with the comM.eDities of .ega. reformL

Sn conc.usion, the Argentine TlI3s 9ourney Most-Baw 7oL 2G,xxx is a testament to the 
intricate Mrocess of .ega. evo.utionL The reso.utions issued to imM.ement the new Mrocedures 
reMresent a signiEcant deMarture from the MastL As the TlI forges ahead, it must do so 
with an eye towards maintaining the de.icate ba.ance between eUciency and .ega. integrity, 
ensuring that Argentina3s trademark .aw serves the needs of a.. rights ho.ders in the SP 
ecosystemL The Math forward is one of cautious oMtimism, as the TlI endeavours to honour 
the sMirit of the .aw whi.e navigating the Mractica. rea.ities of its aMM.icationL

SAMPzq OY CASqS RqDIqWqL

Sn the Eve years since the imM.ementation of new trademark regu.ations, a critica. ana.ysis of 
the reso.utions issued by the TlI revea.s a Mattern of adherence to certain 9udicia. MrinciM.es, 
whi.e others remain underdeve.oMedL The FuMreme 6ourt of “ustice3s ru.ings have set a 
Mrecedent that the deciding authority need not address every argument Mresented, but rather 
those Mertinent to the case3s reso.utionL This se.ective consideration of arguments is evident 
in the TlI3s aMMroach to oMMosition Mrocedures, where the focus is Mrimari.y on the Motentia. 
confusion and simi.arity between the contested trademarks, in some cases to the eDMense 
of other re.evant factors such as trademark notoriety, medica. Mroduct coverage, or re.ated 
goods and servicesL

The TlI3s hand.ing of cance..ation actions further i..ustrates this se.ective reasoningL 
6oMycat aMM.ications are routine.y re9ected, yet the eDaminers se.dom eDM.icit.y .abe. the 
contested trademarks as MiratedL Snstead, the emMhasis is M.aced on the identica. nature 
of the aMM.ied-for trademark to a Mrevious.y registered oneL This raises Juestions about 
the TlI3s future aMMroach to unregistered we..-known or notorious trademarks and the 
aMM.ication of the Paris 6onvention in such scenariosL

loreover, in cance..ation actions due to non-use, the TlI has consistent.y re.ied on sMeciEc 
statements to reso.ve casesL These statements often revo.ve around the trademark3s .ack 
of use within the Mrescribed Meriod, disregarding other substantive arguments that might 
be Mresented by the Marties invo.vedL This narrow focus on use-re.ated criteria re_ects a 
cautious and conservative aMMroach by the TlI, Motentia..y over.ooking the mu.tifaceted 
nature of trademark disMutesL

The TlI3s methodo.ogy, whi.e eUcient in certain resMects, may not fu..y caMture the 
comM.eDities of trademark .awL Hor instance, the notoriety of a trademark can signiEcant.y 
imMact its distinctiveness and the .ike.ihood of confusion N a factor that shou.d not 
be over.ooked in oMMosition MroceedingsL Fimi.ar.y, trademarks associated with medica. 
Mroducts warrant a more nuanced ana.ysis due to the Motentia. imM.ications for Mub.ic hea.th 
and safetyL The re.ationshiM between trademarks and re.ated Mroducts or services a.so 
merits consideration, as it can affect the scoMe of Mrotection and the risk of market di.utionL

The TlI3s re.uctance to de.ve into these asMects suggests a Mreference for a more formu.aic 
aMMroach to decision-makingL Qhi.e this may stream.ine the Mrocess and Mrovide c.ear-cut 
reso.utions, it a.so risks oversimM.ifying comM.eD .ega. matters and fai.ing to address the 

Argentina: Navigating the trademark landscape following
regime reforms pDM.ore on WTR

https://worldtrademarkreview.com/review/the-trademark-prosecution-review/2025/article/argentina-navigating-the-trademark-landscape-following-regime-reforms


RETURN TO CONTqNTS  RETURN TO SUMMARJ

broader conteDt of each caseL As the TlI continues to evo.ve, it wi.. be essentia. to ba.ance 
the need for Mrocedura. eUciency with the imMerative to Mrovide comMrehensive and fair 
9udgments that re_ect the fu.. sMectrum of trademark .awL

The Mast Eve years have seen the TlI make strides in certain areas, yet there remains 
room for growth and reEnementL The adoMtion of a more ho.istic aMMroach to trademark 
eDamination and disMute reso.ution cou.d enhance the robustness of the TlI3s decisions, 
ensuring that a.. re.evant factors are given due considerationL As trademark .aw continues to 
adaMt to the changing .andscaMe of commerce and inte..ectua. MroMerty, the TlI3s Mractices 
wi.. undoubted.y come under greater scrutiny, MromMting further deve.oMment and, hoMefu..y, 
a more inc.usive aMM.ication of the .awL

The TlI3s aMMroach to cance..ation actions for .ack of use has been characterised by a 
re.iance on certain estab.ished statements, which has .ed to a Mattern of decision-making 
that Mrioritises Mrocedura. technica.ities over substantive eDaminationL This aMMroach is 
evident in cases where the TlI has re9ected cance..ation actions on the grounds that 
the sub9ective rights of the aMM.icant have not been adverse.y affected, in cases where 
no oMMosition was E.ed against simi.ar trademark aMM.icationsL Hurthermore, the TlI has 
c.aimed to conduct searches to verify the use of contested trademarks, yet it has not 
Mrovided evidence of such searches, raising Juestions about the burden of Mroof and the 
TlI3s ro.e in evidencing useL

The TlI3s reasoning in cance..ation actions, Marticu.ar.y in Argentina, revea.s a strict 
adherence to forma. reJuirements for trademark renewa.L The necessity for a sworn 
dec.aration of use, without the need to submit actua. evidence, M.aces the onus on the 
trademark owner to truthfu..y dec.are the use of their trademarkL Zowever, when c.aimants 
cha..enge the veracity of these dec.arations, the TlI defers to other institutions, such as 
the federa. courts, to determine the truthfu.ness of the documents, thereby Mro.onging the 
reso.ution MrocessL

This Mrocedura. stance taken by the TlI has signiEcant imM.ications for the trademark 
cance..ation MrocessL St suggests that the TlI is not eJuiMMed to investigate the authenticity 
of use dec.arations, effective.y shifting the resMonsibi.ity to the c.aimant and the courtsL As a 
resu.t, c.aimants face a .engthy and Motentia..y burdensome Mrocess to cha..enge the va.idity 
of a trademark based on the accuracy of use dec.arationsL

The TlI3s Mreference for informative evidence over substantia. Mroof of use or recognition 
further comM.icates the matterL Ry acceMting Mrimari.y informative evidence, the TlI may 
inadvertent.y eDc.ude crucia. evidence that cou.d in_uence the outcome of a caseL This 
Mractice underscores the imMortance of Mresenting comMrehensive evidence during the initia. 
Mroceedings, as it may serve as a foundation for further .ega. action shou.d the case be 
aMMea.ed to the federa. courtsL

Sn .ight of these observations, it becomes aMMarent that the new Mrocedures have not 
necessari.y stream.ined the reso.ution Mrocess for c.aimantsL Snstead, they have introduced 
a .eve. of comM.eDity that reJuires c.aimants to navigate both administrative and 9udicia. 
avenues to achieve a reso.utionL The TlI3s current methodo.ogy, whi.e MerhaMs eUcient in 
certain resMects, does not fu..y address the intricacies of trademark .aw and the need for a 
thorough eDamination of a.. re.evant factorsL

As the TlI continues to reEne its Mrocesses, it wi.. be crucia. to consider the ba.ance 
between Mrocedura. eUciency and the substantive rights of the Marties invo.vedL A more 
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nuanced aMMroach that takes into account the fu.. sMectrum of evidence, inc.uding the 
notoriety of trademarks and the re.ationshiM between re.ated Mroducts or services, cou.d 
.ead to more eJuitab.e and 9ust outcomesL &.timate.y, the evo.ution of the TlI3s Mractices 
wi.. M.ay a Mivota. ro.e in shaMing the .andscaMe of trademark .aw and ensuring that the rights 
of trademark owners and c.aimants are adeJuate.y MrotectedL

CONCzUSIONS

Processes strive to a.ign with the uMdated frameworkL The recent summary of cases under 
the revised Trademark Baw revea.s that the transition is sti.. underway, with severa. critica. 
asMects reJuiring further contemM.ationL

The intent behind the new regu.ation was to introduce a more agi.e and eDMedient Mathway 
for reso.ving trademark disMutes, thereby simM.ifying the c.aims MrocessL Zowever, the 
9ourney towards fu..y rea.ising the estab.ished MrinciM.es in case reso.ution reasoning 
aMMears to be ongoingL The reso.utions thus far have i..uminated the need for trademark 
Mrofessiona.s to eDM.ore a.ternative strategies to reach satisfactory outcomesL This may 
inc.ude, in some instances, resorting to the 9udicia. system for certain c.aims, desMite the 
MrosMect of eDtended durations to reach a conc.usionL

The TlI3s current aMMroach, whi.e stream.ined in certain resMects, has not yet achieved the 
anticiMated .eve. of _eDibi.ity and sMeed in decision-makingL The MrinciM.es that underMin the 
reasoning in case reso.utions remain on.y Martia..y integrated into the TlI3s MracticesL As 
a resu.t, Mrofessiona.s in the Ee.d are MromMted to consider innovative methods to navigate 
the .ega. .andscaMe effective.yL

Ine such method may invo.ve a more Mroactive engagement with the courtsL Qhi.e this 
aMMroach may eDtend the time.ine for reso.ving c.aims, it a.so oMens the door to a more 
thorough eDamination of the issues at handL The courts3 invo.vement can Mrovide a more 
comMrehensive ad9udication Mrocess, Motentia..y .eading to more nuanced and eJuitab.e 
decisionsL

loreover, the TlI3s focus on Mrocedura. asMects over substantive eDamination has 
high.ighted the imMortance of a ba.anced aMMroach that considers both the .etter and the 
sMirit of the .awL Sts re.uctance to de.ve into the veracity of use dec.arations, for instance, 
underscores the need for a mechanism that can adeJuate.y assess the authenticity of such 
c.aimsL

Sn conc.usion, the evo.ution of trademark .aw and the TlI3s Mractices is an ongoing MrocessL 
The new regu.ation has set the stage for change, but the fu.. integration of its MrinciM.es into 
the TlI3s decision-making Mrocess is a work in MrogressL As the .ega. community continues 
to adaMt, the Mursuit of a.ternative avenues for c.aim reso.ution, inc.uding 9udicia. intervention, 
may become increasing.y Mreva.entL The u.timate goa. remains c.ear‘ to estab.ish a .ega. 
framework that is both eUcient and 9ust, caMab.e of uMho.ding the integrity of trademark .aw 
and Mrotecting the interests of a.. Marties invo.vedL

Sn the broader conteDt, the TlI3s 9ourney re_ects the cha..enges inherent in .ega. reformL The 
transition from o.d to new, from estab.ished to innovative, reJuires Matience, Mersistence and 
a wi..ingness to embrace changeL As the TlI navigates this Math, the .essons .earned wi.. 
undoubted.y contribute to the reEnement of trademark Mractices and the Mursuit of 9ustice 
within the SP domainL The road ahead may be .ong, but it is Maved with the Mromise of 
Mrogress and the Motentia. for a more resMonsive and effective .ega. systemL
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IN SUMMARJ

The ladrid Protoco. and its imM.ementation by the 6hi.ean Trademark IUce )6B TlIC once 
again made the news in 202;L The 6B TlI has given the Protoco. a se.f-eDecuting character 
and has on.y issued genera. instructions to its staff regarding the Protoco.3s aMM.ication )ie, 
pDemMt (eso.ution :/x-2022CL Sn this artic.e, we discuss two imMortant MointsL The Erst 
is re.ated to the scarce regu.ation of the nu..ity action of a trademark registered in 6hi.e 
that corresMonds to a ladrid Protoco. designation and the .ack of .ega. certainty it causes 
for internationa. usersL The second is re.ated to the ja..-in-one3 aMMroach adoMted by the 
6B TlI re.ated to Mrovisiona. refusa.s, Marticu.ar.y in re.ation to the forma. eDamination of 
designations in 6hi.e and the tensions that this generates with SP Baw :8,0;8L

LISCUSSION POINTS

1 Ana.ysis of trademark cance..ation actions in the conteDt to the ladrid Protoco.

1 Provisiona. refusa.s of the ladrid Protoco. made by the 6B TlI, and Marticu.ar.y 
those derived from forma. ob9ections

RqYqRqNCqL IN TXIS ARTICzq

1 pDemMt (eso.ution :/x of 2022

1 SP Baw :8,0;8 of :88: and its (egu.ations

1 Baw 2:,;55 that modiEes SP Baw :8,0;8

1 Baw :8,//0 that pstab.ishes Rases of the Administrative Procedures that [overn the 
Acts of the Rodies of the Ftate Administration

SOMq RqYzqCTIONS ON TRALqMAR‘ CANCqzzATION ACTIONS IN TXq CONTq[T OY 
TXq MALRIL PROTOCOz

(egarding cance..ation of a trademark, and after severa. changes over the Mast few years to 
SP Baw :8,0;8, a trademark registration can on.y be cance..ed in the fo..owing ways‘ 

1 Oo.untary withdrawa.‘ any Marty can vo.untari.y withdraw a registrationL Qhen made 
through a reMresentative, sMecia. Mowers are reJuiredL

1 6ance..ation action‘ registration granted to signs deemed unMrotectab.e by the SP 
Baw may be inva.idated on the basis that Mrohibitions for granting registration were 
ignoredL Fuch an action must be E.ed within Eve years of the registration dateL 

7otwithstanding this, there is no time .imit for E.ing an inva.idation action against a mark 
registered in bad faithL 

A.so, in changes introduced by Amendment Baw 2:,;55, a revocation action for .ack of use is 
now avai.ab.e in 6hi.eL As of 8 lay 2022, the fo..owing revocation scenarios are a.so Mossib.e‘

1 Hor new trademarks, a registration granted after 8 lay 2022 wi.. be cance..ed if the 
trademark has not been Mut to rea. and effective use in 6hi.e within Eve years of when 
registration was granted, either by the owner or by a third Marty with his or her consent, 
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to distinguish one or more of the goods or services for which the registration was 
granted, or use was susMended without interruMtion for the same MeriodL

1 A cance..ation action is a.so estab.ished when a trademark has become genericL This 
action can be eDercised as of the entry into force of Amendment Baw 2:,;55L

A.. these actions are heard at the Erst instance by the head of the 6B TlI and at the second 
instance by the Sndustria. ProMerty 6ourtL Sn some circumstances, decisions of the Sndustria. 
ProMerty 6ourt may be aMMea.ed before the FuMreme 6ourtL

In the other hand, according to artic.e :; of SP Baw :8,0;8, the form of a notiEcation 
regarding cance..ation actions against nationa. ).oca.C trademark registrations must be done 
in the terms indicated in artic.es x0 et seJ of the 6ivi. Procedure 6ode, for which foreign 
owners must estab.ish domici.e in 6hi.eL Sn other words, a cance..ation action against a 
Merson with no domici.e or residence in 6hi.e wi.. be notiEed to their .awyer or reMresentative 
referred to in artic.e 2 of the SP BawL

7otwithstanding this, the 6B TlI has decided to interMret the ladrid Protoco. as being 
se.f-eDecuting and, therefore, there is no need to reform Baw :8,0;8 to aMM.y itL (egarding 
the instructions for the Mrocessing of internationa. trademarks under the Protoco. re.ating 
to the ladrid Agreement under pDemMt (eso.ution :/x-2022, the referred artic.e has been 
va.idated as being aMM.icab.e to the internationa. trademarks E.ed under the ladrid Protoco., 
but sub9ect to the Marticu.arities that the instructions estab.ishL

Zence, before Mrovisiona. refusa. of an internationa. registration in 6hi.e as a designated 
country, the ho.der of the registration must aMMear before the 6B TlI and carry out 
forma.ities according to the nationa. Mrocedure, and must aMMoint a reMresentative domici.ed 
in 6hi.e, in accordance with the Mrovisions of the SP Baw :8,0;8 and its (egu.ationsL 

Sn the conteDt of a notiEcation of cance..ation action against the owner of a 6hi.ean 
registration,  there wi..  be no Mrob.em with a nationa. aMM.ication or an internationa. 
registration if the 6B TlI Mrovisiona..y refuses internationa. registration during its Mrocedure, 
owing to the ob.igation to aMMoint a .oca. reMresentativeL

Zowever, what haMMens in internationa. registrations that aMMoint 6hi.e as a designated 
country and do not receive any ob9ection from the trademark oUce, being registered .oca..y 
without the need to have aMMointed a .oca. agent�

The foregoing Mresents a Mractica. Mrob.em as it is unc.ear how or when the ho.der wi.. 
become aware of the notiEcation of cance..ation, creating uncertainty for both MartiesL 
loreover, owing to the imM.ementation of the ladrid Protoco. in 6hi.e )starting on x “u.y 
2022C, no cases have yet been Mresented, hence no 9urisMrudence or criteria in this regard 
have been estab.ished by the 6B TlI, the Sndustria. ProMerty 6ourt or the FuMreme 6ourtL 
Hrom our MersMective, an amendment to 6hi.ean .aw reinforcing the need to aMMoint a .oca. 
reMresentative in any case is necessaryL 

TXq 1AzzEINEONqV  POSITION OY PRODISIONAz RqYUSAzS ANL TXq ISSUq WITX 
RqSPqCT TO YORMAz OUTEOYETIMq RqDIqW

Another very imMortant issue, which wi.. sure.y be very interesting for users of the ladrid 
Protoco. interested in designating 6hi.e, has to do with the criteria being adoMted by the 6B 
TlI when issuing Mrovisiona. refusa.s, Marticu.ar.y those derived from forma. ob9ectionsL
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To fu..y understand the above, we must start by conErming that designations in 6hi.e, 
once they enter the nationa. territory, shou.d fo..ow the same .ega. treatment as trademark 
aMM.ications E.ed direct.y in the countryL 

7otwithstanding this, whi.e ho.ders of designations in 6hi.e, as haMMens in many countries, 
wi.. on.y see Mrovisiona. refusa.s in a centra.ised form, in the nationa. E.e of the trademark 
aMM.ication associated with each designation, different conceMts are used and associated 
with the norma. Mrocedure of Mrocessing a trademarkL Hor eDamM.e, the QSPI wi.. notify the 
owners of a Mrovisiona. refusa., which may be of a forma. or substantive nature or based on 
an oMMosition E.ed by an interested third MartyL Rut in 6hi.e, there is a .ega. Mrocedure that 
must be comM.ied with and that MerhaMs is not being fu..y resMected with regard to ladrid 
Protoco. designationsL Sn other words, the IUce cou.d be forcing the Mrocedure to comM.y 
with the reJuirements of the Protoco., but in such a way that it might be ignoring imMortant 
ru.esL

Refore entering into the ana.ysis, it shou.d be noted that, to date, the 6B TlI has formu.ated 
three tyMes of Mrovisiona. refusa.s, which may be manifested individua..y or simu.taneous.y 
in the same case, adoMting an a..-in-one so.ution‘ 

1 Those based on substantive ob9ections‘ by .ega. mandate, the 6B TlI must conduct 
a substantive eDamination with resMect to every trademark aMM.ication in 6hi.e, and 
designations in 6hi.e are no eDceMtionL This kind of eDamination, by eDM.icit mandate 
of artic.e 22, MaragraMh x of SP Baw :8,0;8, must be carried out once the Meriod for 
E.ing an oMMosition by interested third Marties has conc.udedL The ob9ective of this 
eDam is to determine whether the designation in 6hi.e incurs any grounds for refusa. 
estab.ished by SP Baw :8,0;8L Sf any of these hyMotheses is veriEed, the 6B TlI wi.. 
issue a Mrovisiona. refusa. )eg, when a designation is confusing.y simi.ar to a mark 
Mrevious.y aMM.ied for or registered in 6hi.e by a third Marty or when the 6B TlI 
considers that a trademark aMM.ication is generic or descriMtive with resMect to the 
goods and services it has sMeciEedCL

1 Those based on oMMositions‘.ikewise, it is imMortant to consider that SP Baw :8,0;8 
reJuires that any trademark aMM.ication E.ed in 6hi.e be advertised so that any 
interested Marty may E.e an oMMosition against itL Qhi.e a.. trademark aMM.ications 
E.ed in 6hi.e must be Mub.ished, by .ega. mandate in the IUcia. [aVette, designations 
in 6hi.e, by a decision of the 6B TlI, are Mub.ished in an e.ectronic gaVette created 
by the 6B TlI for this MurMoseL Sf, within ;0 days of Mub.ication, the designation in 
6hi.e is oMMosed, the 6B TlI wi.. issue a Mrovisiona. refusa.L

1 Those based on forma. ob9ections‘ Ena..y, MerhaMs the most controversia. case has 
to do with the Mrovisiona. refusa.s associated with forma. ob9ectionsL 7orma..y, the 
6B TlI, through the trademark conservator, carries out a forma. eDamination of 
any trademark aMM.ication E.ed in 6hi.e after its E.ing and Mrior to its acceMtance for 
Mrosecution, which wi.. then resu.t in its Mub.ication for oMMosition MurMosesL Thus, 
if it considers, for eDamM.e, that it is necessary to sMecify further the designated 
goods and services, it wi.. issue an oUcia. action reJuesting the aMM.icant amend the 
situationL Hor this MurMose, artic.e 22, MaragraMh : of SP Baw :8,0;8 grants a term of 
;0 days to correct the Mrob.em, which does not affect the right of MriorityL Sf the above 
does not occur, the IUce may dec.are the abandonment of the aMM.ication for fai.ure 
to comM.y with the oUcia. actionL Sn Mractice, in most cases it grants a new Meriod of 
;0 days, and Mossib.y even more than oneL
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7otwithstanding this, in the case of designations in 6hi.e, something different haMMens, 
which cou.d be considered at odds with the contents of SP Baw :8,0;8L Sn fact, the 6B TlI 
has a.tered the usua. order of the Mrocedure ex o-cio, carrying out the forma. eDamination 
after the Mub.ication of the eDtract of the designation in 6hi.e in the IUce$s e.ectronic gaVetteL 
loreover, the forma. eDamination is no .onger Merformed by the trademark conservator as 
reJuired by domestic .aw but is carried out direct.y by the head of the TlIL

Sn Mractice, the 6B TlI has adoMted the strategy of carrying out the forma. eDamination 
within the substantive eDamination stage, thereby changing its .ega. natureL The IUce has 
9ustiEed this situation, for eDamM.e, based on the imMossibi.ity of determining the ob9ect of 
Mrotection c.ear.y and uneJuivoca..y because the goods and services are drafted in terms 
that are too broad, ambiguous and confusing.y simi.ar to other c.asses, making it imMossib.e 
to carry out the substantive eDamination and grant such goods and servicesL 

Qhi.e the above cou.d be acceMtab.e for a Mrovisiona. refusa. under the QSPI ru.es, we 
must remember that the 6hi.ean designation is a.so Mart of an interna. regu.ated Mrocedure 
N a situation that cannot be forgotten under the MreteDt of comM.ying in any way with the 
ob.igations of the ladrid Protoco.L Qhat rea..y corresMonds at the moment is to carry out 
the forma. eDamination within the stage estab.ished by SP Baw :8,0;8L Rasica..y, the current 
imM.ementation of the ladrid Protoco. in 6hi.e .ed by the 6B TlI has no mirror in certain 
asMects of SP Baw :8,0;8L

Sn other words, the IUce is creating a new cause for non-registrabi.ity not contemM.ated 
in artic.e 20 of SP Baw :8,0;8, in circumstances where the sanction for non-comM.iance 
with a forma. reJuirement is not re9ection, but abandonmentL Hor c.arity, the abandonment 
of a trademark aMM.ication is very different from its re9ection, as the former occurs at the 
forma. stage of the Mrocedure and imM.ies that the 6B TlI does not ru.e on the merits of 
the aMM.icationL In the other hand, re9ection is an institution of strict .aw, and its grounds 
are eDMress.y estab.ished in artic.e 20 of SP Baw :8,0;8, and the 6B TlI cannot add new 
groundsL

At the end of the day, we be.ieve that the 6B TlI has run into a Mractica. Mrob.em with the 
imM.ementation of the ladrid Protoco. in 6hi.e, as it has disMensed with a modiEcation of 
the Baw, has interMreted the Protoco. as being se.f-eDecuting and has on.y issued genera. 
instructions for its staff to aMM.y it in a certain way )ie, pDemMt (eso.ution :/x-2022CL This has 
generated many inconsistencies that cou.d contravene the eDMress teDt of SP Baw :8,0;8L

6ertain.y, the 6B TlI cou.d issue a Martia. refusa. before the Mub.ication of the designation 
in the e.ectronic gaVette, but after that it wou.d have to wait to know if there are oMMositions 
and then carry out the substantive eDaminationL pventua..y, other imMediments cou.d arise, 
turning the Mrocedure into a very comM.eD one for the ho.ders of the designations in 6hi.e, 
generating a .ack of .ega. certaintyL 

St seems that one so.ution to this is, in addition to the 6B TlI correct.y aMM.ying the 
domestic .aw, comM.ying with the .ega. ob.igation to aMMoint a reMresentative in 6hi.e in 
a.. trademark aMM.ications, inc.uding designations of the ladrid Protoco., as estab.ished in 
artic.e 2, MaragraMh : of SP Baw :8,0;8, as in this way, the forma. eDamination cou.d be carried 
out norma..y by the IUceL &nfortunate.y, the Mosition of the 6B TlI, as stated in artic.e :2)xC 
of pDemMt (eso.ution :/x-2022, is to reJuire reMresentation on.y when an action wi.. be taken 
before the IUceL
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Hor the moment, and as .ong as the 6B TlI does not fo..ow SP Baw :8,0;8 in its entirety, 
pDemMt (eso.ution :/x-2022 wi.. continue to govern as, in accordance with Baw :8,//0 that 
pstab.ishes Rases of the Administrative Procedures that [overn the Acts of the Rodies of 
the Ftate Administration, it wi.. remain in force and is Mresumed to be .ega., imMerative and 
enforceab.e against its addressees, from its entry into force, un.ess the Act is cha..enged, ex 
o-cio or uMon reJuest, and it is dec.ared ineffective by order of the administrative authority 
or the comMetent 9udicia. courtL 

To date, there is no news of any cha..enge to pDemMt (eso.ution :/x-2022L Sf a cha..enge 
arises in the future, its effects shou.d not be retroactive as, for this to occur, it is reJuired by 
.aw that not on.y must there be favorab.e conseJuences for the interested Marties, but a.so 
the rights of third Marties must not be infringedL

Sn any case, to avoid any issues in the future, it wou.d be advisab.e to vo.untari.y designate 
a reMresentative in 6hi.e from the beginning as estab.ished in SP Baw :8,0;8 to a..ow the 6B 
TlI to Motentia..y Merform the forma. review at the aMMroMriate timeL
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IN SUMMARJ

The oMMosition is a Mrocedure that takes M.ace in Mara..e. to the Mrosecution of a trademark 
aMM.ication and can be E.ed by any third Marty who has an interest and considers that the 
aMM.ied-for mark is Mrohibited by leDican SP .awL 

Ince the aMM.ication and the oMMosition are Mrocessed, the leDican SP IUce wi.. refuse 
registration )if the oMMosition Mroves favourab.eC or issue the certiEcate of registration 
and oMMosition decision )if the oMMosition Mroves unfavourab.eCL Sn both cases, aMMea. is 
avai.ab.eL

LISCUSSION POINTS

1 Iverview of the two tyMes of oMMosition decisions

1 6urrent cha..enges in Mractice

1 Time .imits for E.ing an aMMea. against an adverse oMMosition decision

1 Ither Mractica. recommendations

RqYqRqNCqS IN TXIS ARTICzq(

1 Hedera. Baw for the Protection of Sndustria. ProMerty )HBPSPC

1 Hedera. Baw on 6ontentious Administrative Procedure )HB6APC

The oMMosition system in leDico is turning eight years o.dL Kuring its deve.oMment, the 
Mrocedure has undergone changes in the interests of better functioning and better Mrotection 
of the .ega. sMheres of rights ho.ders and consumers of goods and servicesL

Sn summary, the oMMosition is a Mrocedure that takes M.ace in Mara..e. to the Mrosecution of a 
trademark aMM.ication and can be E.ed by any third Marty who has an interest and considers 
the aMM.ied-for mark is Mrohibited by leDican SP .awL 

Ince the oMMosition is E.ed, the leDican SP IUce )SlPSC wi.. conduct the registrabi.ity 
eDamination of the aMM.ied-for trademark and wi.. notify the aMM.icant of oMMosition, granting 
a statutory term of four months to E.e a forma. reM.y theretoL

After this term .aMses and if the aMM.icant resMonds to the oMMosition, SlPS wi.. grant both 
the Marties a common Eve-day term to E.e c.osing argumentsL 

SlPS wi.. then continue with the oUcia. eDamination of the oMMosed aMM.ication and wi.. 
issue its decision, either by refusing registration or by granting it if the oMMosition resu.t was 
unsuccessfu.L

Artic.es 228 and 20; of the Hedera. Baw for the Protection of Sndustria. ProMerty )HBPSPC 
estab.ish the fo..owing‘

Artic.e 228L

After the Meriod of two months referred to in artic.e 225 of this Baw, once 
the evidence has been Mrocessed, the Mroceedings sha.. be made avai.ab.e 
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to the aMM.icant and to the Mersons who have E.ed oMMositions so that, 
where aMMroMriate, submit c.aims within a Meriod of Eve days, which sha.. be 
considered by the SnstituteL Ince this Meriod has e.aMsed, the corresMonding 
reso.ution sha.. be issued without further forma.ityL

Artic.e 2;0L

Ince the aMM.ication Mrocess has conc.uded and the .ega. and regu.atory 
reJuirements have been satisEed, the tit.e sha.. be issuedL

Sn the event that the Snstitute denies the registration of the trademark, it sha.. 
notify the aMM.icant in writing, stating the reasons and .ega. grounds for its 
reso.utionL

The Snstitute sha.. issue the reso.ution that corresMonds to the oMMositions 
received, stating the reasons and .ega. grounds for its reso.utionL]35

As Mrevious.y mentioned, there are two tyMes of decision within an oMMosition MrocedureL

OPPOSITION PROCqLURq LqCISIONS

Refusal Of Registration

The registrabi.ity eDamination and the oMMosition Mrocedure both conc.uded that, if the 
eDaminer considers the oMMosition to be grounded or the aMM.ied-for mark is Mrohibited by 
the Baw, SlPS wi.. refuse the trademark registration and the oMMosition wou.d be considered 
successfu.L

SlPS3s refusa. decision is not Ena. as it can be aMMea.ed before the Hedera. 6ourt on 
Administrative Affairs )H6AC through a nu..ity c.aimL

Bikewise, the H6A3s decision may a.so be aMMea.ed at the second instance through an amparo 
suit before a federa. court with a Mane. of three 9udgesL

Granting Of The CerticLate Of Registration

Bikewise, the registrabi.ity eDamination and the oMMosition Mrocedure both conc.uded that, 
if the eDaminer considers the oMMosition to be ungrounded and the aMM.ied-for mark is not 
Mrohibited by the Baw, SlPS wi.. Mroceed to grant the certiEcate of registration and to issue 
a reso.ution that corresMonds to the oMMositions received, stating the reasons and .ega. 
grounds for its reso.utionL

Snitia..y there was not much c.arity about the Mossibi.ity of aMMea.ing the oMMosition decision 
and the tit.e issued by SlPS, nor many criteria in this regardL

At Erst, many nu..ity c.aims E.ed against the issuance of a certiEcate of registration were 
dismissed by the H6A, which argued that those affected by the granting of a trademark 
registration must E.e the administrative inva.idation action of this trademark registration 
before SlPS, considering SlPS is the authority emMowered and entit.ed to decide whether the 
administrative inva.idation action of a registration is va.id )but not the H6ACL 

Sn other words, the inva.idation action of a trademark registration is not the 9urisdiction of the 
H6A, as there is an eDMress Mrocedure for this MurMose, and it is Mrocessed before SlPSL
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7ow there is greater c.arity and criteria issued by the FuMerior 6hamber of the H6A that 
estab.ishes that the nu..ity c.aim is aMMroMriate against the two decisions, the issuance of the 
certiEcate of registration and the oMMosition decision, and the H6A is the comMetent authority 
for this MurMoseL

Sf a favourab.e reso.ution is obtained in the aMMea. stage by virtue of a nu..ity c.aim, the nu..ity 
of the oMMosition reso.ution wi.. be dec.ared, and the trademark registration granted wi.. be 
dec.ared i..ega. and, therefore, .ose a.. its effectsL

Sn other words, SlPS3s decisions regarding an oMMosition Mrocedure are not Ena. and can 
be aMMea.ed 9oint.y before the H6A through a nu..ity c.aimL The .ega. effects are that the 
oMMosition reso.ution is dec.ared nu.., and the trademark registration Mrevious.y granted is 
dec.ared i..ega. and .oses a.. its effectsL

The aforementioned is not recognised by the fo..owing‘

IPPIFSTSI7 P(I6pK&(pL TZp (pFIB&TSI7 SFF&pK lAW Rp 6I7TpFTpK 
“IS7TBW QSTZ TZp T(AKplA(z (p[SFT(ATSI7 RpHI(p TZp HpKp(AB 
6I&(T IH AKlS7SFT(ATSOp “&FTS6pL 

Sn accordance with artic.e :20 of the Sndustria. ProMerty Baw, the oMMosition 
Mrocedure may be E.ed by any third Marty who considers that the aMM.ication for 
trademark registration or Mub.ication fa..s within the assumMtions Mrovided for 
in artic.es x and 80 of the Sndustria. ProMerty BawL Sndustria. ProMerty– therefore, 
the resu.t of the Mrocedure wi.. be to determine if the hyMotheses in which 
the granting of the trademark registration or its Mub.ication are not actua..y 
uMdatedL Kerived from this, it is c.ear that between the reso.ution that ends the 
oMMosition Mrocedure and the granting of the trademark registration, there is a 
common cause that consists of determining whether or not any imMediment 
to granting the .atter is uMdated– and in that sense, taking into account the 
continence of the case, both acts can be disMuted simu.taneous.y in the federa. 
administrative .itigation tria.L 

6ontentious Administrative Tria. 7oL G/5]:8-pPS-0:-:]:8::]2:-PB-08-0xL- 
(eso.ved by the “urisdictiona. P.enary of the FuMerior 6hamber of the Hedera. 
6ourt of Administrative “ustice, in a session of 2G AMri. 2022, unanimous.y 
with :: votes in favourL- “udge (aMMorteur‘ A.fredo Fa.gado BoyoL- Fecretary‘ 
BicL pnriJue 6amarena ZueVcaL

)Thesis aMMroved in the session of 28 “une 2022C]25

The above criterion reMresents a great advance in leDico in terms of SP .aw, Mrecise.y 
regarding the oMMosition Mrocedure, because it Mrovides c.arity and .ega. certainty to the 
ho.ders of industria. MroMerty rights regarding the Mossibi.ity of cha..enging adverse decisions 
of oMMosition MroceduresL

Bikewise, this Mrecedent is of utmost imMortance as, in the absence of Mromu.gation and 
Mub.ication of the HBPSP (egu.ations, there is current.y not much c.arity about the .ega. 
avenues and avai.ab.e resources to aMMea. adverse decisions derived from oMMosition 
MroceduresL Sn a certain way, before the issuance of this criterion, the SP rights ho.ders were 
unab.e to defend themL
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St is high.y .ike.y that the Mending HBPSP (egu.ations fo..ow the criteria adoMted by the court in 
the above thesis, which wou.d resu.t in a success because it c.ear.y reMresents an imMortant 
imMrovement and strengthening of the industria. MroMerty .ega. system in leDicoL

Bikewise, the .ega. Egure of the oMMosition has evo.ved since its introduction in 20:4‘ 
current.y, if we E.e an oMMosition and it does not succeed, we must be MreMared to cha..enge 
the ru.ing that SlPS gets to issue in oMMosition Mroceeding, in a.. re.evant aMMea. instances, 
which as Mrevious.y mentioned, wou.d be before the H6A through a nu..ity c.aim and, Mossib.y, 
at a second aMMea. stage through an amparo suit before a federa. court of administrative 
affairs, with a Mane. of three 9udgesL

Itherwise, the resu.t of the oMMosition may negative.y imMact any inva.idity action that wou.d 
.ater be attemMted against any eventua. registration to be granted for the above-mentioned 
trademark, because in recent cases counterMarties and the leDican courts are beginning to 
aMM.y the notion of jre_ective res 9udicata3L

(e_ective res 9udicata in this case means that as both the inva.idity action and the oMMosition 
Mroceedings reJuire SlPS to conduct an ana.ysis on the .ike.ihood of confusion between the 
trademarks in con_ict, if when reso.ving the oMMosition SlPS considered that the trademarks 
under ana.ysis are not confusing.y simi.ar, this shou.d a.so aMM.y in any inva.idity action, 
which wou.d force SlPS to deny that inva.idity actionL

CURRqNT CXAzzqNGqS IN PRACTICq

Artic.e 52 of the Hedera. Baw on 6ontentious Administrative Procedure )HB6APC states the 
fo..owing‘

A(TS6Bp 52L- The Ena. sentence may‘

:L (ecognise the va.idity of the contested reso.utionL

L L L

:L Kec.are the nu..ity of the contested decisionL

L L L

:L Kec.are the nu..ity of the contested reso.ution and a.so‘

:L (ecognise the M.aintiff the eDistence of a sub9ective right and 
condemn comM.iance with the corre.ative ob.igationL

2L [rant or restore to the M.aintiff the en9oyment of the affected 
rightsL]65

Sn dai.y Mractice, we have been eDMeriencing that in a.most a.. cases in which an oMMosition 
is unfavourab.e, SlPS Mroceeds to issue the certiEcate of registration, but the oMMosition 
decision is not issued unti. severa. months have MassedL 
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6onsidering the fact that the HBPSP (egu.ations have not yet been Mub.ished and are due to 
c.arify the Marticu.arities of the oMMosition Mrocedure, a .ot of confusion and nervousness 
among Mractitioners, .aw Erms and trademark ho.ders in leDico has been generated in 
re.ation to the Mossib.e aMMea. stage against adverse oMMosition decisionsL

Sdea..y, the certiEcate of registration and the decision shou.d be issued by SlPS 9oint.y 
because the course of action to cha..enge the con_icting registration wou.d be the E.ing of a 
nu..ity action before the H6A against the oMMosition decision and the trademark registration 
certiEcate 9oint.yL 

Hurthermore, having a comM.ete Micture of the Manorama or scenario, and knowing the 
reasoning and foundation on which an SlPS decision was based, is essentia. to MroMosing 
a good and effective .itigation strategyL Bikewise, it Mrovides certainty and greater c.arity to 
c.ients about the costs, times and imM.ications that each of the aMMea. stages may haveL

Iwing to the de.ay that eDists between the issuance of the certiEcate of registration and the 
oMMosition, we have adoMted as a jMractica. remedy3, E.ing a brief before SlPS to eDMedite 
the issuance of the oMMosition decision, as an effort for the authority to be more eUcient in 
issuing both reso.utions 9oint.y unti. the regu.ations to the Baw are Mub.ishedL

TIMq zIMITS YOR YIzING AN APPqAz AGAINST AN ALDqRSq OPPOSITION LqCISION

Hor the MurMose of E.ing an aMMea. before the H6A through a nu..ity c.aim, we have a term 
of ;0 business days after being served with an oMMosition decisionL As mentioned, a current 
issue a.most a.. the users and Mractitioners are eDMeriencing is the great disMarity of time 
that eDists between the issuance of the registration certiEcate and the decision that .ed the 
eDaminer not to consider the arguments eDMressed in an oMMosition to be suUcient and we.. 
foundedL Sn some cases, this disMarity in time in issuing this decision reaches more than four 
to Eve months N a Meriod that we consider eDcessiveL

Hor the MurMoses of eDMediting the issuance of the eDaminer$s decision regarding the 
oMMosition and reducing the time disMarity with resMect to the issuance of the trademark 
registration certiEcate, a Mractice that many co..eagues have imM.emented in the absence of 
.ega. regu.ations in this regard is to E.e an additiona. writ before SlPS eDMress.y reJuesting the 
issuance of the oMMosition decision so that, in the near future, both decisions wi.. be issued 
9oint.y and it wi.. be Mossib.e to eva.uate, in a faster and eUcient manner, Motentia. .itigation 
strategies to the c.ients as we.. as the chances of successL

OTXqR PRACTICAz RqCOMMqNLATIONS

The oMMosition Mrocedure has severa. advantages, inc.uding the fo..owing‘

1 St is a Mrocedure instituted against a trademark that has not yet been registered and, 
therefore, does not have constituted rights Mer seL

1 St is a Mrocedure carried out at the same time or simu.taneous.y as the trademark 
aMM.ication Mrosecution, so the time frame of the issuance of a decision is fasterL

1 The costs are reduced comMared to a .itigation actionL

1 The unfavourab.e oMMosition decision and the Motentia. certiEcate of registration can 
be aMMea.ed before two subseJuent instancesL

Zowever, before recommending that a c.ient Mursue or take the oMMosition Mrocedure as 
a course of action, it is very imMortant to consider certain Marticu.arities, among which is 
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the Mena.ty or imMossibi.ity of initiating an inva.idation action in the event of obtaining an 
unsuccessfu. oMMosition c.aiming the same arguments and evidenceL

Hor eDamM.e, if an oMMosition has been Mromoted and it is unsuccessfu. or unfavourab.e, 
name.y, it does not Mrevent the granting of the trademark registration in Juestion, the 
Mossibi.ity of E.ing an inva.idation action against such trademark registration is Mrevented 
based on the same arguments and evidence as those E.ed in the oMMositionL

Hor eDamM.e,  if  an oMMosition is E.ed based on the .ike.ihood of confusion and it  is 
unsuccessfu., the Mossibi.ity of E.ing an inva.idation against the resu.ting trademark 
registration based on .ike.ihood of confusion wou.d be Mrec.udedL 6onseJuent.y, a Motentia. 
inva.idation action wou.d have to be E.ed on a different basis )eg, deceMtiveness or bad faithCL

Zowever, it might be diUcu.t to invoke these different causes of inva.idation )deceMtiveness 
or bad faithC because, in the end, any argument re.ated to them wou.d have to be .inked to the 
.ike.ihood of confusion, and if SlPS$s determination conc.uding the absence of .ike.ihood of 
confusion becomes Erm, this determination wi.. become res 9udicata, affecting the Mossibi.ity 
of successfu..y cance..ing the con_icting registration before SlPSL

Artic.e 258 of the new leDican SP .aw out.ines the Mena.ty to E.e a nu..ity action based on the 
same arguments and evidence Mresented in the oMMosition‘

Artic.e 258L- A nu..ity action sha.. not be admitted, when the oMMosition 
Mrovided in Artic.e 22: of this Baw has been E.ed, Mrovided that the arguments 
asserted in the nu..ity action, as we.. as the evidence, are the same as those 
E.ed in the oMMosition and the Snstitute has a.ready ru.ed on themL]45

This new Mrovision is intended to avoid the E.ing of id.e oMMositions, which tends to de.ay 
and hinder the trademark registration Mrocess in leDico, and conso.idate the oMMosition 
Mrocedure as a more robust and re.iab.e mechanism in Mreventing the granting of trademark 
registrations that may affect Mrior third Marties3 rightsL

A.. these Marticu.arities must be considered when deciding the best course of action to take 
in terms of success rate, times and costsL

Sn conc.usion, if Mursuing an oMMosition, keeM in mind that the oMMosition decision is 
aMMea.ab.eL 

Zowever, considering the HBPSP is sti.. Mending the Mub.ication of its regu.ations, and 
because the H6A and the Hedera. 6ourts on Administrative Affairs have 9ust started to have 
Mrecedents on the origin, 9urisdiction and scoMe of oMMosition decisions, and certiEcates of 
trademark and their effects, there are severa. Marticu.arities that cou.d in_uence the decision 
to oMt for an inva.idation action or the oMMosition MrocedureL

Endnotes
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IN SUMMARJ

This artic.e summarises genera. MrinciM.es of trademark Mrosecution in the &nited FtatesL

LISCUSSION POINTS

1 The tyMes of trademarks that can and cannot be registered

1 6ommon .aw trademark rights

1 7on-traditiona. trademarks

1 IMMosition to trademarks and Metitions for cance..ation

1 Transferring ownershiM of trademarks

1 Rest Mractices for trademark .icensing and assignments of trademarks

1 Trademark need-to-knows in the &nited Ftates

RqYqRqNCqL IN TXIS ARTICzq

1 The Trademark lanua. of pDamining Procedure

1 WalzMart Stores, Inc v Samara Bros

1 Seabrook Foods, Inc v BarzWell Foods, Ltd

WXAT CAN Bq RqGISTqRqL)

Sn the &nited Ftates, a trademark]35 is a device that is used to indicate the source of goods 
or services to which it is aMM.ied, and gives the owner the eDc.usive right to use the mark 
on those goods or servicesL As such, a registered trademark does not give the owner 
eDc.usive rights to Mrevent anyone from using the mark in any conteDtL (ather, it gives 
the owner Mrotection in connection with the sMeciEc goods and services with which the 
mark is registered throughout the &nited Ftates and, in some instances, with those that are 
considered re.ated or in the natura. Vone of eDMansionL 

Sn addition to those rights, a trademark registration in the &nited Ftates Mrovides the owner 
with the fo..owing rights and Mrivi.eges‘

1 the right to use the + symbo. to indicate registration with the &nited Ftates Patent and 
Trademark IUce )&FPTIC–

1 .isting of the trademark in the &FPTI database of registered marks, which Mrovides 
notice to anyone searching for the same or a simi.ar mark–

1 MresumMtive nationwide rights, which may ease the burden in federa. .itigation–

1 the abi.ity to use the registration as Mroof of ownershiM in any trademark-re.ated 
disMutes– and

1 the right to register the trademark with &F 6ustoms and Rorder Patro. to Mrevent 
counterfeit goods from entering the countryL
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A.most anything can be a trademark if it is used to indicate the source of goods or servicesL 
Hor eDamM.e, trademarks can range from words, images and designs to sounds, sme..s, 
co.ours, shaMes of goods and even the trade dress of a restaurant or other estab.ishmentL 
Qhi.e a.. of these can be registered with the &FPTI, some of them are he.d to a heightened 
.eve. of scrutiny and reJuire a showing of secondary meaningL 

WXAT CANNOT Bq RqGISTqRqL)

Qhi.e the format of a trademark can vary, there are some restrictions as to what can be 
registeredL Qords, images or designs that are generic cannot be registered as trademarksL 
larks are considered to be generic when the term is one that the Murchasing Mub.ic 
considers to be the common or c.ass name for the goods or servicesL]25 Hor eDamM.e, the 
word jbook3 for books is generic and cannot function as a trademark for those Mroducts 
)a.though it might be Mrotectab.e if used for a comM.ete.y unre.ated item, such as the name 
of a restaurantCL Fimi.ar.y, sounds, sme..s, co.ours or shaMes that are functiona. cannot be 
registeredL

Ither trademarks may be registrab.e on.y under certain circumstancesL FMeciEca..y, marks 
that are descriMtive of an ingredient, Jua.ity, characteristic, function, feature or MurMose 
of the goods or services, or geograMhica..y descriMtive of the M.ace where the goods or 
services are Mroduced, are diUcu.t to register on the PrinciMa. (egisterL]65 Fome marks 
that wou.d be refused registration on the PrinciMa. (egister may be registered on the 
FuMM.ementa. (egisterL Hor eDamM.e, trademarks that are mere.y descriMtive or Mrimari.y 
mere.y a surname may be amended to the FuMM.ementa. (egister and given the oMMortunity 
to acJuire distinctivenessL

Sn the &nited Ftates there are two registers‘ the PrinciMa. (egister and the FuMM.ementa. 
(egisterL The PrinciMa. (egister is for trademarks that are inherent.y distinctive and 
caMab.e  of  functioning  as  an  indicator  of  the  source  of  goods  and  servicesL  The 
FuMM.ementa. (egister is a secondary register for trademarks that contain some descriMtive 
or non-distinctive e.ement and are not inherent.y caMab.e of indicating source, but may 
become caMab.e over timeL A mark may on.y be registered on the FuMM.ementa. (egister 
if it is in use in &F commerce )or based on a home country registration if owned by a foreign 
aMM.icantCL 

larks that are registered on the FuMM.ementa. (egister do not en9oy the same rights and 
Mrivi.eges as those on the PrinciMa. (egisterL A mark registered on the FuMM.ementa. (egister 
may use the + symbo. and be used as constructive evidence and notice of ownershiM of the 
mark and Mriority useL Zowever, registration on the FuMM.ementa. (egister is not MresumMtive 
evidence of the va.idity of the registration, nor of the ownershiM of the mark or the eDc.usive 
right to use it in the &nited FtatesL 

larks that cannot be registered on either the PrinciMa. (egister or the FuMM.ementa. (egister 
inc.ude‘

1 marks that are .ike.y to be confused with Mrior registered marks–

1 marks containing deceMtive matter and matter that may fa.se.y suggest a connection 
with Mersons .iving or dead, institutions, be.iefs or nationa. symbo.s–

1 marks that .ead consumers to be.ieve goods or services originate in a M.ace where 
they do not–

1
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_ags, coats of arms or other insignia of the &nited Ftates, a state or municiMa.ity, or 
a foreign nation–

1 names, Mortraits, or signatures of Marticu.ar .iving individua.s without their consent, or 
deceased &F Mresidents without the consent of their .iving sMouse– and

1 tit.es of sing.e creative works )eg, tit.es of books, a.bums and songsC

COMMON zAW TRALqMAR‘ RIGXTS

Sn the &nited Ftates, common .aw trademark rights are unregistered rights that are based on 
the use of a trademark in commerce in a Marticu.ar geograMhic areaL 6ommon .aw trademark 
rights can be enforced on.y in the geograMhic area in which the trademark is usedL 

6ommon .aw trademark rights grant the owner some of, but not a.., the rights granted in a 
federa. registrationL They inc.ude the right to use the trademark in connection with the goods 
and services in that geograMhic area )but not necessari.y the right to eDMand beyond thatC, as 
we.. as the right to enforce those rights in both the Trademark Tria. and AMMea. Roard )TTARC 
and federa. or state courtL 

NONETRALITIONAz TRALqMAR‘S

7on-traditiona. trademarks such as sound, scent, co.our and trade dress are he.d to higher 
standards than traditiona. trademarksL Bike traditiona. trademarks, non-traditiona. marks 
must be caMab.e of indicating the source of the goods and services and must not consist of 
materia. that is descriMtive of or generic for the goods or servicesL Zowever, non-traditiona. 
marks are not Mrotectab.e to the eDtent they Mrovide a functiona. MurMose for the goods or 
servicesL]45

Aside from those differences, the Mrocedure for Mrosecuting non-traditiona. marks is 
substantia..y the same as for traditiona. trademarksL 

To be registrab.e, non-traditiona. trademarks cannot be functiona. and must have acJuired 
distinctivenessL Roth e.ements must be met‘ if the aMM.ied-for mark is functiona. but has 
acJuired distinctiveness, this is not suUcient to obtain registrationL Fimi.ar.y, if the mark is 
not functiona. but has on.y been used minima..y for two years, registration on the PrinciMa. 
(egister may be diUcu.tL 

The most common tyMe of non-traditiona. trademark is trade dressL The FuMreme 6ourt has 
distinguished between two tyMes of trade dress N Mroduct design and Mroduct MackagingL-
]85 Product design trade dress cannot be inherent.y distinctive and, therefore, is registrab.e 
on the PrinciMa. (egister on.y with a c.aim of acJuired distinctivenessL]95 Sf the Mroduct 
design has not obtained acJuired distinctiveness, it may be registered on the FuMM.ementa. 
(egisterL]75

The bar for estab.ishing distinctiveness for a trade dress aMM.ication for the PrinciMa. (egister 
is high, and a mere statement of Eve years3 use )which is the standard for traditiona. marksC 
is genera..y not suUcientL Additiona..y, when Mroviding evidence of acJuired distinctiveness, 
it shou.d show use of the Mroduct design trade dress a.one, rather than together with other 
marks, in order to give greater weight to the evidence of sa.es and advertising EguresL]é5 The 
aMM.icant must be ab.e to show that consumers wou.d recognise the sMeciEc conEguration 
of the trade dress mark, and not the goods or services in genera.L 
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leanwhi.e, Mroduct Mackaging trade dress can be inherent.y distinctiveL Qhen determining 
if a MroMosed Mroduct Mackaging trade dress is inherent.y distinctive, the &FPTI considers 
whether the‘ 

1 MroMosed mark is a jcommon3 basic shaMe or design–

1 mark is uniJue or unusua. in the MroMosed Ee.d–

1 MroMosed mark is a mere reEnement of a common.y adoMted and we..-known form 
of ornamentation for a Marticu.ar c.ass of goods viewed by the Mub.ic as a dress 
ornamentation for the goods– or

1 MroMosed mark is caMab.e of creating a commercia. imMression distinct from the 
accomManying wordsL] 5

Any one of these factors by itse.f may be determinative as to whether a mark is inherent.y 
distinctiveL]305

Sf the non-functiona. Mroduct Mackaging, Mroduct design or other trade dress mark has not 
acJuired distinctiveness, it may be registered on the FuMM.ementa. (egisterL 

XOW ARq OPPOSITIONS XANLzqL)

A.. aMM.ications on the PrinciMa. (egister are Mub.ished in the IUcia. [aVette and are oMen 
for oMMosition by any third MartyL An oMMosition, or a reJuest for an eDtension of time, must 
be E.ed with the TTAR within ;0 days of Mub.ication of the markL A ;0-day eDtension of time 
is granted without cause )and at no costC– an additiona. 40-day eDtension of time is avai.ab.e 
for good cause )and uMon Mayment of a feeCL A further 40-day eDtension of time )for a tota. 
of :/0 daysC may be granted if consent from the aMM.icant is obtained )and uMon Mayment 
of an additiona. feeCL The most common grounds on which an additiona. 40-day eDtension 
is granted are if more time is needed to investigate the c.aim, seek counse. or negotiate a 
sett.ementL 

Sf an oMMosition is not E.ed at the end of this Meriod or the aMMroMriate eDtension of time was 
not initia..y reJuested, or both, a Motentia. oMMoser must wait unti. the aMM.ication matures 
to registration to E.e a Metition to cance.L Sf an aMM.ication is based on intent to use and an 
aMM.icant takes advantage of a.. Eve eDtensions of time to show use, a Motentia. oMMoser may 
have to wait three years to take action against a markL 

The notice of oMMosition must be E.ed together with the reJuired fee, which is current.y 
&F%400 Mer c.assL St is Mossib.e to oMMose on.y some of the c.asses covered by an aMM.ication– 
not a.. c.asses have to be oMMosedL 

Possib.e grounds for oMMosition inc.ude‘

1 Mriority or .ike.ihood of confusion–

1 descriMtiveness– and

1 genericnessL

Qhi.e the initia. costs to E.e an oMMosition )or cance..ationC may be minima., the entire 
Mroceeding cou.d take years and cost hundreds of thousands of do..ars, deMending on how 
eDtensive discovery is, whether a consumer survey is obtained and whether the action goes 
through to tria.L luch .ike regu.ar .itigation, it is diUcu.t to estimate the cost of a Mroceeding 
because of the many different factors invo.vedL
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XOW ARq CANCqzzATIONS XANLzqL)

A Metition for cance..ation can be E.ed at any time after a registration issues– however, some 
grounds for cance..ation are not avai.ab.e once a registration has been registered for Eve 
yearsL The Metition for cance..ation must be E.ed together with the reJuired fee, which is 
current.y &F%400 Mer c.assL

6ommon grounds on which a Metition to cance. can be E.ed at any time inc.ude the fo..owing‘

1 the mark has been abandoned–

1 the registration was obtained by fraud–

1 the mark is generic– and

1 the mark is geograMhica..y deceMtiveL

The grounds most notab.y missing from this .ist are .ike.ihood of confusion or Mriority and 
descriMtivenessL They are missing because marks that have been registered for Eve years on 
the PrinciMa. (egister and used continuous.y during that time are afforded additiona. rights 
by virtue of their incontestab.e status– in a Metition for cance..ation, third Marties cannot c.aim 
Mrior use of a mark )and therefore suMerior rightsC against a registration that is incontestab.eL 

Assuming the oMMosition or Metition for cance..ation has been E.ed in a time.y manner and 
MroMer.y served, and the aMMroMriate E.ing fees have been Maid, the TTAR wi.. institute the 
Mroceeding and issue a schedu.ing order out.ining the dead.ines for the MroceedingL 

&.timate.y, if a decision is rendered, it determines on.y whether that Marticu.ar mark is 
registrab.e– it does not have any bearing on whether a Marty can use a markL 

WXAT ARq TXq PqNLqNCJ zqDqzS YOR TXq PAST 32 MONTXS)

The time between E.ing a new trademark aMM.ication with the &FPTI and Erst eDamination 
on average is /L; monthsL]335 The average time between E.ing a new aMM.ication and that 
aMM.ication registering is :xL4 monthsL]325 This assumes that the aMM.ication does not face 
any substantive issues, mu.tiM.e oUce actions or oMMositions by third Marties, which can 
increase the time.ine to registrationL 

XOW TO TRANSYqR OWNqRSXIP OY TRALqMAR‘S(

Kuring the course of a trademark3s .ife, a number of different occurrences can affect tit.eL 
Hor eDamM.e, .ike other MroMerty, trademarks can be so.d or transferredL Fimi.ar.y, security 
interests can be granted to SP rightsL Ir MerhaMs a change of name or merger has affected 
the structure or name of the owner of recordL Fome occurrences affect tit.e immediate.y ).ike 
an assignmentC– others simM.y Mreserve a Marty3s interest )such as a security interestCL lost 
transfers affecting tit.e can be recorded with the &FPTI– some must be recorded within a 
certain amount of time to Mreserve rights against third MartiesL

The &FPTI recent.y uMdated its Mrocess for recording assignments and other documents 
re.ating to ownershiM, to stream.ine and modernise the MrocessL]365 The aesthetic of the 
M.atform has changed, though the key functiona.ities remain simi.ar to the o.d systemL 

zICqNSING ANL ASSIGNMqNT BqST PRACTICq

AiLensing
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lany trademark owners .icense their trademarks to other Marties to deve.oM the brand in 
sMeciEc areas where it does not traditiona..y oMerateL Hor eDamM.e, the owner of a trademark 
most known for c.othing might .icense another to use the mark on accessories, because the 
owner does not have the caMabi.ity to deve.oM and make the accessoriesL Ither trademark 
owners may have a corMorate structure such that one entity owns the trademark for taD 
MurMoses but a..ows another re.ated entity to use itL Sf done with a MroMer .icence, these tyMes 
of arrangements can increase the va.ue of the brand and strengthen the trademark owner3s 
rights– however, if done imMroMer.y, they cou.d denigrate the va.ue of the trademark or create 
a situation in which the trademark owner has .ega..y abandoned the markL 

A key Moint in &F .icensing is to avoid jnaked3 .icensingL This is when a trademark owner 
a..ows another Marty to use its trademarks without suUcient contro.L The amount of contro. 
reJuired to avoid naked .icensing deMends on the conteDtL p.ements that can Moint toward 
retention of contro. inc.ude‘

1 a written .icence agreement–

1 the .icensor3s Meriodic review of .icensed goods or services–

1 aMMointment of a Jua.ity contro. oUcer– and

1 estab.ishment of trademark use guide.inesL

mssignHent

An assignment transfers a.. right, tit.e and interest in a trademark from one Marty to anotherL 
To be a va.id assignment, an assignment must transfer the goodwi.. associated with the 
trademarkL

An assignment cannot be terminated– once the assignment has been eDecuted, the mark has 
been so.d and transferred to the new ownerL Qhi.e the assignor may attemMt to Mreserve 
certain rights contractua..y )ie, if the assignee does not se.. &F%: mi..ion worth of widgets 
in a Eve-year Meriod, the mark reverts back to the assignorC, courts may not view this as 
an assignment but rather as a .icence– if viewed as a .icence, it may be viewed as a naked 
.icence, thereby ca..ing into Juestion the assignor3s rights in the markL

AMM.icants shou.d be aware that in the &nited Ftates, the .aw Mrohibits the transfer of intent to 
use trademark aMM.icationsL The eDceMtion to this ru.e is when the Murchaser is the successor 
to the business to which the trademark Mertains, and that business is ongoing and eDistingL

WXAT ARq TXq YIDq ‘qJ NqqLETOE‘NOWS YOR TXq HURISLICTION)(

:L Fearch before E.ing to see if anyone e.se is using or has registered the mark in 
Juestion or one that is substantia..y simi.ar to the mark‘ searching to determine if 
anyone e.se is using the mark in connection with MroMosed goods and services can 
save time, money and frustrationL Sf the MroMosed mark is not avai.ab.e, a new one can 
be Micked and c.eared before the Mroduct or services are .aunched, and the aMM.ication 
Mrocess wi.. .ike.y be much smootherL

2L &FPTI3s new trademark search M.atform‘ the &FPTI recent.y .aunched a new 
trademark search M.atform to reM.ace the Mrior oneL The new system was designed 
to be more user-friend.y, though as a caveat the &FPTI aMMears to sti.. be working 
on reso.ving functiona.ity issues because the new search M.atform sometimes yie.ds 
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incomM.ete resu.ts and, in a sma.. number of cases, .ists incorrect aMM.ication and 
registration statusesL]345

;L Hi.e ear.y‘ current eDamination wait times can be frustrating to trademark owners 
.ooking for Juick answers– it is recommended to E.e new aMM.ications ear.y in the 
branding and Mroduct .aunch MrocessL Additiona..y, E.ing ear.y Mreserves rights to the 
mark even if the c.ient is a few years from marketL 

xL Tai.or your goods and services, esMecia..y for registrations based on home country 
registrations‘ there has been an increase in non-use cha..enges brought by third 
Marties against these tyMes of registrations )both at the TTAR and via the new.y 
created eDMungement MroceedingsCL Snstead of E.ing to cover a broad range of goods 
and services, consider tai.oring your goods and services and E.ing for those goods 
and services that you actua..y have an intent to use in the &nited FtatesL 

Post-registration audits‘ when E.ing maintenance or renewa. documents, trademark owners 
shou.d take a carefu. .ook at their goods and services and Mroactive.y de.ete any items that 
are no .onger in useL There has been an increase in Most-registration audits, and Mroactive.y 
de.eting goods and services can save costs .aterL

Endnotes

3  The term jservice mark3 is often used to refer to use in connection with services instead 
of goodsL Hor convenience, we3.. use jtrademark3 to refer to both throughout this artic.eL     
Rack to section

2  TlpP section :208L0:)cCL     Rack to section

6  TlpP section :208L0:)bCL     Rack to section

4  TlpP section :202L02)aC)viiiCL     Rack to section

8  WalzMart Stores, Inc v Samara Bros, 528 &F 205 &FP”2d :045, :048 )2000CL     Rack to 
section

9  TlpP :202L02)bC)iCL     Rack to section

7  idL     Rack to section

é  idL     Rack to section

   Seabrook Foods, Inc v BarzWell Foods, Ltd, 54/ HL2d :;x2, :;xx, :84 &FP” 2/8, 28: 
)66PA :8GGCL     Rack to section

30  TlpP section :202L02)bC)iiCL     Rack to section
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IN SUMMARJ

The toMic of whether trademarks containing geograMhica. names can be registered, and the 
scoMe of Mrotection after registration has a.ways been a hot.y debated issueL Hor businesses, 
incorMorating geograMhica. names )esMecia..y foreign onesC into their trademarks can 
signify Jua.ity, cu.ture or .ocation, boosting market aMMea. and consumer interestL Zowever, 
authorities must ba.ance rights Mrotection with market fairness and Mrevent consumer 
confusionL Sn “anuary 202;, the 6hina 7ationa. Snte..ectua. ProMerty Administration of 
6hina )67SPAC issued [uidance on the (egistration and &se of Trademarks 6ontaining 
[eograMhica. 7ames, which c.ariEes Mrohibitions, risks and rights .imits for such trademarks, 
emMhasising honesty and Mreventing rights abuseL This artic.e, based on those guide.ines 
and eDamination Mractices, ana.yses the registrabi.ity of trademarks containing foreign 
geograMhica. names, tiMs to increase the chances of registration and Most-registration 
Mrotection scoMe to aid businesses in 6hina$s trademark strategiesL

LISCUSSION POINTS

1 6urrent eDamination Mractices for trademarks containing foreign geograMhica. names

1 Ftrategies for obtaining registration of trademarks containing foreign geograMhica. 
names

1 (ights boundaries of trademarks containing foreign geograMhica. names after 
registration

RqYqRqNCqL IN TXIS ARTICzq

1 [uidance on the (egistration and &se of Trademarks 6ontaining [eograMhica. 
7ames

1 Trademark pDamination and Ad9udication [uidance )202:C

1 Trademark Baw

INTROLUCTION

[eograMhica. names are .abe.s for sMeciEc M.aces, used to indicate .ocation or directionL 
They are Mub.ic resources, owned co..ective.y by a region$s members, and are essentia. for 
identifying and distinguishing .ocations such as Rei9ing, Paris and 7ew WorkL (egistered 
trademarks are those oUcia..y aMMroved by trademark authorities under aMM.icab.e .awsL 
(egistration grants the owner eDc.usive use of the trademark and the right to stoM 
others from using identica.]simi.ar marks for identica.]simi.ar goods or servicesL 6.ear.y, 
trademarks containing geograMhica. names invo.ve a de.icate ba.ance between Mub.ic 
resources and Mrivate rightsL Ketermining whether a trademark containing a geograMhica. 
name can be registered reJuires authorities to consider the ba.ance between Mub.ic and 
Mrivate interestsL

CURRqNT q[AMINATION  PRACTICqS  YOR  TRALqMAR‘S  CONTAINING  YORqIGN 
GqOGRAPXICAz NAMqS
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According to artic.e :0)2C of the Trademark Baw‘

7ames of administrative divisions at or above the county .eve. or we..-known 
foreign geograMhica. names sha.. not be used as trademarksL Zowever, this 
sha.. not aMM.y if the geograMhica. name has other meanings or is Mart 
of a co..ective trademark or certiEcation trademarkL (egistered trademarks 
containing geograMhica. names sha.. remain va.idL

The Trademark pDamination and Ad9udication [uidance )202:C deEnes jwe..-known foreign 
geograMhica. names3 as those known to the 6hinese Mub.ic, inc.uding the fu.. names, 
abbreviations, foreign names and common.y used 6hinese trans.ations of geograMhica. 
names from other countries and regionsL

The  conceMt  of  jwe..  known3  is  dynamic  and  evo.vingL  Hactors  considered  inc.ude‘ 
):C dictionary deEnitions– )2C whether the foreign geograMhica. name has been wide.y 
disseminated through mass media such as Mub.ishing, the internet, broadcasting, and E.m 
and te.evision within a certain Meriod, making it easi.y recognisab.e by the 6hinese Mub.ic– 
and );C the actua. usage of the foreign geograMhica. name by trademark aMM.icantsL

Sn “anuary 202;, the 67SPA issued the [uidance on (egistration and &se of Trademarks 
6ontaining [eograMhica. 7ames )the 202; [uidanceCL This [uidance further c.ariEes the 
Mrohibitions, stabi.ity risks and rights boundaries of trademarks containing geograMhica. 
names, guiding trademark aMM.icants and users to adhere to MrinciM.es of honesty and good 
faith, and Mreventing the abuse of rights when aMM.ying for and using trademarksL The 202; 
[uidance identiEes three scenarios invo.ving foreign geograMhica. names‘

1 Qe..-known foreign geograMhica. names‘ eDamM.es inc.ude Zavana )caMita. city of 
6ubaC, lassachusetts )the state of lassachusetts in the &nited FtatesC, H.orence )a 
famous tourist destination in Sta.yC, etcL

1 Horeign geograMhica. names known for Mroducing sMeciEc goods or services‘ this 
refers to foreign geograMhica. names not known to the genera. 6hinese Mub.ic but 
whose corresMonding regions are famous for Mroducing certain goods or Mroviding 
sMeciEc servicesL An eDamM.e is j��3 )Smabari, a city in “aManC, which is used in 
trademarks for teDti.e towe.s and b.anketsL Smabari has the highest towe. Mroduction 
in “aMan, en9oying a certain degree of MoMu.arity among re.evant consumersL

1 7ames of re.igious activity .ocations or venues‘ an eDamM.e is lecca )the ho.y city of 
lecca in Ss.amCL

The Mrohibition of the use of the aforementioned foreign geograMhica. names is due to the 
fo..owing considerations‘

1 [eograMhica. names direct.y indicate the origin of goods or services, making it diUcu.t 
for them to function as identiEers of the source of Mroducts or servicesL

1 [eograMhica. names that do not match the actua. origin of goods or services can 
mis.ead and deceive consumersL

1 To Mrevent the monoMo.y of Mub.ic resources by Mrivate rights, the scoMe of trademark 
rights cannot eDtend to Mub.ic domains such as we..-known geograMhica. namesL
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Rased on current eDamination Mractices, the 67SPA adoMts a strict standard for eDamining 
abso.ute grounds for re9ectionL [enera..y, if eDaminers determine that a trademark contains 
any of the aforementioned foreign geograMhica. names, the trademark is .ike.y to be re9ected 
during the initia. eDamination stageL loreover, due to the Mrohibitive nature of artic.e :0 of 
the Trademark Baw, the trademark cannot be used in the marketL This reMresents a very strict 
regu.atory measureL

Trademarks such as Prada li.ano, Trinny Bondon, (oya. Ke.ft :45; and 2xh Be lans have 
been re9ected in the initia. eDamination stage due to the inc.usion of foreign geograMhica. 
namesL

XOW TO INCRqASq TXq CXANCqS OY RqGISTqRING TRALqMAR‘S CONTAINING 
YORqIGN GqOGRAPXICAz NAMqS

Are a.. trademarks containing foreign geograMhica. names that are re9ected necessari.y 
unregistrab.e� 7oL

Sf a trademark aMM.ication is re9ected in 6hina, the aMM.icant can reJuest a review and 
cha..enge the refusa. decision within a sMeciEed time frameL Ho..owing review, they can take 
the matter to court to disMute the decision, seeking a 9udicia. review of the trademark3s 
registrabi.ityL

Fo, what tyMes of trademarks containing foreign geograMhica. names may have a chance of 
being registered through the review or .itigation Mrocess�

As Mer artic.e :0)2C of the Trademark Baw‘ jZowever, this sha.. not aMM.y if the geograMhica. 
name has other meanings or is Mart of a co..ective trademark or certiEcation trademarkL3

Artic.e 4 of the FuMreme PeoM.e$s 6ourt$s SnterMretation on Fevera. Sssues 6oncerning the 
Tria. of Administrative 6ases Snvo.ving the Authorisation and 6onErmation of Trademarks 
)Hashi )20:GC 7oL 2C states‘

Sf a trademark consists of the name of an administrative division at or above 
the county .eve., a we..-known foreign geograMhica. name, and other e.ements, 
and has a meaning distinct from the geograMhica. name as a who.e, the 
MeoM.e$s court sha.. determine that it does not fa.. under the circumstances 
sMeciEed in Artic.e :0)2C of the Trademark BawL

According to the Trademark pDamination and Ad9udication [uidance, a geograMhica. name 
with a.ternative meanings is one that carries a c.ear and more signiEcant meaning as a word 
than as a geograMhica. identiEer, without causing confusionL

The 202; [uidance a.so mentions that the Mrohibitions on registering trademarks containing 
geograMhica. names inc.ude the fo..owing eDceMtions‘ the geograMhica. name contained 
in the trademark is indeMendent of other e.ements with distinctive features, and the 
geograMhica. name on.y serves to indicate the aMM.icant$s .ocationL

Sn Mractice, the aMM.icant may consider the fo..owing asMectsL

woW Kell FnoWn The poreign GeograNhiLal IaHe Ps
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Sf the foreign geograMhica. name is not wide.y known among the 6hinese Mub.ic or is not 
famous for Mroducing certain goods or Mroviding sMeciEc services, the trademark remains 
registrab.eL

Hor 6ase 7oL )20::C [aoqing•hong•i ;/x, regarding the refusa. to review lark 7oL 5;542;G 
jFZSlS•& and device3, the Rei9ing Zigh PeoM.e3s 6ourt ru.ed that the trademark contained 
jFZSlS•&3L The Trademark (eview and Ad9udication Roard )T(ARC cited the png.ishN6hinese 
Kictionary to Mrove that jFZSlS•&3 refers to the city name in “aManL Zowever, due to .anguage 
differences, the 6hinese Mub.ic genera..y does not recognise jFZSlS•&3 as a geograMhica. 
name in “aMan, and eDisting evidence is insuUcient to Mrove that FZSlS•& as a “aManese 
geograMhica. name is wide.y known among the 6hinese Mub.icL

Trademark 7oL 48:5800G jBA76AFTp( [IBKp7 BSHT3 )containing the geograMhica. name 
BancasterC was a.so registered after argument based on simi.ar reasonL

Therefore, for trademarks re9ected for containing geograMhica. names, the starting Moint may 
be the re.ative.y .ow degree of awareness of the geograMhica. nameL

Khether The Chinese budliL FnoWs The poreign GeograNhiLal IaHe Pn Pts poreign Aanguage 
Or Chinese Translation

Hor foreign geograMhica. names, the aMM.icant may consider whether the 6hinese Mub.ic is 
fami.iar with the png.ish or 6hinese eDMressions of the geograMhica. nameL Fome foreign 
geograMhica. names may be known to the 6hinese Mub.ic in their 6hinese trans.ations but 
not in their png.ish eDMressionsL This does not Mrec.ude the png.ish eDMression from being 
registered as a trademark, or vice versaL

Hor 6ase 7oL )20:2C [aoqing•hong•i 7oL:00:, regarding the refusa. review of Trademark 
7oL [8/0//x j•&(S6Z ZpBPPIS7T3, the Rei9ing Zigh PeoM.e3s 6ourt ru.ed that, if the 6hinese 
Mub.ic knows the 6hinese trans.ation of the foreign geograMhica. name but not the png.ish 
eDMression, the png.ish eDMression is not Mrohibited from use or registration as a trademarkL 
(egarding the disMuted mark, a.though the name j•&(S6Z3 corresMonds to the 6hinese 
trans.ation j���3, which is known to the 6hinese Mub.ic, the png.ish name Mer se is not wide.y 
recognised by the 6hinese Mub.icL Therefore, the Erst instance court correct.y determined 
that the trademark aMM.ication did not vio.ate the Mrovisions of artic.e :0)2C of the Trademark 
Baw and had registrabi.ityL

Khether The TrakeHarE Contains Other DleHents mnk Khether Pt was m Mifferent Beaning ms 
m Khole

Sn Mractice, most trademarks re9ected for containing geograMhica. names consist of a 
geograMhica. name and other e.ementsL Sn such cases, if the trademark gains distinctiveness 
through the addition of other e.ements and no .onger on.y has the meaning of a geograMhica. 
name or Mrimari.y conveys a geograMhica. name, it shou.d not be deemed unregistrab.e so.e.y 
due to the inc.usion of a foreign geograMhica. nameL

According to the Trademark pDamination and Ad9udication [uidance, trademarks consisting 
of we..-known foreign geograMhica. names and other characters sha.. not be eDc.uded from 
registration if they have a different meaning as a who.e and their use on the designated goods 
or services wi.. not .ead to Mub.ic confusion regarding the origin of the goods, for eDamM.e 
jBondon Hog3 )6.ass :/‘ briefcases– umbre..asC )∑Bondon fog is a natura. MhenomenonCL

Hor 6ase 7oL )20:8C “ingqing•hong 7oL 5;:8, regarding the refusa. review of lark 
7oL 22G80:5; jOS([S7SARB&$3, the Rei9ing Zigh 6ourt he.d that the disMuted trademark 
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jOS([S7SARB&$3 is a coined word with no EDed meaningL A.though jOS([S7SA3 in the disMuted 
trademark refers to the state of Oirginia, the 6hinese Mub.ic does not easi.y recognise 
the individua. sMe..ing of Oirginia in the disMuted trademarkL Therefore, the Erst instance 
court correct.y determined that the disMuted trademark did not constitute a vio.ation of the 
Mrovisions of artic.e :0)2C of the Trademark BawL

In the other hand, if a trademark inc.udes other e.ements but fai.s to form a meaning distinct 
from the geograMhica. name as a who.e, it remains unregistrab.eL

Hor 6ase 7oL )20:8C “ingqing•hong 7oL /:45, regarding the refusa. review of Trademark 
7oL 25/;xGG/ j���� ���’��3 )jRrinks [i.son ’ Byon3 in 6hineseC, the courts ru.ed that, a.though 
the trademark inc.udes severa. other e.ements and the characters jByon3 are .ocated at the 
end, the trademark as a who.e did not form a meaning distinct from the geograMhica. nameL 
Therefore, both the Erst instance and second instance courts he.d that the registration 
of the disMuted trademark constituted the circumstances sMeciEed in artic.e :0)2C of the 
Trademark Baw, Mrohibiting its use as a trademarkL

Khether The TrakeHarE was Ueen ysek To Mistinguish Pt proH The GeograNhiLal IaHe

The essentia. MurMose of a trademark is to distinguish the source of goods or servicesL 
Sf a trademark containing a geograMhica. name has been used to deve.oM a secondary 
meaning that enab.es the Mub.ic to distinguish the source of the Mroduct, it can be registeredL 
Therefore, whether a trademark containing a geograMhica. name has deve.oMed a secondary 
meaning through use is a.so a key considerationL

Hor 6ase 7oL )20:;C [aoqing•hong•i 7oL //x, regarding the refusa. review of the Trademark 
S( 7oL :02xG;0 jlunich (p and device3, the Rei9ing Zigh 6ourt ru.ed that the disMuted 
trademark consists of jlunich (e3 and a deviceL 6onsidering that the png.ish name of the 
aMM.icant is jlunich (einsurance 6omMany3 and its business is reinsurance for insurers, as 
we.. as the evidence in the case, the re.evant Mub.ic does not view the disMuted trademark 
so.e.y as a geograMhica. nameL Therefore, a.though the aMM.ication trademark contains the 
characters of a geograMhica. name, the addition of other e.ements has created a meaning 
distinct from the geograMhica. name as a who.eL

&Mon research, many trademarks have been successfu..y registered by arguing on simi.ar 
grounds, inc.uding‘

1 Trademark 7oL 22;50x25 j[A(K7p( Kp7Op( P&(pAS(3 )inc.uding the geograMhica. 
name Kp7Op(C– and

1 Trademark 7oL ;02/G2/G j����3 )the Erst two characters mean jParis3CL

Khether The TrakeHarE Contains Other DleHents mnk The GeograNhiLal IaHe OnlS ver'es To 
PnkiLate The mNNliLant(s AoLation

Sf the disMuted trademark contains a geograMhica. name that is indeMendent of other marks 
with distinct characteristics and on.y serves to truthfu..y indicate the .ocation of the aMM.icant, 
it can a.so be argued for its registrabi.ityL

pDamM.es in the Trademark pDamination and Ad9udication [uidance inc.ude‘

1 (aymond Qei. [eneve )the registrant is .ocated in [eneve, FwitVer.andC– and

1 Ambregris Paris )the registrant is .ocated in Paris, HranceCL
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Sn the trademark case j2xh Be lans3 reMresented by the author, the 67SPA determined 
that, desMite jBe lans3 being a we..-known foreign geograMhica. name, the mark cou.d be 
registered because the aMM.icant was from Be lans, HranceL The geograMhica. name served 
so.e.y to indicate the aMM.icant$s .ocation, not fa..ing under the circumstances of artic.e 
:0)2C of the Trademark BawL 6onseJuent.y, the trademark was successfu..y registered and 
Mrotected in 6hinaL

BOUNLARIqS OY RIGXTS PROTqCTION YOR TRALqMAR‘S CONTAINING YORqIGN 
GqOGRAPXICAz NAMqS

After the registration of a trademark containing a geograMhica. name, does this mean that 
everything is Ene and the trademark ho.der has abso.ute eDc.usivity Mrotection� 7oL

&Mon registration, the trademark owner gains eDc.usive rights, a..owing them to use, 
.icense, transfer and renew the mark for sMeciEc goods or servicesL They can a.so Mrevent 
unauthorised use of the same or simi.ar marks on identica. or re.ated MroductsL

Zowever, the eDc.usivity of trademarks containing geograMhica. names is sub9ect to certain 
.imitations due to their Mub.ic natureL This restriction aims to ba.ance interests, Mromote fair 
comMetition and maintain economic orderL

According to artic.e 58 of the Trademark Baw, the registrant of a registered trademark has 
no right to Mrohibit others from using the trademark in a MroMer manner if it contains a 
geograMhica. nameL

The 202; [uidance contains the fo..owing informationL

1 The trademark registrant shou.d use the registered trademark in accordance with the 
aMMroved trademark symbo. and designated goods or servicesL The use shou.d not 
a.ter, high.ight, simM.ify, add to, deform or sM.it the geograMhica. name Mortion of the 
trademark without authorisationL Sf the use needs to eDtend beyond the designated 
scoMe of goods or services, or if there is a need to change the trademark symbo., a 
seMarate aMM.ication shou.d be submittedL

1 The trademark registrant shou.d eDercise and maintain their rights in accordance with 
MrinciM.es of honesty and good faith and the MrinciM.e that rights shou.d not be abusedL 
The use of a re.evant geograMhica. name as a non-trademark meaning to indicate 
geograMhica. origin shou.d be considered a 9ustiEed use, and the registrant has no 
right to Mrohibit it based on the simi.arity of the geograMhica. name to the one in their 
registered trademarkL

1 Ither  market  MarticiMants  shou.d  resMect  the  eDc.usive  rights  of  registered 
trademarks and use the geograMhica. name in a way that does not eDceed the j9ustiEed 
and reasonab.e3 boundariesL Qhen using the geograMhica. name in a registered 
trademark, it shou.d be .imited to a non-trademark meaning to indicate geograMhica. 
origin and shou.d not ride on the reMutation of others$ trademarks, confuse the source 
of goods or services or use a non-geograMhica. origin M.ace name, to avoid mis.eading 
the Mub.icL

1 Parties shou.d avoid transferring a trademark containing a geograMhica. name to an 
assignee who wi.. actua..y use it in a way that cou.d .ead to confusion about the origin 
or sourceL
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Therefore,  in  Mractice,  if  others  use  a  geograMhica.  name to  describe  or  introduce 
geograMhica. .ocation or environment, and not as a trademark to distinguish the source of 
Mroducts, even if the geograMhica. name is inc.uded in the registrant$s registered trademark, 
others are fu..y entit.ed to use the name in a reasonab.e mannerL

Hor 6ase 7oL )20:8C Wuelin•hong 7oL :58G, 6omMany A c.aimed trademark infringement 
by 6omMany R, a..eging unauthorised use of the 6hinese trans.ation of jHontaineb.eau3 on 
hote. signage, brochures and other materia.s, on the basis of its ear.ier registered trademarks 
j�����Kanfeng Rai.u�’ device3 and j����Kanfeng Rai.u3 )simi.ar to Hengdan Rai.u, which is the 
6hinese trans.ation of Hontaineb.eauCL

The second instance court he.d that jHengdan Rai.u3 is the 6hinese trans.ation of the famous 
Hrench historica., cu.tura. and tourist town Hontaineb.eauL They are we.. known in both Hrance 
and 6hina and have become Mub.ic resources that cannot be monoMo.ised by individua.sL 
The main Mart of the a..eged infringing mark, the Hrench Mart, is identica. to the famous 
Hrench geograMhica. name jHontaineb.eau3, and the 6hinese Mart is a comM.ete trans.ation 
of the Hrench nameL Ither e.ements of the a..eged infringing mark are not the same as nor 
simi.ar to the registered trademarksL Therefore, 6omMany A has no right to Mrohibit others 
from using the foreign geograMhica. name Hontaineb.eau in 6hinese in a MroMer manner, and 
6omMany R$s use of the a..eged infringing mark does not infringe on 6omMany A3s registered 
trademark rightsL

Zowever, the .egitimate use of a geograMhica. name contained in other Marties3 registered 
marks reJuires the Mub.ic to recognise it as a .ocation, not as another Marty3s trademarkL 
The use shou.d be in good faith and within reasonab.e .imitsL Sf it is overused, the trademark 
owner is sti.. entit.ed to take action to Mrotect their rightsL

Hor 6ase 7oL 20:8 “inlin•hong 7oL 5GG, the court ru.ed that FhanDi 6haoniu 6omMany$s 
Mrominent use of jqiao.ongkan3 on various store e.ements constituted trademark use, as it 
served to identify the source of goods or services, desMite the comMany$s argument that 
jqiao.ongkan3 is a geograMhica. nameL

CONCzUSION

pvery sword Mossesses two b.ades, and the registration of trademarks that incorMorate 
foreign geograMhica. names is a.so characterised by a ba.ance of dua. rightsL Hor enterMrises, 
the initia. stage of aMM.ying for trademarks containing geograMhica. names reJuires Mroactive 
MreMaration and strategic M.anningL Ho..owing successfu. registration, it is essentia. to 
engage in subseJuent rights Mrotection efforts to strike a ba.ance between rights and 
resMonsibi.ities, to strategica..y M.an ahead, and this aMMroach ho.ds signiEcant Mractica. 
va.ueL
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IN SUMMARJ

According to the month.y reMort and annua. reMort issued by the 6hina 7ationa. Snte..ectua. 
ProMerty Administration of 6hina )67SPAC, the number of aMM.ications for review of non-use 
cance..ation surged from :;,x:; in 20:8 to 2:,;8; in 202;L 7ot a.. the cance..ation decisions 
wi.. be reviewed, so the number of non-use cance..ation actions in the Erst stage is higher 
than the above statistica. dataL St means that more and more trademark registrants have 
to active.y cance. others$ trademarks or resMond to oUce actionsL This artic.e Mrovides 
some sMecia. overview of the regu.ations, cases and deve.oMments of trademark non-use 
cance..ation Mractices in 6hinaL They may be different from the Mractices in other countries 
and areas and cou.d he.M you do business better in 6hinaL

LISCUSSION POINTS

1 &se of a trademark on gifts

1 &se of a trademark in the conteDt of Ipl trade Mractices

1 A.tered use of a trademark and use of a trademark that Moints to other simi.ar 
registrations

RqYqRqNCqL IN TXIS ARTICzq

1 Ftandards on Trademark pDamination and Tria. 20:4

1 [uide.ines on Trademark pDamination and Tria. 202:

1 [uide.ines of the Rei9ing Zigh PeoM.e$s 6ourt concerning the Tria. of Administrative 
6ases invo.ving Trademark Authorisation and 6onErmation 20:8

1 Trademark Baw of the PeoM.e$s (eMub.ic of 6hina 20:8

1 Provisions of the FuMreme PeoM.e$s 6ourt on Fevera. Sssues concerning the Tria. of 
Administrative 6ases invo.ving Trademark Authorisation and 6onErmation 20:G

USq OY A TRALqMAR‘ ON GIYTS

[ift giving is a marketing strategy common.y adoMted in commercia. MracticeL Zere, the 
conceMt of gift giving refers to the offering of gifts in Murchases, usua..y free of charge, to 
consumers for Mromotiona. MurMoses to boost sa.esL Fo, when a trademark is used on such 
gifts, wi.. it be deemed as effective commercia. use to defend non-use cance..ation�

Sn artic.e 5L;L5 of the Ftandards on Trademark pDamination and Tria. 20:4,]35 jthe use of 
a mark on.y on gifts3 is c.ear.y .isted as one of the situations that does not constitute the 
effective commercia. use of the trademark in the sense of the 6hinese Trademark BawL 
Zowever, in the [uide.ines on Trademark pDamination and Tria. 202:,]25 this regu.ation has 
been de.etedL 7o Marticu.ar regu.ation is avai.ab.e now as to whether the use of a mark on 
gifts constitutes effective use in commerce or notL

The 67SPA and courts tend to make decisions regarding use on a case-by-case basisL 
Zowever, the most imMortant factor to be taken into consideration is whether the trademark 
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used in a gift has functioned to identify the source of the goods or services in actua. useL 
Sn other words, when a gift is given out to consumers, for free or for a fee, as .ong as the 
consumers can identify the source of goods or services as emanating from the gift Mrovider, 
it wi.. be recognised as effective commercia. useL

Sn the cance..ation action against the trademark j����3 7oL x;82485 )20:8 “q• 7oL :480C,-
]65 this trademark was registered on dai.y Morce.ain, Morce.ain decorations, etc, in 6.ass 2:L 
The trademark ho.der submitted the commissioned Mroduction contract and invoice, the 
commissioned design agreement and invoice, the eDhibition contract signed between the 
.icensee and others, the contract and invoice for the .icensee to se.. the main goods to 
others, as we.. as media reMorts on the re.evant goodsL The court decided that a.though the 
trademark is used on goods that are given to consumers as gifts free of charge, considering 
that the trademark has functioned to identify the source of the goods, the evidence is 
effective to Mrove the use of the trademarkL

Sn some cases, the court considered the main business of the trademark ho.der and 
considered whether gifting is common Mractice when doing businessL

Sn the cance..ation action against the trademark j��3 7oL /5;x:0 )20:G “q• 7oL 2x2xC,-
]45 this trademark was registered on c.ocks, commemorative meda.s, etc, in 6.ass :xL 
The trademark ho.der submitted the evidence showing that it had commissioned others 
to manufacture :,000 Mieces of si.ver commemorative meda.s .abe..ed with the disMuted 
trademark, but there is no evidence to Mrove that it so.d the commemorative meda.sL The 
court considered the characteristics of the main business of the trademark ho.der and 
considered that the commemorative meda.s are common.y used for gifting to customersL 
Qhether gifting or se..ing, they a.. constitute the commercia. use aimed at consumersL As 
such, the trademark registration was decided to be maintainedL

Sf the trademark ho.der .abe.s its own trademark on other Marties$ a.ready branded Mroducts 
and gives out the goods as gifts, it wi.. be determined that the consumers are un.ike.y to 
identify the source of the gifts as coming from the trademark ho.derL

Sn the cance..ation action against the trademark jlobi.3 7oL ::G05:5 )202: “q• 7oL 5x:xC,-
]85 this trademark was registered on wa..ets, suitcases, etc, in 6.ass :/L The trademark 
ho.der ordered gifts from other backMack manufacturers, inc.uding backMacks and suitcases 
.abe..ed with the brands of the manufacturersL The .ogo design reference image shows that 
these Mroducts are a.so marked with the disMuted trademarkL Zowever, considering that the 
aforementioned Mroducts are a.. sourced from other brands, and that there is a signiEcant 
difference between the trademark ho.der$s actua. business and .uggage Mroducts, even if the 
re.evant Mub.ic can see the aforementioned .uggage Mroducts, they wi.. not consider them to 
be sourced from the trademark ho.derL Therefore, the re.evant Mub.ic is un.ike.y to estab.ish 
a connection between the disMuted trademark and the goods it identiEes, and therefore it 
does not constitute the use of the trademarkL

USq OY A TRALqMAR‘ IN TXq CONTq[T OY OqM TRALq PRACTICqS

The term jorigina. eJuiMment manufacturer3 )IplC, as mentioned in the fo..owing teDt, refers 
to two different situationsL Ine is that the owner of a trademark not registered in 6hina 
entrusts a 6hinese comMany to Mroduce and Mrocess re.evant goods, and eDMorts a.. goods 
without se..ing them in 6hinaL The other one is that the Mroduction is entrusted by the owner 
of a trademark as registered not in 6hina, but the Mroducts are not eDMorted from 6hinaL
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According to artic.e :8L:4 of the [uide.ines of the Rei9ing Zigh PeoM.e$s 6ourt concerning the 
Tria. of Administrative 6ases invo.ving Trademark Authorisation and 6onErmation 20:8,]95 
it conErms that where the goods .abe..ed with a disMuted mark are not circu.ated in 6hina 
and are direct.y eDMorted to a foreign country, the registrant$s reJuest for maintaining the 
trademark registration sha.. be suMMortedL The [uide.ines on Trademark pDamination and 
Tria. 202:]75take a simi.ar aMMroachL

St is now Juite a common Mractice for the 67SPA and the court to recognise the effective 
commercia. use of a trademark .abe..ed on goods that are direct.y eDMorted to a foreign 
country without circu.ation among 6hinese consumersL The rationa.e behind this Mractice is 
that the Mroduction .ink takes M.ace within 6hina, and in this Mrocess, the mark has a.ready 
functioned to identify the origin of the goods, at .east among the re.evant Mub.ic, inc.uding 
those c.ose.y re.ated oMeratorsL A.so, if the trademark ho.der has registered its trademark 
in 6hina, even if its goods are on.y manufactured in 6hina, the 67SPA and the court tend to 
be.ieve the ho.der has a goodwi.. to use, and is active.y using, the mark, instead of jtoken 
use3, considering the .arge costs invo.ved in the eDMortationL They a.so tend to be.ieve that 
there eDists the Mossibi.ity that these goods may someday be imMorted back into 6hina for 
sa.e due to increasing interconnectivity between countriesL Another consideration is that if 
the use of a trademark in the conteDt of Ipl trade Mractices does not constitute effective 
commercia. use, Ipl trades in 6hina wi.. be imMacted signiEcant.yL

St is not diUcu.t to Mrove the chain from making the order and eDMorting the Mroducts from 
6hinaL Rut when co..ecting and MreMaring evidence, the trademark ho.der is .ike.y to neg.ect 
that on.y when a.. the Mroducts are eDMorted from 6hina, which can constitute the use of 
the trademark under IplL Sn the absence of this evidence, it sha.. not constitute trademark 
use, even though the Mroducts are entrusted for Mroduction by a foreign trademark ho.derL 
Hrom some evidence, we can see that the trademark ho.der direct.y or through its 6hinese 
comMany entrusts a 6hinese factory for Mroduction and Mrocessing but does not Mrovide 
eDMort evidenceL Sn addition, there is a.so a .ack of the evidence showing the sa.es of Mroducts 
in the 6hinese marketL &nder such circumstances, it sha.. not constitute effective trademark 
useL

Sn the cance..ation action against the trademark jAMtami.3 7oL :0000;:x )2022 “q• 7oL 
5:;xC,]é5 this trademark was registered on toi.et MaMer, MaMer naMkins, etc, in 6.ass :4L 
The trademark ho.der submitted Mroduct Mhotos, Qe6hat loments screenshots, on.ine 
Mromotiona. screenshots, the trademark .icence agreement and authorisation .etter, the 
distributor cooMeration agreement and de.ivery note, the Ipl contract and receiMt, etcL The 
court considered that the Ipl contract and the receiMt on.y re_ected the commissioned 
Mroduction of the Mroducts and did not Mrove that the trademark ho.der had engaged in 
commercia. use of the disMuted trademark in the sense of trademark .awL

AzTqRqL USq OY A TRALqMAR‘ ANL USq OY A TRALqMAR‘ TXAT POINTS TO OTXqR 
SIMIzAR RqGISTRATIONS

According to artic.e x8 of the Trademark Baw of the PeoM.e$s (eMub.ic of 6hina,] 5 a trademark 
registrant shou.d not make a.terations with resMect to the registered trademarkL Zowever, in 
Mractice, it is usua..y diUcu.t to ensure that the mark in actua. use is eDact.y the same as the 
one a.ready registeredL Fo, to what eDtent does the use of a mark constitute the effective use 
of a registered mark�
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According to artic.e 24 of the Provisions of the FuMreme PeoM.e$s 6ourt on Fevera. 
Sssues concerning the Tria. of Administrative 6ases invo.ving Trademark Authorisation and 
6onErmation,]305 where the mark in actua. use is on.y s.ight.y different from the registered 
mark and does not change its dominant feature, the use of the mark can be deemed as 
effective use of the registered markL As such, the foca. Moint in cance..ation Mroceedings with 
resMect to a mark is not whether it is eDact.y the same as the registered mark but whether it 
changes the dominant feature of the registered markL

Sn Jing Shunyou v HuiQhou jibei Technology Co, Ltd )202; •[Hq• 7oL 5C,]335the FuMreme 
PeoM.e$s 6ourt decided that the mark in actua. use, name.y j����ZI7[ lp7[ pK&6ATSI7 
’ Kevice3 on.y adds the word j��3, which means education, to the registered mark j��ZI7[ 
lp7[ ’ Kevice3 7oL G88/;5x and does not change the dominant feature of the registered 
markL Sn this case, the additiona. word j��3 )jeducation3C is of weak distinctiveness in resMect 
of the educationa. services in 6.ass x: on which the disMuted mark is registeredL Sn other 
words, the dominant Mart of the mark in actua. use is the same as the one a.ready registeredL 
According.y, the FuMreme PeoM.e$s 6ourt Ena..y recognised the use of the trademark with an 
additiona. descriMtive word as the effective use of the registered mark, and the registration 
of the disMuted mark was Ena..y decided to be maintainedL

St takes four and a ha.f years from .odging the non-use cance..ation to receiving the 9udgment 
from the FuMreme PeoM.e$s 6ourtL Qe can see that the trademark in actua. use does not 
have obvious difference from the registered mark in the aMMearanceL Zowever, the 67SPA, 
the Rei9ing SP 6ourt and the Rei9ing Zigh PeoM.e$s 6ourt a.. determined that the evidence is 
insuUcient to Mrove the use of the trademarkL

Hrom this case, we can .earn that adding some descriMtive Marts to a registered mark sha.. 
not affect the recognition of the use of a registered trademarkL Zowever, there is no doubt 
that .ots of evidence is reJuired and work needs to be done to Mersuade the authoritiesL As 
such, it is advisab.e to register the trademark the same as in actua. useL Sf after registration, 
the trademark wi.. be a.tered even if it is not the substantive modiEcation, it is advisab.e to 
E.e a fresh aMM.ication for registration of the new trademarkL

At Mresent, the 6hinese Trademark Baw does not Mrohibit reMeated registration of the same 
or simi.ar trademark on simi.ar goodsL Fo, it is common that a trademark ho.der has the 
registrations for severa. simi.ar trademarks and there is no substantive difference between 
these marksL The evidence may show eDact.y one trademark, but not the disMuted trademarkL 
Qhat if the trademark in actua. use does not change the dominant feature of the registered 
trademark, but at the same time Moints to some other mark registered in the name of the 
ho.der�

As is Mointed out in artic.e :8L:; of the [uide.ines of the Rei9ing Zigh PeoM.e$s 6ourt 
concerning the Tria. of Administrative 6ases invo.ving Trademark Authorisation and 
6onErmation 20:8,]325 where a trademark registrant owns severa. registrations, even if 
there are on.y nuanced differences between the trademark in actua. use and the disMuted 
trademark, the reJuest for maintaining the registration of the disMuted trademark may be 
re9ected if it cou.d be Mroved that the trademark actua..y used is some other registered 
trademark in the name of the ho.derL

Sn Shanghai Sanshi Enterprise Management Co, Ltd v Lacoste )202: “q• 7oL 5804C,]365 the 
Rei9ing Zigh PeoM.e$s 6ourt Marticu.ar.y Mointed out that the mark shown in the evidence was 
the crocodi.e device facing right, which is different from the registered one that faces .eftL 
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6onsidering that the ho.der registered both versions of the crocodi.e device in 6.ass :x in 
6hina, the use of the right-facing one Moints to other registered marks with the same device 
in the name of the registrant, which does not constitute the effective use of the disMuted 
mark that faces .eftL According.y, the disMuted mark was decided to be cance..edL

Sn Chocoladefabriken Lindt & Sprungli AG v Zhuang Fu(iang )2020 •[Hq• 7oL G2C,]345 the 
FuMreme PeoM.e$s 6ourt decided that the trademark shown in the evidence Mointed to the 
mark j���3 in Bogo 7oL 85;;:;/ as registered in the name of the ho.der, instead of the 
disMuted mark j���3 7oL ;0x0084L A.though the two marks on.y differ s.ight.y in the tyMeface 
and the device Mart, and the trademark in actua. use does not change the dominant feature of 
the registered mark, as .ong as it Moints to another registered mark, the use of the trademark 
wi.. be deemed as the effective use of the one that is more simi.ar to itL Sn this case, the 
disMuted mark was therefore cance..edL

Sn such kinds of cases, it is imMortant to E.e so.id evidence that the trademark in actua. 
use does not Moint to other registered trademarksL Sn Bei(ing Gao(ie Shengshi Technology 
v Tencent Technology )ShenQhen> Co, Ltd )2020 “G;q6 7oL :GxG8C,]385 the Rei9ing SP 6ourt 
Mointed out that a.though the trademark in actua. use is c.oser to the trademark j��3 7oL 
:/0:5G5; in 6.ass 8, instead of the disMuted mark j��3 7oL 802500, by the time the contracts 
were conc.uded, the trademark shown in the contracts had not yet been aMMroved for 
registrationL As such, the use of the trademark j��3 can be deemed as the effective use of 
the disMuted mark j��3L According.y, the registration of the disMuted mark was maintainedL

Hrom the above cases, we can see that if the ho.der owns severa. simi.ar versions of the 
trademarks in 6hina, more scrutiny wi.. be given in the eDaminationL &sua..y, the trademark 
eDaminer wi.. take the initiative to check what marks have been registered in the name of 
the ho.der, and if they identify any mark that is more simi.ar to the mark in actua. use, they 
wi.. tend to consider the trademark in actua. use as the one more simi.ar to it, instead of the 
disMuted trademark, and cance. the disMuted trademark registration, a.though the mark in 
actua. use does not change the dominant feature of the registered markL
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IN SUMMARJ

This comMrehensive study de.ves into the rea.m of trademark Mrotection and enforcement in 
Sndia, with the Trade larks Act :888 serving as the governing .egis.ation for registration and 
enforcementL St eDM.ores the safeguarding of both registered and unregistered marks, the 
criteria for registration, enforcement mechanisms and recent deve.oMmentsL The ana.ysis 
de.ves into the registration Mrocess, non-traditiona. trademark registration, trade dress 
Mrotection, oMMosition Mroceedings, changes in ownershiM, cance..ation and rectiEcation, 
enforcement remedies, Massing off for unregistered marks and recent initiativesL

LISCUSSION POINTS

1 Trademark Mrotection in Sndia

1 6riteria for trademark registration and registration Mrocess

1 7on-traditiona. trademark registration

1 Trade dress Mrotection

1 Trademark ownershiM changes and transfers

1 Trademark cance..ation or rectiEcation

RqYqRqNCqL IN TXIS ARTICzq

1 Trade larks Act :888

1 Trade larks (u.es 20:G

1 pmb.ems and 7ames )Prevention of SmMroMer &seC Act :850

1 Snte..ectua. ProMerty (ights )SmMorted [oodsC pnforcement (u.es 200G

1 Rharatiya 7yaya Fanhita 202;

TRALqMAR‘ PROTqCTION IN INLIA

Sndia3s inte..ectua. MroMerty regime is governed by the Trade larks Act :888 and the Trade 
larks (u.es 20:G, which Mrovide a comMrehensive mechanism for the registration and 
enforcement of trademark rights in SndiaL The Sndian trademark regime eDtends Mrotection 
to both registered and unregistered marksL Sn the case of misuse of a registered mark, the 
right ho.der can initiate an infringement action against the infringing MartyL In the other hand, 
for unregistered marks, the right ho.der can seek Mrotection under the .aw of Massing offL To 
estab.ish a c.aim for Massing off, the M.aintiff must showcase three ingredients‘ demonstrate 
estab.ished goodwi.. or reMutation of their mark attached to re.evant goods or services– Mrove 
misreMresentation by the defendant .ike.y to deceive the Mub.ic– and show damage suffered 
or .ike.y to be suffered by the M.aintiffL

Criteria por TrakeHarE Registration )What Can Ue mnk Cannot Ue Registerek-

Sn Sndia, a mark caMab.e of being reMresented graMhica..y and distinguishing the goods 
or services of one entity from others can be registered as a trademarkL]35 This inc.udes 
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various forms, such as devices, brands, headings, .abe.s, tickets, names, signatures, words, 
.etters, numera.s, shaMes of goods, Mackaging and a combination of co.oursL]25 Sn Sndia, 
unconventiona. trademarks, such as sound and motion marks, can a.so be registeredL

Zowever, certain tyMes of marks cannot be registered in SndiaL The fo..owing categories of 
marks are ine.igib.e for registration‘

1 marks that .ack distinctive character–

1 descriMtive marks that Mrovide information about the goods or services, such as their 
Jua.ity, Juantity or geograMhica. origin, and cannot be registered–

1 marks that have become customary in the current .anguage–

1 marks that cause confusion and deceMtion–

1 marks that are .ike.y to hurt re.igious sentiments–

1 marks that contain obscene or scanda.ous matter–

1 marks that are Mrohibited under the pmb.ems and 7ames )Prevention of SmMroMer 
&seC Act :850–

1 marks that eDc.usive.y consist of the shaMe of goods resu.ting from the nature of the 
goods themse.ves or those necessary to obtain a technica. resu.t or give substantia. 
va.ue to the goods–

1 marks identica. or simi.ar to ear.ier marks covering simi.ar or identica. goods and 
services, which may cause confusion and .ike.ihood of association–

1 marks identica. or simi.ar to we..-known marks–

1 marks that are Mrevented by coMyright .aw– and

1 marks that are Mrotected by the .aw of Massing off as unregistered trademarks, which 
cannot be used or registered by other Marties as trademarksL]65

TrakeHarE Registration broLess

The aMM.ication for trademark registration can be E.ed either on.ine or oβine with the Trade 
larks (egistryL After fu.E..ing the reJuired Mrocedura. forma.ities, the aMM.ication undergoes 
substantive eDamination on both abso.ute and re.ative grounds for refusa.L Sf ob9ections are 
raised, the aMM.icant gets one month to resMond after receiving the eDamination reMortL Sf 
the ob9ections are maintained, a hearing is schedu.ed for Mresenting ora. argumentsL Sf the 
eDaminer is satisEed with the resMonse or submissions made during the hearing, the mark is 
advertised in the Trade larks “ourna., and four months is a..owed for third-Marty oMMositionL 
Sf the aMM.ication is refused after the hearing, a review Metition can be E.ed within one month 
of the date of the refusa. order, or an aMMea. can be E.ed with the concerned high court 
within three monthsL Sf no oMMosition is E.ed during the Mub.ication Meriod, the mark Mroceeds 
towards registrationL

Ion?trakitional TrakeHarE Registration

Sndia a.so a..ows the registration of non-traditiona. trademarks, such as co.our marks, motion 
or animated marks, sound marks and shaMe marksL

(egistration of a combination of co.ours as a trademark can be aMM.ied by submitting a 
reMroduction of the mark in co.ours with co.our codesL
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Qhere a mark contains a shaMe of the goods or its Mackaging or is a three-dimensiona. 
mark, the reMroduction of the mark must contain different views of such trademark and a 
descriMtion of the nature of the mark in wordsL Sf the reMresentation of the trademark Mrovided 
by the aMM.icant does not show a.. the features of the trademark c.ear.y, the registrar may 
reJuire uM to Eve further views of the trademarkL

Hor a sound mark, a sound recording must be submitted in lP; format, not eDceeding ;0 
seconds in .ength and recorded in a medium that a..ows easy and c.ear audib.e reM.ay with 
a graMhica. reMresentation of its notationL

Hor a motion mark, an aMMroMriate reMresentation of the mark c.ear.y showing the motions 
must be E.edL

7on-traditiona. trademarks are Mrosecuted and granted registration in the same manner as 
traditiona. trademarksL

Trake Mress broteLtion

p.ements such as Mackaging design, co.our combinations, Mroduct shaMe, teDture, graMhics 
and i..ustrations are co..ective.y known as trade dressL These e.ements are safeguarded 
to mitigate misuse by other Marties seeking to imitate the Mroduct$s overa.. aMMearance 
to caMita.ise on its estab.ished goodwi.. and reMutationL Sndian trademark .aw sMeciEca..y 
has a Mrovision for trade dress Mrotection, inc.uding the shaMe of goods, Mackaging and 
co.our combinationsL To Jua.ify for Mrotection, the overa.. aMMearance of the Mroduct must 
be distinctive, either inherent.y or through acJuired distinctivenessL

(ights ho.ders often face the cha..enge of se.ecting the most aMMroMriate SP .egis.ation for 
safeguarding a Marticu.ar shaMeL [enera..y, if the shaMe of a Mroduct is nove., origina. and 
undisc.osed to the Mub.ic, it shou.d be Mrotected through design registrationL Zowever, where 
the right ho.der has not registered the shaMe under design .aw, it may sti.. be Mrotected 
under trademark .aw or the common .aw tort of Massing off if it has acJuired distinctiveness 
through Mro.onged and continuous useL To successfu..y c.aim to Mass off, the right ho.der 
must demonstrate that the sMeciEc shaMe has become distinctive of their goods or services, 
that customers recognise such shaMe with its business and that its use by others wou.d 
confuse the Mub.icL 6ourts in Sndia have recognised that uniJue Mackaging design, co.our 
combinations, Mroduct shaMe, etc, are entit.ed to Mrotection under the Trade larks Act :888, 
and common .aw rights of the owner remainL

TrakeHarE OWnershiN Changes mnk Transfers

Roth registered and unregistered marks can be assigned and .icensed in SndiaL Zowever, the 
.icence can be recorded for registered marks on.y, and assignment can be recorded for both 
kindsL Hor recording a .icence, the Marties must E.e a recorda. reJuest within siD months of 
the date of signing the agreementL

Trademarks are va.id for :0 years from the aMM.ication date and must be renewed every 
:0 yearsL Trademarks can be restored after siD months and within one year of the date of 
eDMiration of the Mrevious registration of the markL

Additiona..y, it is recommended that the records for the name and address of the MroMrietor 
be uMdated with the Trade larks (egistryL

TrakeHarE ONNosition broLeekings
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IMMosition against a trademark aMM.ication can be E.ed on both abso.ute and re.ative 
grounds for refusa.L Any individua. can E.e an oMMosition against a con_icting mark, and 
these oMMosition Mroceedings invo.ve three stages‘ the M.eading stage, the evidence stage 
and the hearing stageL

1 P.eading stage‘ this stage commences with the E.ing of a notice of oMMosition, which 
out.ines the grounds on which the oMMosition is E.ed against the con_icting markL 
The notice of oMMosition must be submitted within four months of the date of the 
mark3s advertisement in the Trade larks “ourna.L This Meriod is non-eDtendab.eL 
&Mon receiving the notice of oMMosition, the aMM.icant of the mark has two months 
)non-eDtendab.eC to E.e a counterstatementL Hai.ure to submit a counterstatement 
resu.ts in the aMM.ication being deemed abandonedL

1 pvidence stage‘ once the counterstatement is served, the oMMonent must Mresent 
evidence suMMorting their oMMosition by way of an aUdavit within two months of 
the date of oUcia. service of the counterstatement by the (egistryL A.ternative.y, the 
oMMonent can inform the registrar that they do not wish to Mrovide any evidence and 
submit a .etter re.ying on the contents of the notice of oMMositionL FubseJuent.y, 
uMon receiving the oMMonent3s evidence, the aMM.icant has two months to Mresent 
their evidence in suMMort of the aMM.ication or submit a simi.ar re.iance .etter, re.ying 
on the statements made in their counterstatementL Hai.ure of this steM by either 
the oMMonent or the aMM.icant resu.ts in the oMMosition or aMM.ication being deemed 
abandoned, resMective.yL Ince evidence is received in suMMort of the aMM.ication, the 
oMMonent has one month to E.e evidence in reM.y, which is not mandatoryL

1 Zearing stage‘ after the comM.etion of the evidence stage, the registrar schedu.es a 
hearing on the merits and ad9udicates either a..owing or dismissing the oMMositionL

TrakeHarE CanLellation Or ReLticLation

6ance..ation or revocation of trademark Mroceedings can be initiated through two avenues‘ 
before the Trade larks (egistry or before the concerned high courtL

broLeekings Uefore The Trake BarEs RegistrS

The cance..ation Metition can be E.ed on Horm Tl-I, a.ong with a statement of the case 
submitted by the aMM.icant or Metitioner, who is referred to as the jaggrieved Merson3L Sn this 
statement, the nature of the Metitioner3s interest, the facts and the re.ief sought are out.inedL 
FubseJuent.y, a coMy of the Metition is served on the registered MroMrietor by the Trade larks 
(egistryL

Ince the Metition is served, the registered MroMrietor must E.e a counterstatement within two 
months to defend its trademark registrationL This Meriod may further be eDtended by one 
month if reJuiredL Ho..owing the E.ing of the counterstatement, the (egistry serves a coMy of 
the same on the Metitioner within one monthL

Sf the registered MroMrietor fai.s to submit a counterstatement within three months, the 
Metitioner may Mroceed to E.e evidence in suMMort of the Metition, as stiMu.atedL The 
subseJuent Mroceedings mirror those of oMMosition Mroceedings, as mentioned aboveL

broLeekings Uefore The ConLernek wigh Court

A.ternative.y, a revocation Metition can be E.ed before Eve high courts )Ahmedabad, 6hennai, 
Ke.hi, zo.kata and lumbaiC in Sndia based on the 9urisdiction of the registered trademarkL
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To commence revocation Mroceedings, any Merson who c.aims to be an aggrieved Merson 
)ie, any Merson substantia..y interested in getting the mark removed from the (egister or any 
individua. whose rights are being affected by the imMugned registrationC may initiate actionL

DnforLeHent Of TrakeHarE Rights

Oarious remedies are avai.ab.e to the aggrieved Marties for trademark infringement, which 
inc.ude civi., crimina. and border enforcement measuresL

1 6ivi. remedies‘ in civi. Mroceedings, third Marties using the infringing mark can be 
in9uncted )ie, they can be restrained from further use of the markCL The M.aintiff can 
seek a Mre.iminary in9unction before the tria.L To obtain a Mre.iminary in9unction, the 
M.aintiff must estab.ish a prima facie case, demonstrate the .ike.ihood of irreMarab.e 
in9ury if re.ief is not granted, and show that the ba.ance of convenience favours 
granting the in9unctionL Sf these conditions are met, the court may grant a Mre.iminary 
in9unction to Mrotect the M.aintiff$s rights unti. a Ena. decision is madeL After the 
tria. or if the M.aintiff obtains re.ief through summary 9udgment, the court may Mass 
an order granting a Mermanent in9unctionL This in9unction Mermanent.y restrains 
the defendant from using the infringing markL Additiona..y, the court can award 
damages to comMensate the trademark owner for the .osses incurred owing to 
the infringementL The court may a.so order the rendition of accounts, de.ivery and 
destruction of infringing Mroducts to Mrevent further misuse of the trademarkL

1 6rimina. remedies‘ in crimina. Mroceedings, offenders found gui.ty of trademark 
infringement can face imMrisonment and be sub9ected to EnesL The court can seiVe 
the infringing coMies and de.iver them to the rightfu. ownerL

1 Rorder enforcement‘  these measures invo.ve the Mrohibition of  the imMort  of 
infringing materia., aiming to Mrevent counterfeit goods from entering the countryL The 
government of Sndia has emMowered SP owners to Mrotect their inte..ectua. MroMerty 
rights at Sndian borders through the Snte..ectua. ProMerty (ights )SmMorted [oodsC 
pnforcement (u.es 200GL To uti.ise this Mrotection, it is essentia. to have a va.id.y 
registered trademark or SP rightL The Meriod of Mrotection granted by 6ustoms is Eve 
years from the date of recordation of rights with the customs authorities or uMon the 
eDMiration of the trademark or SP right registration va.idity, whichever comes ear.ierL 
After this initia. Eve-year Meriod, the right ho.der needs to submit a fresh notice to 
continue the MrotectionL

1 AMMea.s and FuMreme 6ourt 9urisdiction‘ if a 9udgment is Massed by a district court, 
an aMMea. can be E.ed in the re.evant high courtL Sf the 9udgment is Massed by a sing.e 
9udge of the high court, the aMMea. may be brought before the division benchL AMMea.s 
to the FuMreme 6ourt of Sndia are a..owed on.y on Juestions of Moints of .awL

1 Anti-counterfeiting measures‘ anti-counterfeiting is a critica. asMect of trademark 
enforcementL The Rharatiya 7yaya Fanhita )R7FC )Mrevious.y referred to as the Sndian 
Pena. 6odeC deEnes jcounterfeiting3 as an act intending to deceive by causing one 
thing to resemb.e another, which is Munishab.e with imMrisonment or a Ene or bothL 
Fections :02, :0; and :0x of the Trade larks Act deEne offences, Mena.ties and 
Mrocedures re.ating to fa.siEcation and fa.se.y aMM.ying for trademarksL Iffenders can 
face imMrisonment ranging from siD months to three years, a.ong with a EneL Iffences 
deEned under the Trade larks Act :888 are cognisab.e, a..owing Mo.ice oUcers of 
designated ranks to arrest offenders without a warrant and initiate investigationsL 
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Refore taking any action under the Trade larks Act :888, Mo.ice oUcers must seek 
an oMinion from the registrar of trademarks on the facts of the caseL This he.Ms ensure 
MroMer enforcement of trademark rights and deter counterfeit activitiesL

Ieek?to?EnoWs

1 Sndia is a common .aw country wherein Mrior user rights Mrecede the subseJuent 
registered rightsL

1 Sn Sndia, trademark aMM.ications can be E.ed either on an jintent to use3 basis or 
with a user c.aimL The trademark aMM.ication E.ed with the user c.aim mandates the 
submission of a signed and notarised aUdavit of use showing the use of the E.ed 
trademark from the date of Erst use as c.aimed, a.ong with suMMorting documentsL

1 The trademark registration Mrocess can be eDMedited by an oUcia. eDMedited reJuest, 
which eDMedites both Mrosecution and oMMosition Mroceedings re.ating to the E.ed 
trademarkL

1 Sn Sndia, trademark registration can be renewed for a further Meriod of :0 years without 
the need for furnishing use dec.arationL

1 The registered trademark becomes vu.nerab.e to non-use cance..ation action after a 
Meriod of Eve years and three months from the date of M.acement on the register of 
the Trade larks (egistryL

ReLent Me'eloNHents

(ecent deve.oMments in the Ee.d of inte..ectua. MroMerty in Sndia have focused on imMroving 
e.ectronic systems for easy stakeho.der access and Mroviding transMarent mechanisms for 
grievance redressa.L Snitiatives have been undertaken to eDMedite case disMosa. and reduce 
back.ogsL

1 IMen house for discussion of grievances‘ at the 7ationa. Snte..ectua. ProMerty 
6onference 2022, the &nion linister of 6ommerce and Sndustry MroMosed the 
estab.ishment of an oMen house communication system to address concerns 
and grievances within the SP fraternityL The SP IUce MromMt.y imM.emented this 
suggestion and began conducting oMen house sessions on :G Ictober 2022L These 
sessions a..ow direct communication and discussions regarding various SP-re.ated 
mattersL IMen house discussions occur every week from londay to Hriday from 
xL;0Mm to 5L;0Mm )SFTC and have successfu..y addressed mu.tiM.e cha..enges faced 
by stakeho.ders across different SP oUcesL

1 IMen Zouse Ze.Mdesk Porta.‘ the SP IUce has a.so .aunched the IMen Zouse 
Ze.Mdesk Porta.,  to  Mrovide swift  and effective  reso.ution to  the Jueries  and 
grievances of aMM.icants and stakeho.ders on a M.ethora of issuesL &Mon raising a 
comM.aint, a ticket is raised in the Porta., and after the SP IUce shares its resMonse, 
the comM.ainant can raise a subseJuent suMMort ticket or c.ose the ticket if the Juery 
has been reso.vedL

1 Fcheme for Haci.itating Ftart-&Ms Snte..ectua. ProMerty Protection eDtended to ;: 
larch 2024‘ the government of Sndia, to encourage start-uMs, .aunched this Fcheme 
in 20:4 to reach out to start-uMs and Mrotect and Mromote their inte..ectua. MroMerty 
and thus encourage innovation and creativity among entreMreneurs, individua. 
innovators and creators, and educationa. institutesL
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1 &Mdate on trademark show-cause and oMMosition hearings‘ the SP IUce, with the 
aim to strengthen the eDisting hearing system and reduce distance barriers, time and 
effort, has introduced the QebOideo 6onferencing FystemL The show cause hearings 
can be accessed from the dedicated .ink Mrovided on the dynamic cause .ist for the 
schedu.ed date from :0L;0am to :L;0Mm SFTL This system a..ows the aMM.icants or 
authorised agents to have on.ine videoconferencing from their own Mremises or oUce 
simM.y with the use of a desktoM comMuter or .aMtoM with a camera, microMhone and 
sMeakersL

1 SP lanthan‘ the IUce of 6ontro..er [enera. of Patents, Kesigns and Trade larks 
)6[PKTlC .aunched the jSP lanthan3  series in 202;,  which inc.udes Meriodic 
discussions on various SP-re.ated toMics among the SP fraternity as we.. as scientists, 
SP Mrofessiona.s, industry eDMerts and Mersons from the 9udiciaryL

1 The number of trademark registrations and disMosa.s during 2022N202; was .ower 
by ::L25 Mer cent and /L;/ Mer cent, resMective.y, as comMared to the Mrevious year, 
due to discontinuation of contractua. manMower and new recruitments undergoing 
trainingL

1 7ationa. Snte..ectua. ProMerty Awareness lission‘ the lission was .aunched in 202: 
by the IUce of 6[PKTl to imMart SP awareness to studentsL As at ;: larch 202;, 
:L/42 mi..ion students and facu.ty members had been informed about SP from more 
than G,;GG educationa. institutes across the countryL]45

1 Announcement for MroMosed Snte..ectua. ProMerty (ights Kivision (u.es of the Zigh 
6ourt at 6a.cutta 202;‘ on :8 Kecember 202;, draft ru.es were circu.ated for feedback 
from .ega. Mrofessiona.s and stakeho.ders before being forma..y enactedL &Mon 
Ena.isation and notiEcation, these (u.es are anticiMated to not on.y eDMedite the 
reso.ution of SP-re.ated disMutes but a.so Mrovide urgent and essentia. interim re.ief, 
as out.ined in draft (u.e G)eCL

1 Rudget a..ocation for 202xN2025‘ in the inte..ectua. MroMerty sector in Sndia, a tota. 
budget of ;,:/2 mi..ion ruMees has been a..ocated, with 2,G8:L/ mi..ion ruMees for 
the IUce of the 6[PKTl– 20/Lx mi..ion ruMees for inte..ectua. MroMerty rights Mo.icy 
management– and :/0 mi..ion ruMees for the infrastructure deve.oMment in the oUces 
of 6[PKTlL Another :0 mi..ion ruMees have been a..ocated to the Qor.d Snte..ectua. 
ProMerty IrganiVationL

These deve.oMments aim to enhance the eUciency and effectiveness of  SP disMute 
reso.ution, offering stakeho.ders time.y and fair ad9udication of their rightsL

CONCzUSION

The Trade larks Act :888 M.ays a Mivota. ro.e in shaMing Sndia3s trademark registration 
and enforcement frameworkL Qith a focus on both registered and unregistered marks, the 
Act Mrovides a robust system to Mrotect the rights of trademark ownersL The creation of 
the Snte..ectua. ProMerty Kivision )SPKC in the Zigh 6ourt of Ke.hi and ladras, MroMosed 
SPK at 6a.cutta, and regu.ar .isting of hearings before the Trade larks (egistry work 
towards imMroving the eUciency of trademark Mrotection and enforcement in SndiaL As Sndia 
continues to evo.ve as a ma9or M.ayer in the g.oba. market, trademark Mrotection remains 
essentia. for businesses to safeguard their brands and inte..ectua. MroMertyL

Endnotes
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3  Fection 2):C)VbC of the Trade larks Act :888L     Rack to section

2  Fection 2):C)mC of the Trade larks Act :888L     Rack to section

6  Fections 8 and :: of the Trade larks Act :888L     Rack to section

4  httMs‘]]iMindiaLgovLin]writereaddata]Porta.]SPIAnnua.(eMort ]:*::x*:*A
77&AB*(pPI(T*20222;*png.ishLMdfL     Rack to section
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IN SUMMARJ

The trademark registration Mrocess in Thai.and is a comM.eD and time-consuming MrocessL 
The eDaminer in Thai.and has a uniJue aMMroach to considering whether a trademark is 
distinctiveL lore interesting is what the eDaminer considers to be acceMtab.e goods and 
services under the item-by-item meaning of the goods and servicesL

LISCUSSION POINTS

1 Qhat can S register and what can S not register�

1 Zow are unregistered rights Mrotected, and how is trade dress Mrotected�

1 Zow are non-traditiona. marks Mrosecuted�

1 Zow are oMMositions and cance..ations hand.ed�

1 Qhat are the Mendency .eve.s for the Mast :2 months�

1 Zow to transfer ownershiM of trademark registrations, and .icensing best Mractices

1 Qhat are the Eve key jneed-to-knows3 for Thai.and�

RqYqRqNCqL IN TXIS ARTICzq

1 Thai Trademark Act Rp 25;x ):88:C

1 pDaminer (egistration lanua. Rp 2545 )2022C

1 Pena. 6ode

1 linisteria. (egu.ation 7oL 5 Rp 2540 )20:GC

1 6ivi. and 6ommercia. 6ode

1 &nfair 6ontract Terms Act Rp 25x0 ):88GC

WXAT CAN I RqGISTqR)

Sn Thai.and, you can register the fo..owing tyMes of trademarks and service marks, inc.uding 
word marks and device marks‘

1 word marks‘ these are trademarks consisting of words or .etters–

1 device marks‘ these are trademarks consisting of images or .ogos, or a combination 
of both–

1 service marks‘ these are trademarks used to distinguish services from Mhysica. 
Mroducts–

1 three-dimensiona. marks‘ these are trademarks comMrising the shaMe or Mackaging 
of a Mroduct–

1 sound marks‘ these are trademarks comMrising a distinctive sound–

1 co..ective marks‘ these are trademarks used by members of an association or grouM 
to identify themse.ves with a Marticu.ar trade, service or geograMhica. origin– and
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1 certiEcation marks‘ these are trademarks used to indicate that a Mroduct or service 
meets a certain standard or certiEcationL

The MroMosed trademark must be distinctive, not Mrohibited under aMM.icab.e .aws and not 
simi.ar or identica. to Mending or registered trademarks of other MersonsL

Ine Mrob.ematic asMect of trademark registration in Thai.and is how a distinctive trademark 
is consideredL The eDaminer in Thai.and has a uniJue aMMroach to considering whether a 
MroMosed trademark is distinctiveL

A distinctive trademark is a mark that is caMab.e of distinguishing the goods or services of 
one trader from those of anotherL According to the Thai Trademark Act Rp 25;x ):88:C and 
its amendments,]35 a trademark is considered distinctive if it‘

1 does not describe the nature, Jua.ity or characteristics of the goods or services–

1 is not a common.y used or recognised term in the re.evant trade or industry–

1 does not indicate the geograMhica. origin of the goods or services– and

1 is not deceMtive or mis.eadingL

There was a case where a bank brought a case against the KeMartment of Snte..ectua. 
ProMerty )KSPC, which oversees the Trademark IUce, under which the eDaminer determined 
that a trademark was unregistrab.e due to the non-distinctive nature of the MroMosed markL

Sn most cases, the eDaminer tends to consider any abbreviated mark to be non-distinctiveL 
The same goes for caMtions or descriMtions of goods or servicesL The eDaminer tends to 
ignore whether the MroMosed mark direct.y references the goods or servicesL In the other 
hand, the Trademark Act Rp 25;x ):88:C c.ear.y reJuires direct reference as the Mrimary testL 
Sn this Marticu.ar case, the bank did not agree with the eDaminer3s decisionL The case was 
brought to the FuMreme 6ourt3s consideration and the FuMreme 6ourt decided in (u.ing 7oL 
25/G]2558]25 that‘

Sf  the words or  statement that  the P.aintiff  aMM.ied for  a  service mark 
registration did not have direct characteristics or natures of commercia. 
bank services as aMM.ied, the said words or statement cou.d be deemed as 
having distinctiveness in itse.f as Mrescribed in Fection /0 in con9unction 
with Fection G MaragraMh two )2C of the Trademark Act RLpL 25;x ):88:CL 
Sn aMM.ying for registration of the service mark ?TlR lake TZp Kifference', 
as the service mark which wou.d be used for 6.ass ;4 commercia. bank 
services, they had a nature of generic descriMtion not direct.y re.ated to the 
commercia. bank services which was the service item the P.aintiff aMM.ied 
for registration in any wayL The said statement had a nature of suggestive 
word on.y not a descriMtive word that enab.ed the Mub.ic or the service users 
to immediate.y know or understand the nature or characteristic in re.ation 
to commercia. bank activities sMeciEca..y but the service users had to use 
their imagination or End additiona. information to know that the P.aintiff3s 
commercia. bank services were different from othersL loreover, the statement 
?lake TZp Kifference' was not common.y used in commercia. bank services 
in any wayL Therefore, the statement ?lake TZp Kifference' did not convey the 
characteristics or nature of commercia. banks direct.y and was not common.y 
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used in commercia. bank services that P.aintiff aMM.ied for registrationL As a 
resu.t, P.aintiff3s service mark ?TlR' with the statement ?lake TZp Kifference' 
which are comMonent Marts of the image of the service mark have inherent 
distinctiveness and are registrab.e and the P.aintiff does not have to disc.aim 
eDc.usive right in using the statement in (oman .etters ?lake TZp Kifference'L

WXAT CAN I NOT RqGISTqR)

A trademark that does not have a sMeciEc character within the meaning of the Erst MaragraMh 
of section G of the Trademark Act Rp 25;x ):88:C has characteristics that can be used by 
the Mub.ic in a.. industries, a.. businesses and grouMs of individua.sL Therefore, it .acks the 
feature that makes the Mub.ic or the user of the Mroduct aware of and understand that the 
Mroduct using the trademark is different from other MroductsL

The most common asMects of a Mroduct that Marties attemMt to register re.ate to the genera. 
meaning used by the Mub.ic in industries and businessesL A.. grouMs of Mersons may use and 
shou.d not grant any Merson the eDc.usive right to use marks re.atingto the genera. meaning 
of a Mroduct, inc.uding generic terms and Mroduct namesL pDamM.es N see the pDaminer 
(egistration lanua. Rp 2545 )2022C]65 N and common.y used symbo.s are as fo..ows‘

1 internationa. eDMressions, such as jinternationa.3 and jg.oba.3–

1 jguarantee3, jwarranty3, etc–

1 mode. or Mroduct numbers )eg, series numbers, c.asses and generation tyMesC–

1 co.our names and their c.asses, such as green, dark si.ver and dark grey–

1 readings of numbers, .etters and counts )eg, ab, one, Erst, twin, doub.e and D.vi )(oman 
numera.sCC–

1 names of diseases, such as covid-:8, ZSO, pbo.a and Z:7:–

1 country-re.ated .anguage, such as jAmerican3, meaning about the country–

1 currency symbo.s, such as baht and do..ar–

1 mathematica. symbo.s, such as =, -, €, a.Mha, beta, à and ^–

1 common.y used Mictograms, such as those to re.ating to disabi.ity and gender 
symbo.s– and

1 others, such as pco;K, xK, tech, techno.ogy, origina., organic and c.assicL

Any words or statements direct.y referring to the characteristics or services of the Mroduct 
or services that are non-distinctive must be c.ear to consumers immediate.y or must on.y 
reJuire a .itt.e 9udgement to understandL Hor eDamM.e, jFTppBF6(pQF3 means screws made 
of stee.L Qhen aMM.ied to a Mroduct, threaded nai.s made of meta., it may cause consumers 
to immediate.y understand that it is a Mroduct of threaded nai.s made of stee.L Thus, 
jFTppBF6(pQF3 is non-distinctiveL

Trans.ation of a non-distinctive trademark is considered non-distinctive even if there are 
severa. meanings and one of these meanings direct.y addresses the characteristics of the 
MroductL This consideration inc.udes an abbreviation of that wordL Hor eDamM.e, the word 
jcoo.3 has many meanings, inc.uding eDce..ent, modern or co.dL Qhen used with goods in 
6.ass :G )window E.mC, it is understood as a window E.m Mroduct that coo.s the temMerature, 
so it is a term that direct.y refers to the MroMerties of the MroductL Sf used with jshirt3 in 6.ass 
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25, it is understood as a beautifu. and modern Mroduct, so it is a word that direct.y refers to 
the MroMerties of the MroductL Another eDamM.e is the word jmaD3 N it is an abbreviation for 
jmaDimum3, and this can be considered non-distinctiveL

Qords or teDt intentiona..y missMe..ed can be non-distinctive if, considering a co..oJuia. 
accent, they can be understood as words or teDt that have a meaning and that meaning 
direct.y describes the characteristics or MroMerties of the MroductL

Qords or teDt that are written by combining two or more words with two or more meanings, 
and the meanings of these words may be easi.y interMreted as a direct descriMtion of the 
aMMearance or MroMerties of the Mroduct, are non-distinctiveL Hor eDamM.e, j6.earview3, which 
combined the two words jc.ear3 and jview3, trans.ates to a c.ear visionL Qhen used for contact 
.ens Mroducts, it can be understood as a contact .ens Mroduct that makes things c.ear.y 
visib.e– it direct.y describes the features of the MroductL

Qords or statements that direct.y refer to the characteristics or MroMerties of goods, even if 
invented to have sMecia. characteristics, are considered to be non-distinctiveL

6omMarative consideration of whether a trademark is identica. or simi.ar is another issueL 
The word jidentica.3 means that the mark is the same, and the word jsimi.ar3 means that 
the mark is so simi.ar that it may confuse or mis.ead the Mub.ic as to the ownershiM or 
origin of the goodsL 6onsider whether a trademark is identica. or simi.ar comMaring not on.y 
images, words and teDt that aMMear but a.so a.. e.ements of the trademarkL A.. Mronunciations, 
co..oJuia. accents and items that are sought to be registered for use with trademarks 
shou.d be consideredL The same goes for whether the members of the Mub.ic that use the 
goods under the trademarks are Mart of the same grouMs and have suUcient know.edge 
to distinguish between the goods under the two trademarks )FuMreme 6ourt Kecisions 7oL 
;2G:]2540 and 7oL /:54]2540CL]45

XOW ARq UNRqGISTqRqL RIGXTS PROTqCTqL)

Sn Thai.and, unregistered trademarks can sti.. receive Mrotection under the o.d, but sti.. in 
effect, Pena. 6odeL Pena.ties under the Pena. 6ode]85 are very .ow, and it is more diUcu.t to 
Mrove ownershiM and enforce the rights of an unregistered trademark owner comMared to a 
registered trademark ownerL

To Mrotect an unregistered trademark in Thai.and, the owner can take the fo..owing steMsL

1 lonitoring‘ it is imMortant to monitor and watch out for any instances of infringement 
or unauthorised use of the unregistered trademarkL

1 Taking .ega. action‘ if an infringement occurs, the owner of the unregistered trademark 
can take .ega. action against the infringing MartyL This can invo.ve E.ing a comM.aint 
with the Mo.ice and E.ing a .awsuit and Mroviding evidence of ownershiM, the use of 
the mark and the infringementL

XOW ARq NONETRALITIONAz MAR‘S PROSqCUTqL)

Sn Thai.and, non-traditiona. marks can be Mrosecuted under the same .ega. framework as 
traditiona. marksL This inc.udes marks with a combination of co.ours, Egurative e.ements 
or sounds, or a combination thereofL 7otab.y, scent marks are not recognised under the 
Trademark Act Rp 25;x ):88:CL To obtain Mrotection for non-traditiona. marks, the owner 
must aMM.y for registration with the KSP under the Trademark Act Rp 25;x ):88:CL The 
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aMM.ication must inc.ude a c.ear reMresentation of the markL Hor sound marks, under 
linisteria. (egu.ation 7oL 5 Rp 2540 )20:GC, it is necessary to describe the sound in detai., 
and sound E.es need to be submittedL Qhi.e linisteria. (egu.ation 7oL 5 Rp 2540 )20:GC 
does not sMecify any format of sound E.es, lP; is the most common.y recognisedL Found 
notes, graMhs and others that reMresent the characters of sounds can a.so be submittedL

The KSP wi.. eDamine the aMM.ication and determine whether the mark is distinctive and not 
confusing.y simi.ar to eDisting registered marksL Sf the mark meets these reJuirements, it 
wi.. be Mub.ished for oMMosition, a..owing third Marties to cha..enge the registrationL Sf no 
oMMosition is E.ed within the sMeciEed Meriod, the mark wi.. be registeredL

Ince registered, the owner of the non-traditiona. mark can take .ega. action against 
infringers, simi.ar to traditiona. marksL Snfringement of non-traditiona. marks can occur 
through acts such as unauthorised use, reMroduction or imitation of the markL

XOW IS TRALq LRqSS PROTqCTqL)

Trade dress often refers to the visua. aMMearance of a Mroduct or its Mackaging that identiEes 
and distinguishes it from other Mroducts in the marketL &nfortunate.y, the Trademark Act Rp 
25;x ):88:C does not eDM.icit.y Mrotect the trade dress of a MroductL

Thairath, a .oca. newsMaMer, reMorted that a Thai restaurant coMied reciMes, tab.e designs, 
ordering forms and the ordering system from a “aManese restaurantL At the same time, the 
newsMaMer a.so cited the KSP3s resMonses that whi.e the “aManese restaurant had a Matent 
registration over a sMeciEc system, it had nothing to do with the overa.. aMMearance of the 
restaurantL]95

Bater, in 20:8, a .oca. tea chain store brought a case against another .oca. tea chain store 
c.aiming that the defendant used a trade name and trademark together with an anima. .ogo, 
a.. of which were simi.ar to those of the M.aintiffL Sn 202:, the 6entra. Snte..ectua. ProMerty and 
Snternationa. Trade 6ourt )6SPST6C, which is the .ower court, ru.ed in favour of the M.aintiffL The 
6SPST6 reasoned that the defendant used a simi.ar word and the anima.3s name in its store 
name and Mroduct names, inc.uding cuMs bearing an anima.3s head in the same Mosition as 
that of the M.aintiffL A.so, the defendant was in the same business as the M.aintiffL A.. of these 
cou.d deceive the Mub.ic into be.ieving that the defendant3s business is associated with that 
of the M.aintiffL St constituted a Massing off under the Trademark Act Rp 25;x ):88:CL

To enforce trade dress rights, the owner must bring a civi. action in the 6SPST6L Sn cases 
of infringement, the owner is entit.ed to reJuest for in9unctive re.ief, damages and other 
remediesL

XOW ARq OPPOSITIONS XANLzqL)

Sn Thai.and, trademark oMMositions are hand.ed by the KSP, which is resMonsib.e for the 
registration of inte..ectua. MroMerty rights in the countryL Sf the KSP decides to a..ow the 
trademark to be registered, the mark wi.. be Mub.ished in the Trademark [aVetteL At this Moint, 
any interested Marty may E.e an oMMosition to the registration of the mark within 40 days of 
the Mub.ication dateL The oMMosition must be E.ed in writing and must sMecify the grounds 
for oMMositionL

After an oMMosition is E.ed, the KSP wi.. review the oMMosition and any resMonse E.ed by the 
trademark aMM.icantL Rased on the evidence and arguments Mresented, the KSP wi.. decide 
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whether the trademark shou.d be registeredL 6urrent.y, the KSP takes around two to three 
years to render a decisionL

Sf the KSP decides to re9ect the oMMosition and a..ow the trademark to be registered, the mark 
wi.. be registered and Mub.ished in the Trademark [aVetteL Sf the KSP decides to uMho.d the 
oMMosition, the trademark aMM.ication wi.. be refused, and the aMM.icant wi.. have the right to 
aMMea. the decision to the Trademark Roard and the 6SPST6L

XOW ARq CANCqzzATIONS XANLzqL)

Trademark registration may be cance..ed on certain grounds, inc.uding non-use, inva.idity or 
cance..ation for the Mub.ic interestL

Ion?use CanLellation

Sf a trademark has not been used in Thai.and for a continuous Meriod of three years or more, 
any interested Merson may E.e a reJuest for cance..ation of the trademark registration on the 
grounds of non-useL The reJuest must be E.ed in writing and must Mrovide evidence of the 
trademark3s non-useL Fection 4; of the Trademark Act Rp 25;x ):88:C stiMu.ates that jif it is 
Mroved that L L L with the goods which it was registered3L The burden of Mroof rests with the 
M.aintiff to Mrove the non-use of a.. items registeredL Sn other words, it is necessary to Mrove 
the non-eDistence of items registered, which is eDtreme.y diUcu.tL

The consideration of the Trademark Roard in Thai.and has been in accordance with the 
FuMreme 6ourt3s 9udgments, based on the conceMt of the burden of Mroof in the accusatoria. 
system that jthe Merson who asserts the matter must Mrove it3, where the Mrecedent is he.d 
by the FuMreme 6ourt )see FuMreme 6ourt Kecision 7oL GGGx]25x0CL]75 Sf the M.aintiff is 
.ucky enough to be ab.e to Mrove the non-use of one item out of many goods registered, the 
Trademark Roard or the 6SPST6, as the case may be, wi.. cance. the trademark in JuestionL Sn 
addition, a token of use is considered useL FuMreme 6ourt Kecision 7oL x004]25;;]é5 ru.ed 
that juse of the mark even for a short Meriod of time and in re.ation to a sma.. number of 
Mroducts sti.. constitutes useL3

Pn'alikitS CanLellation

A trademark registration may be cance..ed if it is found to be inva.idL Snva.idity may arise if 
the trademark was registered in vio.ation of the .aw or if it is identica. or confusing.y simi.ar 
to a Mrior registered trademarkL Any interested Merson may E.e a reJuest for cance..ation of 
a trademark registration on the grounds of inva.idityL

CanLellation por budliL Pnterest

A trademark registration may a.so be cance..ed for Mub.ic interestL This may occur if the 
trademark registration con_icts with Mub.ic Mo.icy or if the trademark is used in a manner that 
is .ike.y to mis.ead the Mub.icL The KSP may initiate a cance..ation action on its own initiative 
or uMon the reJuest of any interested MartyL

Sn each case, the cance..ation reJuest must be E.ed in writing with the KSPL The KSP wi.. review 
the reJuest and any evidence Mrovided and wi.. notify the trademark owner of the reJuestL 
The trademark owner wi.. be a..owed to resMond to the reJuest, and the KSP may, in theory, 
conduct a hearing to a..ow both Marties to Mresent evidence and argumentsL

Rased on the evidence and arguments Mresented, the KSP wi.. decide whether the trademark 
shou.d be cance..edL Sf the trademark is cance..ed, the cance..ation wi.. be Mub.ished in the 
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Trademark [aVetteL 6urrent.y, the KSP wi.. take no .ess than two to three years to decideL The 
trademark owner wi.. have the right to aMMea. the decision with the 6SPST6L

WXAT ARq TXq PqNLqNCJ zqDqzS YOR TXq PAST 32 MONTXS)

Trademark Mendency can vary deMending on various factors, such as the comM.eDity of the 
aMM.ication, the work.oad of the KSP and the number of aMM.ications E.edL

The KSP has been taking steMs to stream.ine and eDMedite the trademark registration 
Mrocess in recent yearsL Hor eDamM.e, the KSP has imM.emented an on.ine E.ing system for 
trademark aMM.ications, which can he.M to sMeed uM the Mrocessing timeL Additiona..y, the 
KSP has increased the number of eDaminers hand.ing trademark aMM.ications to reduce the 
back.og of Mending aMM.icationsL Zowever, it cou.d take as .ong as two to three years for a 
straightforward aMM.ication to mature.y registerL

par.ier in 202;, the KSP imM.emented a fast-track trademark registration, meaning that an 
aMM.ication may take four months to get eDamined if the .ist of goods or services that the 
mark re.ates to is not more than :0 items, and siD months if the .ist of goods or services is 
not more than 50 items, Mrovided that the aMM.ication meets the fo..owing reJuirements‘

1 the aMM.ication and suMMorting evidence as .isted be.ow are E.ed simu.taneous.y 
on.ine–

1 the  trademark  or  service  mark  N  not  inc.uding  a  combination  of  co.our, 
three-dimensiona. or sound marks N is a .etter, word or device, or a combination 
thereof–

1 the aMM.ication covers on.y one c.ass and not more than :0 or 50 items of goods or 
services and the .ist of goods or services must be identica. to that used to be a..owed 
for registration by the KSP–

1 the aMM.icant submits Mroof of the necessity for urgent use of the mark )eg, a 
marketing M.an and a M.an for using the markC– and

1 the aMM.icant submits a search resu.t conducted from certain databases )eg, the Thai 
Trademark IUce3s on.ine database, Tlview, and the QSPI [.oba. Rrand KatabaseCL-
] 5,]305

XOW TO TRANSYqR OWNqRSXIP OY TRALqMAR‘ RqGISTRATIONS

The transfer of ownershiM of a trademark registration can be accomM.ished by E.ing a reJuest 
with the KSPL The Mrocess invo.ves the fo..owing steMsL

1 Kraft a deed of assignment‘ the current owner and the new owner of the trademark 
registration eDecute a deed of assignment, which is a .ega. document that transfers 
ownershiM of the trademark from the current owner to the new ownerL The deed 
of assignment must sMecify the detai.s of the trademark, inc.uding the trademark 
registration number, the goods or services for which the trademark is registered and 
the date of registrationL

1 Fubmit  the deed of  assignment to the KSP‘  the new owner of  the trademark 
registration shou.d submit the deed of assignment to the KSP, a.ong with a reJuest to 
transfer ownershiM of the trademark registrationL The reJuest shou.d inc.ude detai.s 
of both the current owner and the new owner, as we.. as the trademark registration 
numberL
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zICqNSING BqST PRACTICq

A trademark .icence agreement is a .ega. contract between the trademark owner ).icensorC 
and the .icensee, which Mermits the .icensee to use the trademarkL 6onsideration is not a 
MrereJuisiteL

Qhi.e Thai.and is based on freedom of contract, for a trademark .icence agreement, under 
the Trademark Act Rp 25;x ):88:C and its re.ated subordinate ru.e, the trademark .icence 
agreement shou.d c.ear.y sMecify the scoMe of the .icence, inc.uding the sMeciEc goods or 
services for which the trademark can be used, the geograMhica. area where the trademark 
can be used and the duration of the .icenceL The agreement shou.d a.so inc.ude Mrovisions 
on the Jua.ity contro. of the goods or services to ensure that they meet the standards of the 
trademark ownerL

Sn  addition,  under  the  6ivi.  and 6ommercia.  6ode,  an  agreement  made in  advance 
eDonerating a debtor from their own fraud or gross neg.igence is voidL A.so, under the &nfair 
6ontract Terms Act Rp 25x0 ):88GC, the fo..owing terms may cause .ega. issues‘

1 eDemMt or restricted .iabi.ity arising from breach of contract–

1 a..owing contract termination without reasonab.e grounds or without any materia. 
breach by the other Marty–

1 a..owing one Marty to de.ay or not comM.y with its contractua. ob.igations without 
reasonab.e grounds– and

1 a..owing one Marty to enforce further ob.igations on the other Marty on toM of those 
agreed to on the date of contract eDecution, etcL

As reJuired by the Trademark Act Rp 25;x ):88:C, the trademark .icence agreement must be 
in writing and signed by both MartiesL The agreement must be registered and recorded with 
the KSPL Hai.ure to register and record the agreement wi.. resu.t in the agreement being voidL

WXAT ARq TXq YIDq ‘qJ 1NqqLETOE‘NOWSV YOR TXAIzANL

The fo..owing are the Eve key need-to-knows for trademark registration in Thai.andL

1 Hirst-to-E.e system‘ Thai.and oMerates a Erst-to-E.e system, meaning that the Erst 
Merson or entity to E.e a trademark aMM.ication for a Marticu.ar mark wi.. genera..y have 
Mriority over subseJuent aMM.icantsL Therefore, it is imMortant to E.e your trademark 
aMM.ication as soon as Mossib.e to secure Mrotection for your mark in Thai.andL

1 &se of trademark‘ un.ike some other countries, Thai.and does not reJuire the use of 
a trademark to register itL Zowever, if a trademark has not been used in Thai.and for 
three consecutive years after registration, it may be sub9ect to cance..ationL

1 Trademark c.asses‘ trademarks are categorised into x5 c.asses based on the goods 
or services for which they are usedL St is imMortant to se.ect each very sMeciEc item for 
your trademark aMM.icationL The item jMharmaceutica. MreMarations3 in 6.ass 5, which 
may be a..owed e.sewhere, wi.. not be acceMted in Thai.and as it is considered too 
broadL An acceMtab.e descriMtion of goods in this regard wou.d be jMharmaceutica. 
MreMarations for Main-ki..ing3L

1 pDamination Mrocess‘ after E.ing a trademark aMM.ication, the KSP wi.. eDamine it to 
determine whether the trademark is e.igib.e for registrationL The eDamination Mrocess 
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can take an eDtreme.y .ong time, and the KSP may issue an oUce action reJuesting 
additiona. information or c.ariEcationL St is imMortant to resMond to the oUce action 
within the sMeciEed Meriod to avoid abandonment of the aMM.icationL

1 (enewa.‘ trademark registrations in Thai.and are va.id for :0 years from the date 
of registration and can be renewed for successive :0-year MeriodsL St is imMortant 
to renew your trademark registration in a time.y manner to ensure that your mark 
remains Mrotected in Thai.andL

Endnotes

3  httMs‘]]wwwLiMthai.andLgoLth]images]G/:]***L***:*:LMdfL     Rack to section
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IN SUMMARJ

This artic.e eDM.ores third-Marty rights re.ating to trademark aMM.ications, and recent 
amendments to the 2005 Snte..ectua. ProMerty BawL

LISCUSSION POINTS

1 Third-Marty observation right

1 Time .imits for eDercising third-Marty observation right

1 Procedure for sett.ement of third-Marty oMMosition

1 [rounds for third-Marty oMMosition

1 Furvei..ance

1 6hoice of oMinion or oMMosition

RqYqRqNCqL IN TXIS ARTICzq

1 2005 Snte..ectua. ProMerty Baw )the SP Baw, as amended in 2008, 20:8 and 2022C

1 20:5 6ivi. Procedure 6ode

St$s an imMortant deve.oMment in Oietnam SP .aw to set uM a .ega. frame 
ensuring  a  fair  Mrotection  to  rea.  owners  by  emMhasiVing  third  Marty 
observation ro.e in the aMM.ication eDamination Mhase for Mrotection tit.esL

TXIRLEPARTJ OBSqRDATION RIGXT

Third-Marty observation in an aMM.ication3s substantive eDamination Mhase, by a..owing third 
Marties to submit their oMinion to the Snte..ectua. ProMerty IUce of Oietnam )SPO7C on the 
grant of Mrotection tit.e to industria. MroMerty ob9ects in the aMM.ication, is mentioned in the 
SP Baw and reMeated in the 2008 and 20:8 amended versions of itL The ro.e of third-Marty 
observation in the SP Baw is .imited to the submission of a third-Marty oMinion on.y– no 
further discussion or communication is Mermitted between the oMMoser and the SPO7, as 
the third-Marty oMinion as E.ed is treated as a source of information for reference on.y by the 
SPO7 when it conducts the substantive eDaminationL The SPO7 is not ob.iged or resMonsib.e 
for sending its sett.ement resu.t to the oMMoserL

Zowever, the ro.e of third-Marty observation is emMhasised and imMroved in the .atest 
amended version of the SP Baw, which became effective on : “anuary 202;L According.y, third 
Marties are not on.y entit.ed to submit their oMinion as Mrevious.y stiMu.ated in the SP Baw$s 
o.d versions but a.so given the right to E.e their oMMosition to the grant of Mrotection tit.es 
to industria. MroMerty ob9ects in aMM.ications during the substantive eDamination Mhase with 
the SPO7L The SPO7 sha.. be resMonsib.e for sett.ing the third-Marty oMMosition and sending 
its sett.ement resu.t to the oMMosersL This is one of the most fundamenta. and imMortant 
deve.oMments in the SP Baw$s 2022 version in ensuring fair Mrotection to the rights ho.dersL
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TIMq zIMITS YOR q[qRCISING TXIRLEPARTJ OBSqRDATION RIGXT

Ine of the conditions for eDercising the third-Marty observation right is that the oMinion or 
oMMosition must be submitted to the SPO7 with the time .imits set by the SP BawL

As to third-Marty oMinion, it must be submitted to the SPO7 after the aMM.ication Mub.ication 
date and Mrior to the decision of whether to grant Mrotection tit.e to the aMM.icationL As to 
the internationa. trademark aMM.ication designating Oietnam under the ladrid Agreement 
and Protoco., the time .imit for submitting a third-Marty oMinion is regu.ated different.yL 
&nder artic.e 2GL:0 of Kecree 45, it can be submitted to the SPO7 after the Mub.ication date 
of the internationa. aMM.ication and Mrior to any of the fo..owing dates, whichever comes 
Erst‘ ):C the date on which the SPO7 acceMts the internationa. aMM.ication– or )2C the end 
of :2 months from the Snternationa. Rureau$s notiEcation on the internationa. aMM.ication 
designating OietnamL

As to third-Marty oMMosition, it must be submitted within Eve months of the Mub.ication date 
of the trademark aMM.ication, which is two months from the date on which the trademark 
aMM.ication is .egitimate.y acceMted by the SPO7L The trademark aMM.ication wi.. be checked 
for its comMatibi.ity with the SP Baw$s reJuirements within one month of its E.ing date, not 
inc.uding time for suMM.ements or revisions, or both, at the SPO7$s reJuest, if anyL Prior to 
the effective date of the SP Baw$s 2022 amended version, many third-Marty oMinions were 
submitted in the form of third-Marty oMMositions within the who.e substantive eDamination 
duration of nine months from the Mub.ication date and Mrior to granting the Mrotection tit.e 
to the industria. MroMerty ob9ects in the aMM.icationsL

PROCqLURq YOR SqTTzqMqNT OY TXIRLEPARTJ OPPOSITION

AMM.ications for third-Marty oMMosition must be made in OietnameseL 7o form of the 
aMM.ication is stiMu.ated by the SP BawL AccomManying documents of the aMM.ication may 
be in a foreign .anguage, but the SPO7 may reJuire a Oietnamese trans.ation of any 
accomManying document to faci.itate its sett.ementL

Ince the aMM.ication dossier for third-Marty oMMosition satisEes the statutory reJuirements, 
the SPO7 sha.. notify the trademark aMM.icant on the third-Marty oMMosition and set a time 
.imit of two months for the owner of the trademark aMM.ication to give its oMinion on the 
answer to the oMMosition to the SPO7L Sf the trademark and the goods or services described 
in the aMM.ication are identica. to those that are demonstrated and evidenced by the oMMoser, 
or if there are Erm and c.ear grounds for the conc.usion that the trademark and the goods 
or services described in the aMM.ication are or are not confusing.y simi.ar to those that are 
demonstrated and evidenced by the oMMoser, the SPO7 sha.. sett.e the third-Marty oMMosition 
a.ongside the substantive eDamination of the trademark aMM.ication that is oMMosedL The 
SPO7 sha.. notify its sett.ement resu.t of the third-Marty oMMosition and its substantive 
eDamination resu.t of the trademark aMM.ication to the oMMoserL Sn this circumstance, the 
substantive eDamination duration wi.. be nine months from the Mub.ication date of the 
aMM.icationL

After receiMt of the trademark aMM.icant$s oMinion on the answer of the third-Marty oMMosition 
and when it deems necessary, the SPO7 may inform the oMMoser of the trademark aMM.icant$s 
oMinion on the answer and set a time .imit of two months for the oMMoser to give its oMinion 
on the feedback to the trademark aMM.icant through the SPO7L
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Sn consideration of information, evidence and arguments Mrovided by the Marties on 
third-Marty oMMosition, and the aMM.ication dossiers as E.ed, the SPO7 wi.. sett.e the third-Marty 
oMMosition and notify the oMMoser of its sett.ement resu.t as we.. as its substantive 
eDamination resu.t of the trademark aMM.ication that is oMMosedL Kuring the course of 
sett.ement, the SPO7 may, at its so.e discretion or at the reJuest of the Marties, consider 
organising direct conversations and negotiations between the Marties to faci.itate the 
sett.ementL

Sf the third-Marty oMMosition is on the right to E.e the trademark aMM.ication, the SPO7 wi.. 
notify the oMMoser to bring the case to the court for sett.ement under the 6ivi. Procedure 
6ode, eDceMt in the fo..owing cases‘

1 There are Erm and c.ear grounds to determine that the trademark aMM.icant has no 
right to E.e the aMM.ication in accordance with the SP Baw )artic.e /GLxCL

1 The third-Marty oMMosition on the right to E.e the trademark aMM.ication consists of 
geograMhica. signs or other signs indicating the origin of .oca. sMecia.ties of Oietnam 
in the trademark sMecimen )artic.es /GL; and /GLxCL

The oMMoser sha.. have two months from SPO7$s notiEcation date to submit a coMy of the 
court$s acceMtance notice of the oMMoser$s c.aim to the SPO7L Ince the court acceMts to 
hear the c.aim from the oMMoser, the substantive eDamination Mrocess of the trademark 
aMM.ication in Juestion wi.. be temMorari.y susMended from the SPO7$s receiMt of the court$s 
acceMtance notice of the oMMoser$s c.aim unti. the court$s verdict is issuedL The trademark 
aMM.ication wi.. then be sett.ed by the SPO7 in accordance with the court$s verdictL Sf no court 
acceMtance notice of the oMMoser$s c.aim is submitted to the SPO7 within two months, the 
oMMoser$s oMMosition wi.. be considered withdrawnL

GROUNLS YOR TXIRLEPARTJ OPPOSITION

The oMMoser can cite various .ega. stiMu.ations from the SP Baw$s 2022 amended version 
for cha..enging and oMMosing the grant of Mrotection tit.e to the trademark aMM.ication in 
Juestion‘ for instance, .ega. stiMu.ations on the distinctiveness of trademarks identica. or 
confusing.y simi.ar to registered trademarks )artic.e GxC, right-to-E.e aMM.ications )artic.e /GC 
or bad-faith E.ing )artic.e 84CL The oMMoser shou.d contact and reJuest advice from a Jua.iEed 
trademark attorney in Oietnam on .ega. grounds for undertaking the oMMositionL

SURDqIzzANCq

Trademark owners or oMMosers can conduct survei..ance on trademark aMM.ications E.ed in 
Oietnam for oMMosition through searching by themse.ves or reJuesting Jua.iEed services 
from .oca. .aw ErmsL The fo..owing search too.s are avai.ab.e for trademark owners and 
oMMosers to eDM.oit‘

1 The SPO7$s Sndustria. ProMerty [aVettes, which are Mub.ished month.yL The Sndustria. 
ProMerty [aVettes are in Oietnamese and on.y Mub.ished on a Oietnamese Mage of the 
SPO7$s websiteL

1 QSPI Pub.ish trademarks and O7 Trademarks, which are free-of-charge on.ine search 
enginesL The SP search too.s are on an png.ish Mage of SPO7$s websiteL

1 Ither  internationa.  and  regiona.  SP  information  search  too.s, 
which  can  .ink  to  or  retrieve  information  from  the  Oietnam 
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trademark database, name.y httMs‘]]MatentscoMeLwiMoLint]search]en]searchL9sf and 
httM‘]]wwwLasean-tmviewLorg]tmview]we.comeL

AMart from the above on.ine search too.s, trademark owners and oMMosers can contact and 
reJuest the re.evant services from .oca. .aw Erms for information searches, survei..ance and 
undertaking oMMositionL

CXOICq OY OPINION OR OPPOSITION

Qhi.e both oMinion and oMMosition a..ow oMMosers to cha..enge the trademark aMM.ication, an 
oMMosition is a forma., more robust and interactive M.atform between the MartiesL An oMinion, 
on the other hand, constitutes an eDMeditious and .ess stringent mechanism for an oMMoserL 
An oMinion necessitates on.y a written submission substantiated by re.evant .ega. arguments 
and suMMorting evidenceL Sn contradiction, an oMinion is not sub9ect to a E.ing feeL The ease 
and .ack of cost associated with E.ing an oMinion cou.d .ead to frivo.ous or strategic E.ings 
intended to de.ay or disruMt the aMM.ication MrocessL This cou.d become a concern if an 
oMinion becomes more wide.y usedL Hurthermore, it is crucia. to acknow.edge that the SPO7 
considers an oMinion so.e.y as an information reference during the eDamination Mrocess 
of the trademark aMM.ication that is oMMosedL 6onseJuent.y, it genera..y does not Mrovide 
the oMMoser with forma. notiEcation regarding the u.timate outcome of the aMM.ication$s 
assessmentL Therefore, an oMinion may not carry the same Mersuasive in_uence as an 
oMMosition doesL 6onverse.y, an oMMosition reJuires sMeciEc E.ings, fees and a structured 
communication Mrocess where both Marties Mresent argumentsL The SPO7 is ob.iged to 
sett.e an oMMosition and notiEes its sett.ement to the oMMoser a.ongside the substantive 
eDamination resu.t of the trademark aMM.icationL

IMinion and oMMosition mechanisms serve as crucia. safeguards within Oietnam$s trademark 
registration systemL An oMinion offers a _eDib.e and cost-effective means for interested 
Marties to bring Motentia. con_icts to the SPO7$s attention during the substantive eDamination 
of the aMM.icationL This enab.es the ear.y identiEcation of issues and Motentia..y smoother 
registration MrocessesL 6onverse.y, an oMMosition Mrovides a more structured and forma. 
M.atform for cha..enging the trademark aMM.ication with strong .ega. groundsL Ry engaging 
in oMMosition Mroceedings, the oMMoser can defend its .egitimate trademark rights against 
the con_icting marks as we.. as Mrevent the con_icting marks from registrationL

The choice of oMinion or oMMosition hinges on a Mractica. consideration N the ba.ance 
between effort and forma.ityL Sn simM.er situations, or when a Juick resMonse from the 
SPO7 is reJuired, the choice of the oMinion oMtion might be a suitab.e wayL Zowever, 
from an eUciency Moint of view, with a sett.ement resu.t from the SPO7, the choice of 
oMMosition becomes the Mreferab.e oMtionL Booking ahead, continued reEnement of the .ega. 
framework on the oMtion of a third-Marty oMinion or a third-Marty oMMosition can further 
enhance transMarency and c.arity of the SPO73s trademark system, fostering a more robust 
environment of Mrotection for inte..ectua. MroMerty rightsL

Vietnam: A fresh take on thirdqparty observations in
trademark applications pDM.ore on WTR

https://patentscope.wipo.int/search/en/search.jsf
http://www.asean-tmview.org/tmview/welcome
https://worldtrademarkreview.com/review/the-trademark-prosecution-review/2025/article/vietnam-fresh-take-third-party-observations-in-trademark-applications


RETURN TO CONTqNTS  RETURN TO SUMMARJ

Nguyen Anh Tuan tuanna@bizconsult.vn
Nguyen Ngoc zy Lynn@bizconsult.vn

https://www.bizconsult.vn/

Read more from this -rm on WTR

Vietnam: A fresh take on thirdqparty observations in
trademark applications pDM.ore on WTR

https://worldtrademarkreview.com/organisation/bizconsult-law-firm
https://worldtrademarkreview.com/authors/nguyen-anh-tuan-0
mailto:tuanna@bizconsult.vn
https://worldtrademarkreview.com/authors/nguyen-ngoc-ly
mailto:Lynn@bizconsult.vn
https://www.bizconsult.vn/
https://worldtrademarkreview.com/organisation/bizconsult-law-firm
https://worldtrademarkreview.com/review/the-trademark-prosecution-review/2025/article/vietnam-fresh-take-third-party-observations-in-trademark-applications


RETURN TO CONTqNTS  RETURN TO SUMMARJ

Specialist Chapter: 
Benelux Sees Surge 
in PostEPandemic 
Trademark Yilings
Peter van der Wees and Marloes Smilde
Markedly

Summary

IN SUMMARJ

LISCUSSION POINTS

RqYqRqNCqL IN TXIS ARTICzq

zqGAz YRAMqWOR‘

UNRqGISTqRqL MAR‘S

RqGISTqRqL MAR‘S

PROCqLURqS

qNYORCqMqNT

OWNqRSXIP CXANGqS ANL RIGXTS TRANSYqRS

RqzATqL RIGXTS

ONzINq ISSUqS

STATISTICS

Specialist Chapter: Benelux Sees Surge in PostqPandemic
Trademark (ilings pDM.ore on WTR

https://worldtrademarkreview.com/authors/peter-van-der-wees
https://worldtrademarkreview.com/authors/marloes-smilde
https://worldtrademarkreview.com/organisation/markedly
https://worldtrademarkreview.com/review/the-trademark-prosecution-review/2025/article/specialist-chapter-benelux-sees-surge-in-post-pandemic-trademark-filings


RETURN TO CONTqNTS  RETURN TO SUMMARJ

IN SUMMARJ

This artic.e Mrovides an overview of a.. re.evant asMects of Rene.uD trademark .aw as we.. 
as E.ing statistics over the Mast yearsL The chaMter shows that the Rene.uD trademark Ee.d 
is ho.ding strong and has seen a considerab.e rise in trademark E.ings over the Meriod 
2020N2022L

LISCUSSION POINTS

1 Qhat can be E.ed and what not to E.e

1 Zow to enforce SP rights in the Rene.uD N both court and oUce Mroceedings

1 Hi.ing statistics

RqYqRqNCqL IN TXIS ARTICzq

1 Rene.uD IUce for Snte..ectua. ProMerty )RISPC

1 Rene.uD 6onvention on Snte..ectua. ProMerty )R6SPC

1 Paris 6onvention

1 Kutch Komain 7ame Authority )FSK7C

1 Re.gian 6enter for Arbitration and lediation )6pPA7SC

1 BuDembourg Komain 7ame (egistry )(estenaC

1 Kistrict 6ourt of The Zague

1 Rene.uD Trademark and Kesign Association )RllC

zqGAz YRAMqWOR‘

The three countries of the Rene.uD )the 7ether.ands, Re.gium and BuDembourgC are not 
governed by seMarate trademark .awsL Snstead, Rene.uD trademark .aw is governed by the 
Rene.uD 6onvention on Snte..ectua. ProMerty, the current version of which entered into force 
on : larch 20:8L This reM.aced the Rene.uD Trademark Baw :8G:, which was the Erst .aw to 
Mrovide uniform trademark Mrotection across mu.tiM.e p& member statesL The convention is 
in .ine with the p& Trade larks Kirective )20:5]2x;4C and is therefore simi.ar in its materia. 
asMects and Mrovision of rightsL

Sn addition, the Rene.uD is a member of a.. ma9or internationa. trademark treaties and 
agreements, inc.uding the Paris 6onvention, the Agreement on Trade-(e.ated AsMects of 
Snte..ectua. ProMerty (ights, the ladrid Agreement and Protoco., the 7ice Agreement and 
the Bocarno AgreementL The p& SP pnforcement Kirective )200x]x/C, which Mrovides sMeciEc 
remedies for SP rights infringement, has been imM.emented in the nationa. .aws of the 
Rene.uD countriesL

UNRqGISTqRqL MAR‘S

The Rene.uD 6onvention on Snte..ectua. ProMerty does not Mrovide for the Mrotection of 
unregistered trademarksL The on.y eDceMtions to this are we..-known marks as Mrescribed 
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by the Paris 6onventionL Qhen no registration eDists, no trademark rights can be invokedL 
Time.y registration is therefore essentia.L

RqGISTqRqL MAR‘S

Kho Can mNNlSq

As a ru.e, anyone can aMM.y for trademark Mrotection in the Rene.uDL Zowever, sMecia. 
reJuirements eDist with resMect to ownershiM of co..ective marks and certiEcation marksL The 
reMresentative3s M.ace of residence or registered oUce shou.d be in the puroMean pconomic 
AreaL

porHal RexuireHents

7o Mower of attorney is reJuired to E.e for trademark Mrotection in the Rene.uD )or the 
puroMean &nionCL This is reJuired in the case of a reJuest for withdrawa. or .imitation of a 
trademark, howeverL A Mriority c.aim must be substantiated, but this can be done with a scan 
or MhotocoMy of the Mriority documentL

Khat Can mnk Cannot Ue broteLtekq

The .ega. deEnition of a jtrademark3 in the Rene.uD is Juite broad and the reJuirement of 
graMhica. reMresentation has been abo.ishedL Rene.uD .egis.ation and Mractice regarding 
the admissibi.ity of trademarks are .arge.y in .ine with puroMean MracticeL KesMite changes 
to the .aw on : “une 20:/ and : larch 20:8, non-traditiona. trademarks, esMecia..y 
three-dimensiona. trademarks, are genera..y diUcu.t to obtainL

Costs

The Rene.uD has a fee-Mer-c.ass systemL As of “anuary 2022, the oUcia. fees are‘

1 `2xx for an aMM.ication in one c.ass–

1 `2G for the second c.ass– and

1 `/: for each additiona. c.assL

There are no oUcia. Mub.ication or registration feesL (enewa.s are ca.cu.ated in a simi.ar 
manner‘

1 `24; for the Erst c.ass–

1 `28 for the second c.ass– and

1 `/G for the third and subseJuent c.assesL

Additiona. fees are due for eDMedited aMM.ications )ie, to obtain registration within x/ hoursC 
as we.. as co..ective and certiEcation trademark aMM.icationsL

PROCqLURqS

D3aHination broLekure

The Rene.uD IUce for Snte..ectua. ProMerty )RISPC maintains the Rene.uD Trademarks 
(egisterL The registration Mrocedure is fair.y eUcient and is comM.eted a.most entire.y 
e.ectronica..yL An aMM.ication is checked Erst on forma. grounds and then on abso.ute 
groundsL 7o check on re.ative grounds is conductedL After Mub.ication, an oMMosition Meriod 
.asting two months commencesL This term is not eDtendib.eL
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Sf there are no ob9ections, the aMM.ication Mroceeds to registration after aMMroDimate.y four 
monthsL Sf an IUce Action or refusa. is issued, the aMM.icant is granted an initia. term of one 
month within which to overcome such ob9ectionsL This may be eDtended to a maDimum of siD 
monthsL Sf an eDMedited registration is reJuested )fo..owing Mayment of the above-mentioned 
additiona. feeC, an acce.erated check on forma.ities is conductedL Sf no ob9ections arise, the 
mark is registered within a few working daysL Qith this tyMe of aMM.ication, the check on 
abso.ute grounds and Mub.ication takes M.ace after registration, imM.ying that the registration 
may eventua..y be cance..edL

ONNosition

An oMMosition can be .odged based on a Mrior identica. or simi.ar trademark aMM.ication or 
registration for identica. or simi.ar goodsL IMMosition may a.so be E.ed based on a mark with 
a reMutation against a mark aMM.ied to dissimi.ar goods, Mrovided that the younger mark 
takes unfair advantage of, or is detrimenta. to, the distinctive character or reMutation of the 
ear.ier markL Sn .ine with artic.e 4bis of the Paris 6onvention, an oMMosition may a.so be E.ed 
based on a mark being non-registered but we.. knownL (ecent.y the grounds for oMMosition 
have been eDtended to unauthorised E.ings by agents and Mrotected designations of origin 
and geograMhica. indicationsL

The oMMosition grounds do not need to be substantiated within the oMMosition form, meaning 
that it is Mossib.e mere.y to E.e a forma. oMMositionL An oMMosition must be E.ed before the 
end of the two-month Mub.ication Meriod, or the neDt working day if the term ends on a day 
that is not a working dayL

IMMosition fees are `:,0x5L This is a re.ative.y .arge amount, but on.y x0 Mer cent is due when 
the oMMosition is E.edL The remaining 40 Mer cent is on.y Mayab.e if a case is not sett.ed within 
the regu.atory coo.ing-off MeriodL

The oMMosition Mrocedure for the RISP is simi.ar to that for the p& Snte..ectua. ProMerty 
IUceL The statutory two-month coo.ing-off Meriod begins when the oMMosition is deemed 
admissib.eL This term can be eDtended with the consent of both Marties for four month-.ong 
terms unti. an amicab.e sett.ement has been reachedL Sf no eDtension is aMM.ied for, the 
oMMonent must E.e its arguments and further evidence within two monthsL The defendant or 
aMM.icant is then granted a further two-month Meriod in which to E.e counterarguments and 
reJuest Mroof of use )where aMM.icab.eCL Qhen both Marties have E.ed arguments )and, where 
aMM.icab.e, have eDchanged Mroof of use and commentsC, the RISP wi.. issue a decisionL

The oMMosition Mroceedings are conducted in the .anguage in which the aMM.ication was 
E.ed )ie, Kutch, Hrench or png.ishCL This standard .anguage can be changed, but on.y with 
the consent of the trademark aMM.icantL Sf the aMM.ication was E.ed in png.ish, however, the 
.anguage of the Mroceedings may be chosen by the oMMonentL

Sf the oMMosition is awarded or re9ected in fu.., the oMMosition fees of `:,0x5 must be Maid by 
the .osing MartyL The cost decision is an enforceab.e 9udgmentL

mNNeal

AMMea.s against RISP decisions must be brought before the second chamber of the Rene.uD 
6ourt of “usticeL The aMMea. dead.ine is two months after the notiEcation of the Ena. RISP 
decisionL

Registration TerH
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(egistrations are va.id for :0 years from the aMM.ication dateL The use reJuirement begins 
Eve years after the date of registrationL

ReHo'al proH The Register

Any interested Marty, inc.uding the Mub.ic Mrosecutor, may invoke the inva.idity of the 
registration if the mark‘

1 is a sign that is not distinctive–

1 is mis.eading–

1 has become the usua. denomination for the goods or services invo.ved–

1 was E.ed in bad faith–

1 is contrary to Mub.ic order or mora.s–

1 con_icts with artic.e 4ter of the Paris 6onvention– or

1 con_icts with internationa. or p& .egis.ation Mroviding Mrotection for geograMhica. 
indicators on wines, traditiona. sMecia.ities or M.ant sMeciesL

Sn addition, inva.idity on re.ative grounds may be reJuested by any interested Marty as .ong 
as the o.der trademark rights owner is Mart of the MrocedureL This aMM.ies if the trademark‘

1 con_icts with a geograMhica. indication or constitutes an agent mark–

1 is simi.ar or identica. to a Mrior trademark registered for simi.ar or identica. goods or 
services– or

1 is simi.ar to a trademark with a reMutation in the Rene.uD for dissimi.ar goods or 
services, or is simi.ar to a we..-known trademark )in the sense of artic.e 4bis of the 
Paris 6onventionCL

Hina..y, revocation may be reJuested by any interested Marty if the mark has not been Mut to 
genuine use within Eve years of registrationL &se by a .icensee )and indeed any genuine use 
with Mrior authorisation from the mark ownerC is suUcient to maintain rights in a Rene.uD 
markL

ReHo'al proH The Register

Any interested Merson can aMM.y to the RISP for inva.idity )on the basis of abso.ute groundsC 
or revocation )on the basis of a Mrior rightCL Snva.idity based on re.ative grounds can be E.ed 
by Mrior trademark owners or .icenseesL Proceedings with the RISP are genera..y swifter and 
.ess eDMensive than court MroceedingsL loreover, they genera..y fo..ow the same structure 
as Rene.uD oMMosition Mroceedings and p& cance..ation MroceedingsL

vearLh ONtion

The RISP does not carry out an eDamination on re.ative grounds during the registration 
MrocedureL  Zowever,  it  does Mrovide a  usefu.  and comMrehensive  search too.  )a.so 
avai.ab.e in png.ishC, which can be accessed at wwwLboiMLint]en]trademarks-registerL Sf 
this search too. is not suUcient, the Tlview trademark search engine is a.so usefu. )-
wwwLtmdnLorg]tmview]we.comeCL

qNYORCqMqNT
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(egistered trademark rights in the Rene.uD are eUcient.y enforcedL Qhi.e there is no sing.e 
sMecia.ist court for genera. trademark disMutes, most district courts and courts of aMMea. 
have 9udges who focus on SP mattersL The Kistrict 6ourt of The Zague has high.y sMecia.ised 
9udges thanks to its eDc.usive 9urisdiction over puroMean trademark and design mattersL

lost infringement actions wi.. re.ate to the use of an identica. or simi.ar sign for identica. 
or simi.ar Mroducts or servicesL An action can a.so be brought for an infringement of a 
we..-known trademarkL The remedies avai.ab.e can Erst consist of an in9unctionL After this, a 
reca.. of infringing Mroducts can be demanded, as we.. as the surrender or destruction of the 
infringing MroductsL The infringer may a.so be reJuired to Mrovide a.. the re.evant information 
to enab.e the M.aintiff to ca.cu.ate the damages caused by the infringementL This information 
may inc.ude the number of infringing Mroducts bought, so.d and sti.. in stock, a.ong with the 
MroEts madeL Sn addition, the infringer can be ordered to Mrovide the contact detai.s of the 
suMM.ier of the infringing goodsL Sn both summary and main Mroceedings, a c.aim may be 
brought for the .ega. costs incurred to end the infringementL This works both waysL Sf the 
defendant Mrevai.s, he or she may a.so reJuest comMensation for their .ega. costsL St is not 
Mossib.e to c.aim Munitive damages in the Rene.uDL

Sn the case of a trademark infringement, a rights ho.der may bring a c.aim for the surrender 
of MroEts made by the infringer from the sa.e of the infringing MroductsL A c.aim for 
comMensation of damages, however, can on.y be brought in Mroceedings on the meritsL

Snterim re.ief is avai.ab.eL &nder certain circumstances )Marticu.ar.y a threat of irreMarab.e 
damage to the trademark ownerC, ex parte in9unctions are a.so avai.ab.eL An aMM.ication for an 
ex parte in9unction is granted on.y if the M.aintiff can make a prima facie case of infringementL 
Additiona. c.aims N such as a reJuest for comMensation of damages N cannot be granted 
in ex parte casesL As a ru.e, interim re.ief can be obtained Mrovided that the infringement 
MersistsL The trademark owner must continue to Mursue Mroceedings on the merits so that 
an interim in9unction retains its effectL

mLxuiesLenLe

The ho.der of a Mrior trademark that has acJuiesced for a Meriod of Eve successive years 
in the use of a registered .ater trademark, whi.e being aware of such use, wi.. no .onger be 
entit.ed to Mrohibit the use of the .ater trademark )artic.e 2L;0 of the Rene.uD 6onvention on 
Snte..ectua. ProMertyCL This ru.e does not aMM.y when the younger mark was E.ed in bad faithL

The timeframe for the reso.ution of an enforcement action wi.. deMend on the tyMe of 
remedy soughtL Sf the case is suUcient.y urgent, ex parte in9unctions and interim re.ief 
can be obtained a.most immediate.yL As a ru.e, interim re.ief cases wi.. be decided within 
aMMroDimate.y :x daysL 6ases on the merits are common.y decided in siD to :2 monthsL

Hina..y, a.though trademark infringement is mentioned in the Kutch Pena. 6ode, Mub.ic 
Mrosecutors  have  not  shown a  great  interest  in  Mursuing  common SP  cases  in  the 
7ether.andsL An eDceMtion may be SP infringement that is re.ated to .arge crimina. casesL

OWNqRSXIP CXANGqS ANL RIGXTS TRANSYqRS

Assignment is Mossib.e without the goodwi.. of the businessL Zowever, it must be made 
in writingL The recording of assignments, .icences and .iens with the RISP is eUcient and 
straightforwardL A scan or MhotocoMy of the under.ying document is usua..y suUcientL To 
record a .icence, .ien or .imitation, an eDecuted Mower of attorney of a.. Marties concerned is 
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reJuiredL Again, a scan or MhotocoMy of the document is usua..y enoughL 7o notarisation or 
.ega.isation is reJuiredL

RqzATqL RIGXTS

Sn the case of service marks that a.so constitute the comMany name, it is .ike.y that 
trade name rights aMM.yL These rights are governed by the resMective Kutch, Re.gian and 
BuDembourg trade name .awsL &nder certain circumstances, device marks, or combined 
word or device marks, may a.so be Mrotected under the coMyright .aws of the Rene.uD 
countriesL This is because the scoMe of Mrotection under such .aws is not .imited to artistic 
works and the thresho.d for coMyright Mrotection in the Rene.uD is considered to be fair.y .owL

Kesign rights are governed by the design chaMters in the Rene.uD 6onvention on Snte..ectua. 
ProMerty, as we.. as puroMean .egis.ationL Qhen it comes to unfair comMetition, various 
nationa. .aws against unfair comMetition come into M.ayL Sn the 7ether.ands, for eDamM.e, 
s.avish imitation may be considered a form of tortL As a ru.e, however, a c.aim of unfair 
comMetition wi.. reJuire additiona. circumstancesL As such, s.avish imitation is common.y 
c.aimed on.y in con9unction with a c.aim of infringement of other SP rightsL

ONzINq ISSUqS

In the basis of registered trademark rights, among other things, the trademark owner 
can ob9ect to unauthorised use in domain names, websites, hyMer.inks, on.ine ads and 
metatagsL Rene.uD .egis.ation Mrovides no sMeciEc Mrovisions regarding on.ine SP mattersL 
AMart from disMute reso.ution Mo.icy oMtions, the courts have eDc.usive 9urisdiction over these 
MroceedingsL

The jLn.3 KisMute (egu.ation Po.icy )200/, amended in 20:0C Mrovides the .ega. framework for 
taking action against a con_icting jLn.3 domain nameL Sn this instance the QSPI Arbitration 
and lediation 6entre is the administrative bodyL St may order the transfer of a domain name 
when‘

1 it is identica. or confusing.y simi.ar to a trademark or trade name Mrotected under 
Kutch .aw in which the comM.ainant has rights–

1 it is identica. or confusing.y simi.ar to a Mersona. name registered in the [enera. 
luniciMa. (egister in the 7ether.ands, or the name of a Kutch Mub.ic .ega. entity, 
association or foundation registered in the 7ether.ands under which the comM.ainant 
undertakes Mub.ic activities on a Mermanent basis–

1 the registrant has no rights to or .egitimate interests in the domain name– or

1 the domain name has been registered or is being used in bad faithL

The QSPI arbitration system works very eUcient.y and Kutch arbiters are considered eDMerts 
in their Ee.dL As a resu.t, &K(P Mroceedings wi.. genera..y form a cost-effective so.ution for 
jLn.3 domain name con_ictsL The .ega. situation in Re.gium is comMarab.eL A.ongside court 
Mroceedings, it is Mossib.e to initiate a.ternative disMute reso.ution Mroceedings at the Re.gian 
6enter for Arbitration and lediation )6pPA7SCL Sn BuDembourg, however, .ega. Mroceedings 
are necessary in the event of a disMute regarding a L.u domain nameL The range of action 
avai.ab.e to the L.u registry, (estena, is .imited to enforcing court decisionsL

STATISTICS
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Trademark and design E.ings in the Rene.uD remained strong throughout the recent 
Mandemic yearsL Sn fact, the number of E.ings with the RISP rose between 2020 and 202: 
to 2x,000, an increase of aMMroDimate.y :x Mer centL Fimi.ar Egures for 2022 show a droM 
back down to Mre-Mandemic .eve.sL The on.y SP right that does not fo..ow this Mattern is 
the Rene.uD design right, which has been a.most fu..y suMM.anted by the puroMean Kesign 
(egistrationL Snteresting.y, the number of Mrovisiona. trademark refusa.s made by the RISP 
has risen between 2020 and 2022, from ;L4 Mer cent to 5LG Mer centL St wi.. be interesting to 
see whether this trend wi.. continue, or whether it wi.. a.so droM to Mre-Mandemic .eve.sL

Peter van der Wees peter@markedly.nl
Marloes Smilde marloes@markedly.nl
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IN SUMMARJ

This artic.e out.ines trademark Mrocedures in [ermany before the [erman Patent and 
Trademark IUce )KPlAC, inc.uding aMM.ication and registration as we.. as oMMosition and 
cance..ation MroceedingsL (eJuirements for Mroof of use are a.so discussedL The artic.e 
a.so describes enforcement against infringements, changes of ownershiM, .icensing, on.ine 
domain disMutes, and additiona. Mrotections under [erman coMyright and trade MracticesL

LISCUSSION POINTS

1 (eJuirements and criteria for registration of trademarks, as we.. as reasons for 
non-e.igibi.ity

1 Iverview of the aMM.ication, KPlA eDamination, aMMea.s, oMMositions, Mub.ication and 
registration

1 &se reJuirements and non-use revocation

1 pnforcement and remedies

RqYqRqNCqL IN TXIS ARTICzq

1 [erman Patent and Trademark IUce )KPlAC

1 The Hedera. Patent 6ourt )RMat[C

1 Hedera. 6ourt of “ustice )R[ZC

1 Hedera. Act of 6rimina. Procedure )FtPIC

1 Act on the (emuneration of Bawyers )(O[C

1 [erman &nfair Practices Act )&Q[C

1 Kp7S6 e[

1 [erman 6ustoms IUce

1 Qor.d Snte..ectua. ProMerty IrganiVation

1 Paris 6onvention

1 Act on the Protection of Trade larks and other Figns :88x

8 ‘qJ NqqL TO ‘NOWS

:L KPlA eDamines abso.ute grounds for refusa., Marticu.ar.y .ack of distinctivenessL 
There is no refusa.ex o-cio based on o.der con_icting trademarksL

2L [ermany is a Erst-to-E.e countryL

;L Three-month Meriod after Mub.ication of registration in which to E.e an oMMosition, 
based on o.der rightsL

xL Trademarks must be Mut to genuine use within Eve years, or they can be sub9ect to 
revocation, but on.y on reJuest and not ex o-cioL
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5L 6ommercia. designations are Mrotected against newer identica. or confusing.y simi.ar 
trade designations and trademarks once they are Erst used in [ermany )without 
registrationCL

zqGAz YRAMqWOR‘

Iational AaW

[erman trademarks, p& trademarks and [erman trademarks based on internationa. 
registrations, names and non-registered trade designations are a.. enforceab.e in [ermanyL 
[erman trademarks are governed by the Act on the Protection of Trade larks and other 
Figns :88x )Trademark ActC, which imM.ements the p& Trade larks Kirective )20:5]2x;4CL

p& trademarks are governed by the p& (egu.ation )20:G]:00:C, the p& 6ommission 
Ke.egated (egu.ation )20:/]425C and the p& 6ommission SmM.ementing (egu.ation 
)20:/]424CL Snternationa. registrations that eDtend to [ermany are governed by the ladrid 
Protoco.,  the ladrid Agreement and the Trademark ActL  7ames and non-registered 
commercia. designations are governed by the 6ivi. 6ode and the Trademark ActL

Pnternational Treaties

[ermany has a.so acceded to severa. mu.ti.atera. and bi.atera. internationa. treatiesL These 
inc.ude the Paris 6onvention for the Protection of Sndustria. ProMerty, the 7ice Agreement 
6oncerning the Snternationa. 6.assiEcation of [oods and Fervices for the PurMoses of the 
(egistration of larks, and the Agreement on Trade-(e.ated AsMects of Snte..ectua. ProMerty 
(ightsL

ynregisterek BarEs

6ommercia. designations are Mrotected against newer identica. or confusing.y simi.ar trade 
designations and trademarks once they are Erst used in [ermanyL Zowever, detai.s of this 
Mrotection can be comM.eDL The Mrotection may be .oca..y restricted, for eDamM.e, or there 
may be coeDistence in the case of natura. Mersons with the same nameL

&nregistered trademarks and other commercia. designations )eg, business symbo.sC are 
Mrotected against newer identica. or confusing.y simi.ar trademarks and commercia. 
designations on.y from the date on which they acJuire a suUcient degree of Mub.ic 
recognition in the sMeciEc [erman marketL The reJuired minimum thresho.d is determined 
on a case-by-case basisL Sf the sign is distinctive, a degree of recognition of between 20 Mer 
cent and 25 Mer cent of re.evant consumers is suUcient to Mass the thresho.d testL Zowever, 
if the sign is descriMtive or not distinctive for other reasons, it must a.so have acJuired 
distinctiveness through its use in [ermanyL The recognition thresho.d for this is set at 50 
Mer centL &nregistered trademarks used on.y outside [ermany to the reJuired substantia. 
degree may be afforded Mrotection in accordance with artic.e 4bis of the Paris 6onvention 
on.y if the mark is we.. knownL This wi.. usua..y reJuire between 40 Mer cent and G0 Mer cent 
recognitionL These reJuirements must be Mroved by oMinion Mo..s conducted in accordance 
with reJuirements estab.ished by MrecedentL

Registerek BarEs

Any natura. or .ega. Merson may aMM.y for and own a trademarkL Qhi.e reMresentation is 
not necessary before the [erman Patent and Trademark IUce )KPlAC or the Hedera. 
Patent 6ourt )RMat[C N which has 9urisdiction over certain trademark matters )a.though 
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not infringement casesC N aMM.icants or owners with no domici.e, seat or commercia. 
estab.ishment in [ermany must aMMoint a [erman reMresentativeL [erman attorneys at .aw 
and [erman Matent attorneys must be du.y emMowered, a.though no Mower of attorney 
need be submitted to the KPlA or the Patent 6ourtL Ither reMresentatives must submit a 
Mower of attorney in writing )either in [erman, or the origina. with a [erman trans.ationCL 7o 
notarisation is reJuiredL Zowever, foreign aMM.icants and owners may need to comM.y with 
their .oca. forma. reJuirementsL

(egistration may be aMM.ied for a mark that consists of any sign caMab.e of being reMresented 
c.ear.y and in a deEnitive.y determinab.e wayL This inc.udes in Marticu.ar words, numbers, 
graMhica. devices and three-dimensiona. shaMesL The reMresented sign must be caMab.e of 
distinguishing the goods or services of one undertaking from those of other undertakings in 
a .ega. mannerL

Figns are not e.igib.e for registration if, among other things, they‘

1 are devoid of any distinctive character–

1 are descriMtive–

1 are used by comMetitors to describe their goods and services–

1 consist eDc.usive.y of the shaMe which resu.ts from the nature of the goods as such, 
are necessary to obtain a technica. resu.t or give substantia. va.ue to the goods–

1 are contrary to Mub.ic Mo.icy or acceMted MrinciM.es of mora.ity–

1 cou.d Motentia..y deceive the Mub.ic N for eDamM.e, in regard to the nature, Jua.ity or 
geograMhica. origin of the goods or services–

1 consist of .ega..y Mrotected signs and have not been authorised by the comMetent 
authorities– or

1 have been aMM.ied for in bad faithL

Zowever, the grounds mentioned under the Erst three of these Moints may be overcome by 
acJuiring around 50 Mer cent distinctivenessL

PROCqLURqS

The KPlA wi.. eDamine the trademark aMM.ication with regard to forma.ities )eg, correct 
c.assiEcation of the goods or services and fu.. Mayment of the aMM.ication feesC and abso.ute 
grounds for refusa.L St does not conduct an ex o-cio search for o.der con_icting trademarksL 
Any deEciency wi.. be raised by the KPlA in an oUcia. action that grants the aMM.icant at .east 
one month in which to reM.yL These Meriods are eDtendab.e on reJuestL This decision may in 
turn be aMMea.ed within one month of notiEcation, either by an administrative aMMea. to the 
KPlA or by a direct fu.. aMMea. to the Patent 6ourt, deMending on the status of the Merson 
at the KPlA who Erst issued the decisionL A decision of a KPlA aMMea. division may be 
aMMea.ed to the Patent 6ourtL In rare occasions, decisions of this court may be aMMea.ed to 
the Hedera. 6ourt )R[ZCL Pub.ication and registration of a trademark occur when the KPlA 
has issued the a..owanceL Qithout any oUcia. action, this is .ike.y to be comM.eted between 
three and siD months from the aMM.ication, a.though the actua. time can vary great.yL The 
trademark has effect from the date on which it is recorded in the Trademark (egisterL

An oMMosition may be E.ed three months after a trademark registration is Mub.ished, Mrovided 
that the corresMonding fees are a.so MaidL The rights on which the oMMosition is based, and 
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the scoMe of that oMMosition, must be c.ear.y indicatedL An additiona. fee must be Maid for 
each right to which the newer mark is oMMosedL An oMMosition may be based on o.der [erman 
trademarks and p& trademarks, internationa. trademarks in force in [ermany and trade 
designations which are Mrotected in [ermanyL St is a.so Mossib.e to base an oMMosition on 
o.der trademark aMM.icationsL Sf and to the eDtent that an oMMosition succeeds, the oMMosed 
trademark wi.. be eDMunged from the register once the ru.ing is Ena. and bindingL

IMMositions can a.so be based on Mrotected geograMhica. indications, and Mrotected 
designations of originL [enera..y, oMMosition Mroceedings are documentary Mroceedings 
with no ora. hearingL A tyMica. case wi.. invo.ve one or two rounds of short submissionsL 
6urrent.y oMMosition Mroceedings before the KPlA can take at .east a year for the Erst 
decision to be reachedL An admissib.e oMMosition that is based on o.der rights wi.. succeed 
if the newer mark or the goods and services c.aimed in its sMeciEcation are identica. or 
confusing.y simi.ar to the o.der right on which the oMMosition is basedL This inc.udes a danger 
of association with the o.der markL Sn genera., the scoMe of Mrotection afforded to o.der 
we..-known, famous or notorious trademarks wi.. be broaderL Hina..y, an oMMosition can a.so 
be based on the grounds that the oMMosed trademark was registered in bad faith, Marticu.ar.y 
in the name of an agent or other reMresentative of the )norma..y foreignC trademark ownerL

To suMMort sett.ement negotiations between the Marties to the Mroceedings, the KPlA may 
grant a coo.ing off Meriod of at .east two months within which to try to reach an amicab.e 
sett.ementL This Meriod may be eDtended by a further 9oint reJuest by the two MartiesL

The owner of the contested aMM.ication may defend by reJuesting Mroof of use of the 
oMMosing trademarkL The KPlA reJuires Mroof of use rather than simM.y the Mutting forward 
of a M.ausib.e caseL Zowever, in M.ace of fu.. Mroof, aUrmation in .ieu of an oath is sti.. 
Mermitted Mursuant to section x;):C of the Trademark ActL The Eve-year Meriod for which 
Mroof of use of the oMMosing trademark must be furnished wi.. begin Eve years before the 
E.ing date or Mriority date of the cha..enged trademarkL

The grace Meriod for using the trademark on which the oMMosition is based )the Meriod during 
which the use of the trademark does not have to be MrovenC begins essentia..y on the date 
on which the oMMosition Meriod eDMiresL Sn case an oMMosition is E.ed, the commencement 
date of the grace Meriod is the date on which the Ena. decision of oMMosition Mroceedings 
becomes Ena. and binding or the date of withdrawa. of a.. oMMositionsL Hor trademarks whose 
aMM.ication was E.ed with the KPlA after :x “anuary 20:8 the beginning and end of the 
grace Meriod for use is entered in the Trademark (egister )section 25 )20aC of the Trademark 
IrdinanceCL An oMMosition wi.. a.so be re9ected if the younger oMMosed trademark was E.ed 
during the Meriod during which the o.der trademark was not in genuine useL This aMM.ies even 
if the o.der trademark was subseJuent.y Mut to genuine use by the owner and the .ack of use 
cured vis-a-vis other third MartiesL

A trademark that is not Mut to genuine use within Eve years of eDMiration of the oMMosition 
Meriod or the Ena. decision in oMMosition Mroceedings is deemed inva.idL Zowever, if 
maintenance fees are Maid, the mark wi.. continue to eDist on the Mub.ic records, because no 
dec.aration or evidence of use is reJuiredL After the Eve-year grace Meriod for commencing 
genuine use, any third Marty may E.e a reJuest for revocation at any timeL Sf the owner does 
not ob9ect to this within two months, the mark wi.. be revokedL Sn case of an oMMosition, 
the third Marty is informed and may then Mroceed with revocation Mroceedings before the 
KPlA by Maying another oUcia. fee within a month of notiEcation or E.e a revocation action 
based on non-use with the [erman regiona. court that has sMecia. 9urisdiction in the sub9ectL 
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Sf the owner can Mrove that it has commenced genuine use before the revocation reJuest 
is E.ed, the trademark wi.. not be revokedL This is the case even if the trademark had not 
been used for more than Eve yearsL Zowever, use that commences .ess than three months 
before the cance..ation reJuest after the owner became aware of its Motentia. E.ing wi.. not 
be consideredL

Any Marty may E.e a reJuest for revocation, and the trademark may be cance..ed, if‘

1 there are abso.ute grounds for refusing trademark Mrotection )usua..y over.ooked by 
the KPlA during eDaminationC, if‘

1 the abso.ute ground of refusa. sti.. eDists at the time that the decision on the 
aMM.ication for cance..ation is made– and

1 cance..ation is reJuested within :0 years of the registration date–

1 the trademark has become the common name in the trade for the goods or services 
in resMect of which it is registered as a conseJuence of acts or the inactivity of the 
owner– or

1 use made of the mark is .iab.e to mis.ead the Mub.ic, Marticu.ar.y as to the nature, 
Jua.ity or geograMhica. origin of those goods or servicesL

Sn resMect to the enumerated number of statutory abso.ute grounds, a trademark may be 
cance..edex o-cio by the KPlA if the Mrocedure is commenced during the Erst two years 
after the registration date and the registration manifest.y contravenes a Enite number of 
MrovisionsL These grounds may aMM.y on.y to some of the goods and services for which 
the trademark is registeredL Sn this case the cance..ation wi.. concern on.y that Mart of the 
trademarkL

As an a.ternative to oMMosition Mroceedings, esMecia..y after the eDMiry of the non-eDtendab.e 
three-month oMMosition Meriod, the owner of o.der rights may E.e at any time a reJuest for 
cance..ation based on its o.der trademark or trade designation standing in force in [ermany 
)ie, re.ative groundsCL Zowever, even if the re.ative grounds are Mroven to eDist, the registration 
may not be cance..ed if the owner of the o.der mark has knowing.y to.erated the use of 
the newer mark for the goods or services in resMect of which it is registered for a Meriod 
of Eve consecutive years N un.ess the newer mark was obtained in bad faith or the owner 
of the o.der right has consented to registration and use of the younger markL Hurthermore, 
cance..ation is not Mossib.e if the o.der mark cou.d have been cance..ed on the date of 
Mub.ication of registration of the younger trademarkL

6ance..ation reJuests based on origina. or subseJuent abso.ute grounds for refusa., .ack of 
standing to own a trademark, .ack of genuine use or because of the eDistence of ear.ier rights 
)on.y by the owner of such rightsC may be E.ed with the KPlAL An action for cance..ation for 
revocation or because of the eDistence of ear.ier rights may a.so be commenced before the 
comMetent higher regiona. courtL

The trademark may be renewed :0 years after the aMM.ication E.ing for some or a.. of the 
goods and services for which it is registered by Mayment of the aMM.icab.e maintenance feeL 
A.. renewa.s and de.etions wi.. be recorded in the register, which may be accessed on.ine at

wwwLregisterLdMmaLdeL Any owner may at any time re.inJuish their trademark comM.ete.y or 
regarding certain goods or services by E.ing a corresMonding written reJuest with the KPlAL
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qNYORCqMqNT

6ivi. infringement Mroceedings may be based on a con_ict with o.der rightsL TyMica..y, 
infringement c.aims wi.. Erst be asserted against the infringer in the form of a .etter that asks 
them to cease and desist, and to May a contractua. Mena.ty in case of contraventionL The .atter 
reJuirement is a uniJue feature of the [erman .ega. system and is intended to disMerse the 
danger of reMeated infringementL &n.ess the infringer gives such an undertaking, the action 
reJuesting an order to cease and desist wi.. remain admissib.eL

The rights ho.der may seek an inter.ocutory in9unction from the comMetent regiona. higher 
court if the matter is urgent, which is .ega..y MresumedL )The comMetence of sMeciEc 
chambers is concentrated on the state .eve. in a few courts in each stateLC The Metitioner 
must reJuest in9unctive re.ief soon after .earning about the infringementL This Meriod is not 
.ega..y deEned, a.though it is genera..y agreed to be within one monthL Fome courts grant a 
Meriod of uM to two months, but .onger Meriods are granted on.y under sMecia. circumstancesL 
&n.ess the infringer acknow.edges the court order as Ena. and binding, the Metitioner wi.. 
have to institute norma. infringement MroceedingsL

The fo..owing remedies are avai.ab.e in civi. infringement Mroceedings‘

1 c.aims to cease and desist, which do not deMend on the infringement being cu.Mab.e–

1 c.aims for actua. damages, which may be demonstrated via three a.ternative 
methods‘

1 .icence ana.ogy–

1 actua. damages suffered by the rights ho.der– and

1 MroEts made by the infringer which are attributab.e to the infringement, or 
un9ust enrichment–

1 c.aims for destruction and reca.., or Mermanent remova. from sa.e, un.ess this wou.d 
be disMroMortionate N in order to secure the enforcement of such c.aims, under 
certain circumstances a seJuestration can be ordered by inter.ocutory in9unction–

1 c.aims for information concerning the origin and sa.es channe.s of un.awfu..y marked 
goods or services )in sMecia. cases, these c.aims may a.so eDist against certain third 
MartiesC–

1 c.aims that the infringer submit or a..ow access to banking, Enancia. or commercia. 
documents where these are reJuired for the assertion of the comMensation c.aim, 
un.ess this wou.d be disMroMortionate N the court has the Mower to guarantee 
conEdentia.ity Mrotection–

1 information c.aims, which under certain circumstances may be granted through an 
ex parte inter.ocutory in9unction– and

1 c.aims for the Mub.ication of the Ena. 9udgmentL

(easonab.e attorneys3 fees and court fees are awarded, deMending on the eDtent to which a 
Marty Mrevai.sL 6ourt and attorney fees are assessed on the basis of fee statutes that Mrovide 
for .umM sums and caM recoverab.e amountsL [erman attorneys at .aw are not Mermitted to 
charge fees be.ow such amountsL
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Qi.fu. trademark infringement is a crime and may be MunishedL The .oca. Mub.ic Mrosecutor3s 
oUce is emMowered by the Hedera. Act of 6rimina. Procedure )FtPIC to commence 
Mroceedings on its own initiative or uMon receiving a comM.aintL The abi.ities of the rights 
ho.der to in_uence the investigation, inc.uding the sMeed at which it is conducted, are .imitedL

Roth  the  seiVure  and  eventua.  destruction  of  imMorted  counterfeit  goods  in 
[ermany  are  Mossib.e  under  [erman  and  p&  regu.ationsL  Ketai.ed  information 
regarding  this  is  avai.ab.e  from  the  [erman  6ustoms  IUce  at  wwwLVo.. 
ng.ish.ish*version]d0*Mrotection*MroMerty]a0*trademark]indeDLhtm.L

OWNqRSXIP CXANGqS ANL RIGXTS TRANSYqRS

A change of ownershiM with regard to a [erman trademark takes M.ace outside the register 
either through the oMeration of .aw )eg, .ega. successionC or on the basis of an agreement 
)eg, assignmentCL Qhi.e it is not mandatory to record such a change in the register, this 
is high.y recommended in order to ensure that rights can be enforced without de.ayL The 
va.idity and the form of such a change of ownershiM deMend on the aMM.icab.e .awL There 
are no forma. reJuirements with regard to a registered trademarkL A [erman reMresentative 
who is a [erman attorney at .aw or Matent attorney may reJuest the recording of a change 
of ownershiM in the register without submitting a coMy or origina. of the under.ying .ega. 
instrumentL Sn a.. other cases documentary Mroof must be submittedL

Trademark .icences are a.so granted outside the registerL A .icensee may themse.ves start 
infringement Mroceedings on.y with the consent of the .icensor]owner of the .icensed rightL 
There is no statutory reJuirement to register a .icenceL Trademark .icences are entered in 
the (egister at the reJuest of the MroMrietor of the trademark ).icensorC or of the .icensee if 
the resMective other Marty consentsL The entry contains information about the .icensee, the 
tyMe of .icence and any restrictionsL A fee is charged for the registration, amendment and 
cance..ation of a .icence in the (egisterL St is a.so Mossib.e to have .icences for trademarks 
for which Mrotection has been eDtended to [ermany recorded in the Snternationa. (egisterL

6ommercia. designations and names are regarded as being ineDtricab.y associated with the 
re.evant business oMeration or comMany and may not be transferred without the business 
oMeration as such or .icensed to another comManyL The re.ated .ega. issues are comM.eDL

RqzATqL RIGXTS

A trademark that is an individua. and suUcient.y origina. creative work may a.so be Mrotected 
by coMyrightL This aMM.ies not on.y to device marks, but on rare occasions may a.so inc.ude 
s.ogans that meet a high standard of origina.ityL Hurthermore, there may be a neDus between 
trademark infringement and the [erman &nfair Trade Practices Act )&Q[CL This .ega. area 
is maMMed out by many Mrecedents and is high.y comM.eDL To a certain eDtent, enforcement 
resemb.es trademark infringement matters, but c.aims differ substantia..yL

ONzINq ISSUqS

The country code toM-.eve. domain jLde3 is managed by Kp7S6 e[L A disMute concerning a jLde3 
domain name may be registered with Kp7S6 in order to Mrevent its transferL KisMutes must 
be reso.ved amicab.y or, if this is not Mossib.e, in courtL A substantia. body of trademark case 
.aw aMM.ies eJua..y to cybersMace as it does to the oβine wor.dL Hor eDamM.e, a domain name 
that is simi.ar or identica. to a registered trademark a.so reJuires use for identica. or simi.ar 
goods or services in order for a trademark-based c.aim to succeedL 6ases of famous marks 
or bad-faith domain name registration may be differentL Rearing this in mind, Mrecedents 
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have estab.ished that metatags can be infringingL AdQords usage, on the other hand, wi.. not 
norma..y constitute infringement un.ess the disM.ayed advertisement contains something 
that is infringingL

Reinhard Yischer rFscher@cohauszq;orack.de
Tamara Moll tmoll@cohauszq;orack.de
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IN SUMMARJ

The .ega. framework of the Ssrae.i trademark registration Mrocess, its Mrosecution and 
enforcementL Sn the Mast severa. years, Ssrae. has become eDtreme.y strict in its eDamination 
Mractice, sMeciEca..y regarding non-distinctive marksL “ust recent.y, a new Practice PaMer has 
been circu.ated determining the distinctiveness of word marks and design marksL AMM.icants 
shou.d become aware of this recent stanceL

LISCUSSION POINTS

1 FcoMe of Mrotection of registered trademarks and unregistered mark

1 Trademark registration Mrocedure, maintenance and renewa.

1 Trademark enforcement

RqYqRqNCqL IN TXIS ARTICzq

1 The Trademarks Irdinance )new version N 5G;2]:8G2C

1 The Trademarks (egu.ations :8x0

1 The Trademark (egu.ations )SmM.ementation of the ladrid Protoco.C )5G4G]200GC

1 Qork instructions for determining distinctive marks N Practice PaMer )202;C

1 The &n9ust pnrichment Baw )5G;8]:8G8C

1 The 6ommercia. Torts Baw )5G58]:888C

1 The 6onsumer Protection Baw )5Gx:]:8/:C

zqGAz YRAMqWOR‘

(e.evant nationa. .aws inc.ude‘

1 the Trademarks Irdinance )new version N 5G;2]:8G2C–

1 the Trademarks (egu.ations :8x0–

1 the Trademarks Irder )Protection of Sndustria. ProMertyC :8;x–

1 the lerchandise larks Irdinance :828, as amended–

1 the lerchandise larks (egu.ations :8;5–

1 the AMMe..ations of Irigin )[eograMhica. SndicationsC )ProtectionC Baw )5G25]:845C–

1 the AMMe..ations of Irigin )Procedure of (egistration of AMMe..ations of Irigin 
Iriginating in a Horeign 6ountryC (egu.ations )5G2G]:84GC–

1 the AMMe..ations of  Irigin  )Procedure before  AMMea.  6ommitteeC  (egu.ations 
)5G2G]:844C–

1 the Fymbo.s Protection Act )5G;5]:8GxC–

1 the Trademark (egu.ations )SmM.ementation of the ladrid Protoco.C )5G4G]200GC–

1 the &n9ust pnrichment Baw )5G;8]:8G8C–
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1 the 6ommercia. Torts Baw )5G58]:888C– and

1 the 6onsumer Protection Baw )5Gx:]:8/:CL

Ssrae. has signed the fo..owing internationa. treaties‘

1 the Paris 6onvention for the Protection of Sndustria. ProMerty )://;C, Ftockho.m 
):84GC–

1 the Agreement on Trade-(e.ated AsMects of Snte..ectua. ProMerty (ights–

1 the 7ice Agreement on the Snternationa. 6.assiEcation of [oods and Fervices ):85GC, 
Ftockho.m ):84GC–

1 the  Bisbon  Agreement  for  the  Protection  of  AMMe..ations  of  Irigin  and  their 
Snternationa. (egistration ):85/C, Ftockho.m ):8G;C– and

1 the  Protoco.  (e.ating  to  the  ladrid  Agreement  6oncerning  the  Snternationa. 
(egistration of larksL

UNRqGISTqRqL MAR‘S

Qhi.e  the  Trademark  Irdinance  Mredominant.y  Mrovides  Mrotection  for  registered 
trademarks, it a.so Mrotects unregistered we..-known trademarksL

&nregistered marks that are not considered we.. known may be Mrotected under‘

1 the 6ommercia. Qrongs Baw )5G58]:888C, incorMorating the tort of Massing off–

1 the 6onsumer Protection Baw )5Gx:]:8/:C, according to which a .awsuit may be 
initiated against a third Marty using the mark in a manner that deceives the consumer 
Mub.ic– and

1 the Baw of &n9ust pnrichment )5Gx:]:8/:C, according to which unfair comMetition 
and unfair use of one3s goodwi.. in a mark is MrohibitedL

According to Ssrae.i .aw, there is no sMeciEc use reJuirement for estab.ishing the mentioned 
rightsL pach case is 9udged on its own merits, and the duration, eDtent, nature of use and 
nature of the mark are a.. taken into consideration to determine e.igibi.ity for MrotectionL 
&nregistered rights may a.so be Mrotected under different .aws, inc.uding the &n9ust 
pnrichment Baw, the 6ommercia. Torts Baw and the 6onsumer Protection BawL

RqGISTqRqL MAR‘S

Any Merson or .ega. entity may obtain Mrotection for a markL 7o Mower of attorney is reJuired 
before E.ing, but one must be submitted to the Ssrae.i Trademark IUce )STIC at a .ater stageL 
7o notarisation or .ega.isation is reJuiredL

vLoNe Of broteLtion

larks that are usua..y e.igib.e for registration inc.ude those that are fancifu., arbitrary or 
distinctive, or that have acJuired distinctivenessL

The fo..owing marks are not e.igib.e for registration‘

1 a mark referring to a connection with the Mresident of Ssrae. or his or her househo.d, 
or to Mresidentia. Matronage, or a mark from which a connection or Matronage might 
be inferred–
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1 _ags and emb.ems of the state, its institutions, foreign states or internationa. 
organisations, and any mark resemb.ing any of these–

1 Mub.ic armoria. bearings, oUcia. signs or sea.s used by any state and signs resemb.ing 
any of these, and any sign from which it might be inferred that the owner en9oys the 
Matronage of, or suMM.ies goods or renders services to, a head of state or government, 
un.ess it can be Mroved that the rights ho.der is entit.ed to use it–

1 a mark in which any of the fo..owing words aMMear‘ jMatent3, jMatented3, jby roya. .etters 
Matent3, jregistered3, jregistered design3, jcoMyright3, jto counterfeit this is forgery3 or 
words to that effect–

1 a mark that is or may be in9urious to Mub.ic order or mora.ity–

1 a mark that is .ike.y to deceive the Mub.ic, contains a fa.se indication of origin or 
encourages unfair trade comMetition–

1 a mark containing a geograMhica. indication that may be mis.eading as to the rea. 
geograMhica. area from which the goods originated–

1 a mark containing a geograMhica. indication that is .itera..y correct, but that contains 
a fa.se reMresentation to the effect that the goods originated in a different area–

1 a mark identica. or simi.ar to emb.ems of eDc.usive.y re.igious signiEcance–

1 a mark on which the reMresentation of a Merson aMMears, un.ess the consent of that 
Merson has been obtained )in the case of reMresentation of a deceased Merson, the 
consent of his or her successors is reJuired un.ess reasonab.e grounds eDist for not 
obtaining itC–

1 a mark identica. to one be.onging to a different owner that is a.ready registered in 
resMect of the same goods or descriMtion of goods, or so near.y resemb.ing such a 
mark as to cause .ike.y confusion–

1 a mark consisting of numera.s, .etters or words that are in common use in trade to 
distinguish or describe goods or c.asses of goods, or that bear direct reference to 
their character or Jua.ity, un.ess the mark has a distinctive character–

1 a mark whose ordinary signiEcance is geograMhica. or a surname, un.ess reMresented 
in a sMecia. manner or un.ess having a distinctive character–

1 a mark identifying wines or sMirits that contains a geograMhica. indication, if the wine 
or sMirit did not originate in that geograMhica. area–

1 a mark identica. or mis.eading.y simi.ar to a we..-known trademark, even if the mark is 
not registered with resMect to goods for which the mark is we.. known or with resMect 
to goods of the same descriMtion–

1 a mark identica. or simi.ar to a we..-known registered trademark, even with resMect 
to unre.ated goods or services, if the mark sought to be registered might indicate 
a connection between the goods with resMect to which the mark is sought and the 
registered owner of the trademark, and the registered owner of the trademark might 
be harmed as a resu.t of using the mark sought– and

1 a mark identica. to, resemb.ing or containing the name or business name of another 
Merson or entity,  if  the mark is .ike.y to deceive the Mub.ic or to cause unfair 
comMetitionL
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PROCqLURqS

piling mnk D3aHination broLeekings

lu.ti-c.ass trademark aMM.ications are avai.ab.e in Ssrae.L The mark is eDamined severa. 
months after  E.ingL  Proceedings may be acce.erated under  certain  conditionsL  The 
eDamination is conducted based on abso.ute as we.. as re.ative groundsL Qith resMect to 
abso.ute grounds, it shou.d be noted that in recent years the SBTlI has become signiEcant.y 
strict with its eDamination Mractice in re.ation to descriMtive and non-distinctive marksL

Sndeed, in the Mast year a new Practice PaMer has been circu.ated by the SBTlI, according to 
which descriMtive or non-distinctive word e.ements aMMearing in basic or standard tyMeface, 
.ettering or handwritten sty.e tyMefaces are not registrab.eL Qhere standard tyMefaces 
incorMorate e.ements of graMhic design as Mart of the .ettering, those e.ements need to have 
suUcient imMact on the mark as a who.e to render it distinctiveL Qhen these e.ements are 
suUcient to distract the consumer3s attention from the descriMtive meaning of the word 
e.ement or are .ike.y to create a .asting imMression of the mark, the mark is registrab.eL The 
mere jaddition3 of a sing.e co.our to a descriMtive]non-distinctive word e.ement, either to the 
.etters themse.ves or as a background, is not suUcient to render the mark distinctiveL &se 
of co.ors is common in trade and wou.d not be seen as an indication of originL Zowever, 
it is Mossib.e that an unusua. and memorab.e arrangement of co.ors cou.d render a mark 
distinctiveL

Qith resMect to the Egurative e.ements in the mark, descriMtive or non-distinctive verba. 
e.ements combined with simM.e geometric shaMes are un.ike.y to be acceMtab.e, in Marticu.ar 
when these shaMes are used as a frame or borderL In the other hand, geometric shaMes 
can add distinctiveness to a sign when their Mresentation, conEguration or combination with 
other e.ements creates a g.oba. imMression which is suUcient.y distinctiveL

A Egurative e.ement is considered to be descriMtive and]or devoid of distinctive character 
whenever‘

1 it is a mere deMiction of the goods and services–

1 it consists of a symbo.ic or sty.ised Mortraya. of the goods and services that does not 
deMart signiEcant.y from their common reMresentation–

1 and]or it is common in the tradeL

A Egurative e.ement which does not reMresent the goods and services but has a direct .ink 
to the characteristics of the goods and services wi.. not render the mark distinctive, un.ess 
it is suUcient.y sty.isedL

Qith resMect to both the word and Egurative e.ements in the mark, MrinciMa..y, a combination 
of Egurative e.ements and word e.ements, which if considered individua..y are devoid of 
distinctive character, does not give rise to a distinctive markL That said, a combination of such 
e.ements when considered as a who.e cou.d be Merceived as an indication of origin due to the 
Mresentation and comMosition of the signL This wi.. be the case when the combination resu.ts 
in an overa.. imMression which is suUcient.y far removed from the descriMtive]non-distinctive 
message conveyed by the word e.ementL

A uniJue Mrocedure in Ssrae. re.ates to a refusa. based on the eDistence of a corresMonding 
Mending aMM.ication )inter partes MroceedingsCL Sf such a refusa. is issued, the Marties may 
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reso.ve the con_ict by reaching a sett.ement aMMroved by the registrarL Itherwise, the 
registrar wi.. issue a decision based on three criteria‘

1 the aMM.icants3 good faith in choosing the trademark–

1 the eDtent of use of the resMective marks– and

1 the E.ing dates of the aMM.icationsL

According to .oca. Mractice, and because Ssrae. be.ongs to those common .aw countries 
where trademark rights may common.y be acJuired by use, more emMhasis is given to Erst 
use and to vo.ume of use than to the date of E.ingL

A resMonse to the eDaminer3s ob9ection must be E.ed within three monthsL Sf no resMonse is 
submitted by this dead.ine or no eDtension of time is reJuested, the STI wi.. u.timate.y c.ose 
the E.eL pDtensions are avai.ab.e uM to eight months from the date on which the resMonse 
shou.d have been E.ed, whi.e the aMM.icant is reJuired to Ena.ise the eDamination within two 
years of the Erst oUce actionL

Ince acceMted, the mark wi.. be Mub.ished in the Trademarks GaQetteL

ONNosition

&Mon Mub.ication, third Marties have three months to oMMose the registrationL Sf no oMMosition 
is E.ed, the mark wi.. Mroceed to registrationL The oMMosition Meriod cannot be eDtendedL

Ince  the  oMMosition  is  E.ed,  the  aMM.icant  has  two  months  to  resMond  by  E.ing  a 
counterstatementL Two months thereafter, the oMMonent must E.e their evidence in suMMort 
of the oMMositionL FubseJuent.y, the aMM.icant has two months to E.e their counterevidence 
and the oMMonent may then E.e evidence in resMonseL The evidence is submitted in the form 
of aUdavitsL An ora. hearing is then schedu.ed before the STI )un.ess the Marties reach a 
Mrocedura. agreement to waive cross-eDaminationsCL The Marties then Mroceed to submit 
their ora. or )usua..yC written summations and summations in reM.yL A decision wi.. be issued 
thereafterL Fuch a decision is Ena. and binding, un.ess it is aMMea.ed to the re.evant district 
courtL

Registration

Sf no oMMosition is E.ed within the oMMosition Meriod or if an oMMosition has been dismissed, 
the mark Mroceeds to registrationL

ReneWal

(egistered trademarks are va.id for :0 years from the aMM.ication dateL

ReHo'al proH Register

Any Merson may E.e an inva.idation action to remove or amend a trademark from the register 
on the grounds that it is not e.igib.e for registrationL Fuch an aMM.ication shou.d be E.ed within 
Eve years of the registration dateL Zowever, if an aMM.ication is E.ed in bad faith, there is no 
Eve-year .imitL

A registered mark may become vu.nerab.e to non-use cance..ation action three years after 
its registration dateL A cance..ation action against a registered mark may be initiated by any 
third Marty on the grounds that there was no good-faith intention to use the trademark in 
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connection with the goods for which it was registered, and that there has been no good-faith 
use of the trademark during the three years Mreceding the aMM.ication for cance..ationL

6ance..ation and inva.idation actions shou.d usua..y be submitted to the registrar at Erst 
instanceL The registrar3s decision may then be aMMea.ed to the re.evant district court at 
second instanceL Zowever, some actions may be submitted to the Erst instance courtL

vearLhes

IUcia. trademark searches are conducted for any identica. or confusing.y simi.ar marks, 
word marks and device marks for as many c.asses as reJuestedL

qNYORCqMqNT

Ci'il broLeekings

A reJuest for interim remedies is one of the most va.uab.e too.s for the Mrotection of 
trademarksL The M.aintiff wi.. be granted an inter.ocutory in9unction if the court is convinced 
that the M.aintiff has a good chance to win the suit and that the ba.ance of convenience 
.eans in its favourL A M.aintiff who suMer_uous.y de.ays action may not be granted interim 
remediesL There is no ru.e as to how much time must Mass before it constitutes such a 
de.ay‘ this deMends on the circumstances of each caseL The main .awsuit, inc.uding the 
reJuest for a Mermanent in9unction, can be E.ed at any time within seven years of the date 
of infringementL Zowever, in eDtreme circumstances, a suMer_uous de.ay might stoM the 
M.aintiff from bringing the c.aim to courtL

Sf the M.aintiff Mrevai.s, they are entit.ed to an in9unction Mreventing the continuation of the 
infringements and, in some cases, destruction of the goods and a Enancia. remedyL

mkHinistrati'e broLeekings

According to the 6ustoms Irdinance, 6ustoms is entit.ed to detain imMorted goods that are 
susMected of infringing trademarksL

St is Mossib.e, a.though not mandatory, for rights ho.ders to E.e a comM.aint whi.e recording 
their registered trademarks with 6ustomsL St is high.y recommended that such a comM.aint 
be E.ed if the rights ho.der is aware of sMeciEc shiMments of infringing goods bound for Ssrae. 
or if they wish to bring certain trademarks to the attention of 6ustomsL

7otwithstanding this, 6ustoms is authorised to seiVe susMected goods )whether as a resu.t 
of a comM.aint submitted by the rights ho.der or as a resu.t of a random eDamination of 
shiMments arriving in Ssrae.CL Ince such goods are seiVed, 6ustoms must send aMMroMriate 
notice to the rights ho.der and the imMorterL

Sn most cases invo.ving sma.. shiMments, 6ustoms initiates a short Mrocedure whi.e agreeing 
to destroy the goods based on a written oMinion submitted by the rights ho.der, in which it 
indicates the reasoning behind its be.ief that the goods are indeed infringing and Mrovides 
that it wi.. comMensate the imMorter for any Enancia. damage that may be in_icted as a resu.t 
of the seiVure, as we.. as 9oining 6ustoms in any .awsuit initiated by the imMorterL

Sn other cases )most.y, when the shiMment inc.udes a high number of goods or eDMensive 
goodsC, 6ustoms initiates a .ong Mrocedure, under which the rights ho.der must E.e a .awsuitL 
As an initia. steM, the rights ho.der must submit a bank guarantee to 6ustoms to comMensate 
the imMorter for any Enancia. damage that may be in_icted as a resu.t of the seiVure or the 
E.ing of a .awsuitL

Israel: New Practice Paper Indicates Increasingly Strict
Stance Toward Descriptive and NonqDistinctive Marks pDM.ore on WTR

https://worldtrademarkreview.com/review/the-trademark-prosecution-review/2025/article/israel-new-practice-paper-indicates-increasingly-strict-stance-toward-descriptive-and-non-distinctive-marks


RETURN TO CONTqNTS  RETURN TO SUMMARJ

Qhether a .ong or short Mrocedure is being instigated, on receiving the customs notiEcation, 
the rights ho.der has three working days )with a Mossib.e further three-day eDtensionC in 
which to resMondL To comM.ete the short Mrocedure, they may submit the reJuired bank 
guarantee and re.evant documentsL In.y after the bank guarantee has been submitted wi.. 
6ustoms advise the rights ho.der of the imMorter3s detai.s and a..ow it to obtain a samM.e of 
the seiVed goodsL As such, if the rights ho.der decides to Mroceed with the short Mrocedure, 
they wi.. not receive any detai.s regarding the shiMmentL

&Mon E.ing the bank guarantee, the rights ho.der can either sett.e the matter amicab.y with 
the imMorter or E.e a .awsuit against it within :0 working days of the notice date )an eDtension 
of :0 further working days is avai.ab.e uMon E.ing a reasoned reJuestCL Fhou.d the rights 
ho.der choose to take no further action, the goods wi.. be re.easedL

CriHinal broLeekings

The knowing infringement of a trademark constitutes a crimina. offenceL Sn recent years, SP 
Mo.ice units have been downsiVed and their action is now .imitedL Zowever, the activity .eve.s 
of .oca. Mo.ice stations that do not sMecia.ise in inte..ectua. MroMerty have increasedL

The Mo.ice may act on the basis of information obtained by its own investigation or a 
comM.aint initiated by the trademark ownerL The trademark owner )or its reMresentativeC is 
usua..y reJuired to assist the Mo.ice by giving a deMosition and testify to the nature of the 
infringementL St is sti.. Mossib.e for trademark owners to E.e Mrivate crimina. comM.aintsL

OWNqRSXIP CXANGqS ANL RIGXTS TRANSYqRS

mssignHent

A Mending or registered trademark may be assigned with resMect to a.. or some of the goods 
or services covered therebyL The assignment shou.d be recorded with the STI, among other 
things, in order to avoid c.aims of non-use and to MroMer.y maintain any goodwi.. of the 
trademarkL To record an assignment in Ssrae., a coMy of the deed of assignment eDecuted by 
the assignor is reJuiredL This must state that to the best of its know.edge the recorda. of the 
assignment wi.. not cause confusion among the Mub.ic )if such statement is not inc.uded in 
the assignment document, a seMarate document may be MrovidedCL Sn addition, an eDecuted 
Mower of attorney on beha.f of the assignee is reJuiredL

AiLenLe

(ecorda. of a .icence agreement in Ssrae. is mandatoryL (ecorda. of a .icensee or registered 
user can take M.ace on.y with resMect to registered rightsL Sf a .icensee is not recorded as 
a registered user, the trademark registration may be cance..ed for non-useL Hurther, not 
recording a .icence may have other imM.ications, inc.uding regarding the goodwi.. of the mark 
and its associated ownersL A recorded .icensee can take action against infringements in 
certain circumstancesL

To record the registered user, the .icence agreement shou.d indicate‘

1 the re.ationshiM between the owner and the authorised Merson, inc.uding the eDtent 
of the owner3s contro. over the authorised Merson3s use–

1 the goods in resMect of which authorisation is sought–

1 the conditions or .imitations that are to aMM.y to the use of the mark–
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1 the Meriod of va.idity of the authorisation, if its registration is reJuested for a 
determinate Meriod– and

1 a statement that, to the best of the .icensor3s know.edge, the recorda. of the .icence 
wi.. not cause confusion among the Mub.ic )if the genera. agreement inc.udes no 
statement to this affect, a seMarate statement may be MrovidedCL

Sn addition, a Mower of attorney signed by the .icensee shou.d be submittedL 7o notarisation 
or .ega.isation is reJuiredL

Berger

A coMy of the merger certiEcate is reJuiredL The certiEcate must re_ect a Mub.ic oUcia. or 
agency attesting to the mergerL Sn addition, a Mower of attorney must a.so be E.edL

Change Of IaHe

Ine of the fo..owing documents is reJuired to record a name change with the STI‘

1 a coMy of the name change certiEcate, which attests to the change of name and is 
made by a Mub.ic oUcia. or agency–

1 a coMy of the oUcia. Mub.ication of the change of name– or

1 a coMy of a notary conErmation indicating that the change of name was registered 
with the MroMer authorities in the owner3s incorMorating countryL

Change Of mkkress

Ine of the fo..owing documents is reJuired to record a merger with the STI‘

1 a coMy of the merger certiEcate, which attests to the merger and is made by a Mub.ic 
oUcia. or agency–

1 a coMy of the oUcia. Mub.ication of the merger– or

1 a coMy of a notary conErmation indicating that the merger was registered with the 
MroMer authorities in the owner3s incorMorating countryL

As a.. documents are E.ed e.ectronica..y, simM.e coMies are suUcientL Zowever, the STI 
retains the right to reJuest the origina.]certiEed documents, if necessaryL

RqzATqL RIGXTS

&nder sMeciEc conditions, a trademark .ogo that has artistic va.ue or a s.ogan may be 
Mrotected under coMyright .awL Three-dimensiona. marks may be Mrotected under design .awL

The issue of trademarks over.aMMing with other SP rights is a comM.eD one and has 
bare.y been addressed by the Ssrae.i courtsL St aMMears that most cases wi.. turn on their 
circumstances, but c.ear guide.ines have yet to be estab.ishedL That said, the courts have 
addressed the registration of ;K trademarks and s.ogans as trademarks, ru.ing that, in 
certain cases, the shaMe of a Mroduct may be Mrotected as a ;K trademark if it has acJuired 
distinctiveness and is used as a trademark, and that a s.ogan E.ed for registration shou.d 
be eDamined in the same manner as any other mark and shou.d not be a priori considered 
inherent.y non-distinctiveL These 9udgments were endorsed by the STIL

ONzINq ISSUqS
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The Ssrae. Snternet Association )SFI6-SBC oMerates as the registry for domain names under 
the jLi.3 ccTBKL The SB-K(P is an a.ternative disMute reso.ution Mrocedure intended to reso.ve 
disMutes regarding the a..ocation of domain names under the jLi.3 ccTBKL St is not intended to 
create or reM.ace 9udicia. Mrecedent or 9urisMrudenceL

&nder the ru.es for a..ocation of domain names under jLi.3, the SB-K(P wi.. review third-Marty 
cha..enges to an eDisting a..ocation of a domain name by SFI6-SB on a case-by-case basisL 
KisMutes regarding the a..ocation of a domain name by a ho.der may be brought by a third 
Marty on the fo..owing grounds‘

1 the domain name is identica. or confusing.y simi.ar to a trademark, trade name, 
registered comMany name or .ega. entity registration of the comM.ainant–

1 the comM.ainant has rights in the name–

1 the ho.der has no rights in the name– and

1 the aMM.ication for a..ocation of the domain name was made or the domain name was 
used in bad faithL
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