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The second edition of the WTR Trademark Prosecution Review takes a wide-ranging view of 
best strategies for securing trademarks in the key regions of the Americas, the Asia-PaciEc, 
and puroMe, the lidd.e past and AfricaL The review combines on-the-ground know.edge and 
ana.ytic insight to offer an unMara..e.ed deeM dive into the Mrosecution .andscaMe in sMeciEc 
key marketsL
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ND SUAAYvL

This artic.e summarises genera. MrinciM.es of trademark Mrosecution in the Snited •tatesL

CNSEUSSNRD TRNDOS

N The tyMes of trademarks that can and cannot be registered

N 6ommon .aw trademark rights

N Oon-traditiona. trademarks

N IMMosition to trademarks and Metitions for cance..ation

N Transferring ownershiM of trademarks

N Rest Mractices for trademark .icensing and assignments of trademarks

N Trademark need-to-knows in the Snited •tates

vF?FvFDEFC ND OyNS YvONEzF

N The Trademark lanua. of pUamining Procedure

N Wal-Mart Stores, Inc v Samara Bros

N Seabrook Foods, Inc v Bar-Well Foods, Ltd

MyYO EYD BF vF7NSOFvFCK

zn the Snited •tates, a trademark]J3 is a device that is used to indicate the source of goods 
or services to which it is aMM.ied, and gives the owner the eUc.usive right to use the mark 
on those goods or servicesL As such, a registered trademark does not give the owner 
eUc.usive rights to Mrevent anyone from using the mark in any conteUtL (ather, it gives 
the owner Mrotection in connection with the sMeciEc goods and services with which the 
mark is registered throughout the Snited •tates and, in some instances, with those that are 
considered re.ated or in the natura. :one of eUMansionL 

zn addition to those rights, a trademark registration in the Snited •tates Mrovides the owner 
with the fo..owing rights and Mrivi.eges�

N the right to use the ; symbo. to indicate registration with the Snited •tates Patent and 
Trademark IFce )S•PTICW

N .isting of the trademark in the S•PTI database of registered marks, which Mrovides 
notice to anyone searching for the same or a simi.ar markW

N MresumMtive nationwide rights, which may ease the burden in federa. .itigationW

N the abi.ity to use the registration as Mroof of ownershiM in any trademark-re.ated 
disMutesW and

N the right to register the trademark with S• 6ustoms and Rorder Patro. to Mrevent 
counterfeit goods from entering the countryL
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A.most anything can be a trademark if it is used to indicate the source of goods or servicesL 
qor eUamM.e, trademarks can range from words, images and designs to sounds, sme..s, 
co.ours, shaMes of goods and even the trade dress of a restaurant or other estab.ishmentL 
‘hi.e a.. of these can be registered with the S•PTI, some of them are he.d to a heightened 
.eve. of scrutiny and re’uire a showing of secondary meaningL 

MyYO EYDDRO BF vF7NSOFvFCK

‘hi.e the format of a trademark can vary, there are some restrictions as to what can be 
registeredL ‘ords, images or designs that are generic cannot be registered as trademarksL 
larks are considered to be generic when the term is one that the Murchasing Mub.ic 
considers to be the common or c.ass name for the goods or servicesL]03 qor eUamM.e, the 
word jbookH for books is generic and cannot function as a trademark for those Mroducts 
)a.though it might be Mrotectab.e if used for a comM.ete.y unre.ated item, such as the name 
of a restaurantCL •imi.ar.y, sounds, sme..s, co.ours or shaMes that are functiona. cannot be 
registeredL

Ither trademarks may be registrab.e on.y under certain circumstancesL •MeciEca..y, marks 
that are descriMtive of an ingredient, ’ua.ity, characteristic, function, feature or MurMose 
of the goods or services, or geograMhica..y descriMtive of the M.ace where the goods or 
services are Mroduced, are diFcu.t to register on the PrinciMa. (egisterL]53 •ome marks 
that wou.d be refused registration on the PrinciMa. (egister may be registered on the 
•uMM.ementa. (egisterL qor eUamM.e, trademarks that are mere.y descriMtive or Mrimari.y 
mere.y a surname may be amended to the •uMM.ementa. (egister and given the oMMortunity 
to ac’uire distinctivenessL

zn the Snited •tates there are two registers� the PrinciMa. (egister and the •uMM.ementa. 
(egisterL The PrinciMa. (egister is for trademarks that are inherent.y distinctive and 
caMab.e  of  functioning  as  an  indicator  of  the  source  of  goods  and  servicesL  The 
•uMM.ementa. (egister is a secondary register for trademarks that contain some descriMtive 
or non-distinctive e.ement and are not inherent.y caMab.e of indicating source, but may 
become caMab.e over timeL A mark may on.y be registered on the •uMM.ementa. (egister 
if it is in use in S• commerce )or based on a home country registration if owned by a foreign 
aMM.icantCL 

larks that are registered on the •uMM.ementa. (egister do not en–oy the same rights and 
Mrivi.eges as those on the PrinciMa. (egisterL A mark registered on the •uMM.ementa. (egister 
may use the ; symbo. and be used as constructive evidence and notice of ownershiM of the 
mark and Mriority useL Gowever, registration on the •uMM.ementa. (egister is not MresumMtive 
evidence of the va.idity of the registration, nor of the ownershiM of the mark or the eUc.usive 
right to use it in the Snited •tatesL 

larks that cannot be registered on either the PrinciMa. (egister or the •uMM.ementa. (egister 
inc.ude�

N marks that are .ike.y to be confused with Mrior registered marksW

N marks containing deceMtive matter and matter that may fa.se.y suggest a connection 
with Mersons .iving or dead, institutions, be.iefs or nationa. symbo.sW

N marks that .ead consumers to be.ieve goods or services originate in a M.ace where 
they do notW

N
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3ags, coats of arms or other insignia of the Snited •tates, a state or municiMa.ity, or 
a foreign nationW

N names, Mortraits, or signatures of Marticu.ar .iving individua.s without their consent, or 
deceased S• Mresidents without the consent of their .iving sMouseW and

N tit.es of sing.e creative works )eg, tit.es of books, a.bums and songsC

ERAARD zYM OvYCFAYv- vN7yOS

zn the Snited •tates, common .aw trademark rights are unregistered rights that are based on 
the use of a trademark in commerce in a Marticu.ar geograMhic areaL 6ommon .aw trademark 
rights can be enforced on.y in the geograMhic area in which the trademark is usedL 

6ommon .aw trademark rights grant the owner some of, but not a.., the rights granted in a 
federa. registrationL They inc.ude the right to use the trademark in connection with the goods 
and services in that geograMhic area )but not necessari.y the right to eUMand beyond thatC, as 
we.. as the right to enforce those rights in both the Trademark Tria. and AMMea. Roard )TTARC 
and federa. or state courtL 

DRDVOvYCNONRDYz OvYCFAYv-S

Oon-traditiona. trademarks such as sound, scent, co.our and trade dress are he.d to higher 
standards than traditiona. trademarksL Bike traditiona. trademarks, non-traditiona. marks 
must be caMab.e of indicating the source of the goods and services and must not consist of 
materia. that is descriMtive of or generic for the goods or servicesL Gowever, non-traditiona. 
marks are not Mrotectab.e to the eUtent they Mrovide a functiona. MurMose for the goods or 
servicesL]W3

Aside from those differences, the Mrocedure for Mrosecuting non-traditiona. marks is 
substantia..y the same as for traditiona. trademarksL 

To be registrab.e, non-traditiona. trademarks cannot be functiona. and must have ac’uired 
distinctivenessL Roth e.ements must be met� if the aMM.ied-for mark is functiona. but has 
ac’uired distinctiveness, this is not suFcient to obtain registrationL •imi.ar.y, if the mark is 
not functiona. but has on.y been used minima..y for two years, registration on the PrinciMa. 
(egister may be diFcu.tL 

The most common tyMe of non-traditiona. trademark is trade dressL The •uMreme 6ourt has 
distinguished between two tyMes of trade dress 1 Mroduct design and Mroduct MackagingL-
]63 Product design trade dress cannot be inherent.y distinctive and, therefore, is registrab.e 
on the PrinciMa. (egister on.y with a c.aim of ac’uired distinctivenessL]83 zf the Mroduct 
design has not obtained ac’uired distinctiveness, it may be registered on the •uMM.ementa. 
(egisterL],3

The bar for estab.ishing distinctiveness for a trade dress aMM.ication for the PrinciMa. (egister 
is high, and a mere statement of Eve yearsH use )which is the standard for traditiona. marksC 
is genera..y not suFcientL Additiona..y, when Mroviding evidence of ac’uired distinctiveness, 
it shou.d show use of the Mroduct design trade dress a.one, rather than together with other 
marks, in order to give greater weight to the evidence of sa.es and advertising EguresL]93 The 
aMM.icant must be ab.e to show that consumers wou.d recognise the sMeciEc conEguration 
of the trade dress mark, and not the goods or services in genera.L 
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leanwhi.e, Mroduct Mackaging trade dress can be inherent.y distinctiveL ‘hen determining 
if a MroMosed Mroduct Mackaging trade dress is inherent.y distinctive, the S•PTI considers 
whether the� 

N MroMosed mark is a jcommonH basic shaMe or designW

N mark is uni’ue or unusua. in the MroMosed Ee.dW

N MroMosed mark is a mere reEnement of a common.y adoMted and we..-known form 
of ornamentation for a Marticu.ar c.ass of goods viewed by the Mub.ic as a dress 
ornamentation for the goodsW or

N MroMosed mark is caMab.e of creating a commercia. imMression distinct from the 
accomManying wordsL] 3

Any one of these factors by itse.f may be determinative as to whether a mark is inherent.y 
distinctiveL]J43

zf the non-functiona. Mroduct Mackaging, Mroduct design or other trade dress mark has not 
ac’uired distinctiveness, it may be registered on the •uMM.ementa. (egisterL 

yRM YvF RTTRSNONRDS yYDCzFCK

A.. aMM.ications on the PrinciMa. (egister are Mub.ished in the IFcia. 8a:ette and are oMen 
for oMMosition by any third MartyL An oMMosition, or a re’uest for an eUtension of time, must 
be E.ed with the TTAR within $0 days of Mub.ication of the markL A $0-day eUtension of time 
is granted without cause )and at no costCW an additiona. 40-day eUtension of time is avai.ab.e 
for good cause )and uMon Mayment of a feeCL A further 40-day eUtension of time )for a tota. 
of D90 daysC may be granted if consent from the aMM.icant is obtained )and uMon Mayment 
of an additiona. feeCL The most common grounds on which an additiona. 40-day eUtension 
is granted are if more time is needed to investigate the c.aim, seek counse. or negotiate a 
sett.ementL 

zf an oMMosition is not E.ed at the end of this Meriod or the aMMroMriate eUtension of time was 
not initia..y re’uested, or both, a Motentia. oMMoser must wait unti. the aMM.ication matures 
to registration to E.e a Metition to cance.L zf an aMM.ication is based on intent to use and an 
aMM.icant takes advantage of a.. Eve eUtensions of time to show use, a Motentia. oMMoser may 
have to wait three years to take action against a markL 

The notice of oMMosition must be E.ed together with the re’uired fee, which is current.y 
S•Q400 Mer c.assL zt is Mossib.e to oMMose on.y some of the c.asses covered by an aMM.icationW 
not a.. c.asses have to be oMMosedL 

Possib.e grounds for oMMosition inc.ude�

N Mriority or .ike.ihood of confusionW

N descriMtivenessW and

N genericnessL

‘hi.e the initia. costs to E.e an oMMosition )or cance..ationC may be minima., the entire 
Mroceeding cou.d take years and cost hundreds of thousands of do..ars, deMending on how 
eUtensive discovery is, whether a consumer survey is obtained and whether the action goes 
through to tria.L luch .ike regu.ar .itigation, it is diFcu.t to estimate the cost of a Mroceeding 
because of the many different factors invo.vedL
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yRM YvF EYDEFzzYONRDS yYDCzFCK

A Metition for cance..ation can be E.ed at any time after a registration issuesW however, some 
grounds for cance..ation are not avai.ab.e once a registration has been registered for Eve 
yearsL The Metition for cance..ation must be E.ed together with the re’uired fee, which is 
current.y S•Q400 Mer c.assL

6ommon grounds on which a Metition to cance. can be E.ed at any time inc.ude the fo..owing�

N the mark has been abandonedW

N the registration was obtained by fraudW

N the mark is genericW and

N the mark is geograMhica..y deceMtiveL

The grounds most notab.y missing from this .ist are .ike.ihood of confusion or Mriority and 
descriMtivenessL They are missing because marks that have been registered for Eve years on 
the PrinciMa. (egister and used continuous.y during that time are afforded additiona. rights 
by virtue of their incontestab.e statusW in a Metition for cance..ation, third Marties cannot c.aim 
Mrior use of a mark )and therefore suMerior rightsC against a registration that is incontestab.eL 

Assuming the oMMosition or Metition for cance..ation has been E.ed in a time.y manner and 
MroMer.y served, and the aMMroMriate E.ing fees have been Maid, the TTAR wi.. institute the 
Mroceeding and issue a schedu.ing order out.ining the dead.ines for the MroceedingL 

S.timate.y, if a decision is rendered, it determines on.y whether that Marticu.ar mark is 
registrab.eW it does not have any bearing on whether a Marty can use a markL 

MyYO YvF OyF TFDCFDEL zF1FzS ?Rv OyF TYSO J0 ARDOySK

The time between E.ing a new trademark aMM.ication with the S•PTI and Erst eUamination 
on average is 9L$ monthsL]JJ3 The average time between E.ing a new aMM.ication and that 
aMM.ication registering is DxL4 monthsL]J03 This assumes that the aMM.ication does not face 
any substantive issues, mu.tiM.e oFce actions or oMMositions by third Marties, which can 
increase the time.ine to registrationL 

yRM OR OvYDS?Fv RMDFvSyNT R? OvYCFAYv-S

7uring the course of a trademarkHs .ife, a number of different occurrences can affect tit.eL 
qor eUamM.e, .ike other MroMerty, trademarks can be so.d or transferredL •imi.ar.y, security 
interests can be granted to zP rightsL Ir MerhaMs a change of name or merger has affected 
the structure or name of the owner of recordL •ome occurrences affect tit.e immediate.y ).ike 
an assignmentCW others simM.y Mreserve a MartyHs interest )such as a security interestCL lost 
transfers affecting tit.e can be recorded with the S•PTIW some must be recorded within a 
certain amount of time to Mreserve rights against third MartiesL

The S•PTI recent.y uMdated its Mrocess for recording assignments and other documents 
re.ating to ownershiM, to stream.ine and modernise the MrocessL]J53 The aesthetic of the 
M.atform has changed, though the key functiona.ities remain simi.ar to the o.d systemL 

zNEFDSND7 YDC YSSN7DAFDO BFSO TvYEONEF

Licensing
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lany trademark owners .icense their trademarks to other Marties to deve.oM the brand in 
sMeciEc areas where it does not traditiona..y oMerateL qor eUamM.e, the owner of a trademark 
most known for c.othing might .icense another to use the mark on accessories, because the 
owner does not have the caMabi.ity to deve.oM and make the accessoriesL Ither trademark 
owners may have a corMorate structure such that one entity owns the trademark for taU 
MurMoses but a..ows another re.ated entity to use itL zf done with a MroMer .icence, these tyMes 
of arrangements can increase the va.ue of the brand and strengthen the trademark ownerHs 
rightsW however, if done imMroMer.y, they cou.d denigrate the va.ue of the trademark or create 
a situation in which the trademark owner has .ega..y abandoned the markL 

A key Moint in S• .icensing is to avoid jnakedH .icensingL This is when a trademark owner 
a..ows another Marty to use its trademarks without suFcient contro.L The amount of contro. 
re’uired to avoid naked .icensing deMends on the conteUtL p.ements that can Moint toward 
retention of contro. inc.ude�

N a written .icence agreementW

N the .icensorHs Meriodic review of .icensed goods or servicesW

N aMMointment of a ’ua.ity contro. oFcerW and

N estab.ishment of trademark use guide.inesL

Assignment

An assignment transfers a.. right, tit.e and interest in a trademark from one Marty to anotherL 
To be a va.id assignment, an assignment must transfer the goodwi.. associated with the 
trademarkL

An assignment cannot be terminatedW once the assignment has been eUecuted, the mark has 
been so.d and transferred to the new ownerL ‘hi.e the assignor may attemMt to Mreserve 
certain rights contractua..y )ie, if the assignee does not se.. S•QD mi..ion worth of widgets 
in a Eve-year Meriod, the mark reverts back to the assignorC, courts may not view this as 
an assignment but rather as a .icenceW if viewed as a .icence, it may be viewed as a naked 
.icence, thereby ca..ing into ’uestion the assignorHs rights in the markL

AMM.icants shou.d be aware that in the Snited •tates, the .aw Mrohibits the transfer of intent to 
use trademark aMM.icationsL The eUceMtion to this ru.e is when the Murchaser is the successor 
to the business to which the trademark Mertains, and that business is ongoing and eUistingL

MyYO YvF OyF ?N1F -FL DFFCVORV-DRMS ?Rv OyF [UvNSCNEONRDK

DL •earch before E.ing to see if anyone e.se is using or has registered the mark in 
’uestion or one that is substantia..y simi.ar to the mark� searching to determine if 
anyone e.se is using the mark in connection with MroMosed goods and services can 
save time, money and frustrationL zf the MroMosed mark is not avai.ab.e, a new one can 
be Micked and c.eared before the Mroduct or services are .aunched, and the aMM.ication 
Mrocess wi.. .ike.y be much smootherL

2L S•PTIHs new trademark search M.atform� the S•PTI recent.y .aunched a new 
trademark search M.atform to reM.ace the Mrior oneL The new system was designed 
to be more user-friend.y, though as a caveat the S•PTI aMMears to sti.. be working 
on reso.ving functiona.ity issues because the new search M.atform sometimes yie.ds 
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incomM.ete resu.ts and, in a sma.. number of cases, .ists incorrect aMM.ication and 
registration statusesL]JW3

$L qi.e ear.y� current eUamination wait times can be frustrating to trademark owners 
.ooking for ’uick answersW it is recommended to E.e new aMM.ications ear.y in the 
branding and Mroduct .aunch MrocessL Additiona..y, E.ing ear.y Mreserves rights to the 
mark even if the c.ient is a few years from marketL 

xL Tai.or your goods and services, esMecia..y for registrations based on home country 
registrations� there has been an increase in non-use cha..enges brought by third 
Marties against these tyMes of registrations )both at the TTAR and via the new.y 
created eUMungement MroceedingsCL znstead of E.ing to cover a broad range of goods 
and services, consider tai.oring your goods and services and E.ing for those goods 
and services that you actua..y have an intent to use in the Snited •tatesL 

Post-registration audits� when E.ing maintenance or renewa. documents, trademark owners 
shou.d take a carefu. .ook at their goods and services and Mroactive.y de.ete any items that 
are no .onger in useL There has been an increase in Most-registration audits, and Mroactive.y 
de.eting goods and services can save costs .aterL

wndnotes

J  The term jservice markH is often used to refer to use in connection with services instead 
of goodsL qor convenience, weH.. use jtrademarkH to refer to both throughout this artic.eL     
Rack to section

0  TlpP section D20/L0D)cCL     Rack to section

5  TlpP section D20/L0D)bCL     Rack to section

W  TlpP section D202L02)aC)viiiCL     Rack to section

6  Wal-Mart Stores, Inc v Samara Bros, 52/ S• 205 S•P 2d D045, D04/ )2000CL     Rack to 
section

8  TlpP D202L02)bC)iCL     Rack to section

,  idL     Rack to section

9  idL     Rack to section

   Seabrook Foods, Inc v Bar-Well Foods, Ltd, 549 qL2d D$x2, D$xx, D/4 S•P  29/, 2/D 
)66PA D/ CL     Rack to section

J4  TlpP section D202L02)bC)iiCL     Rack to section
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United States: Best practices for glinu and prosecmtinu
tradekarhs before tTe USPOE pUM.ore on MOv

https://www.uspto.gov/trademarks/application-timeline
https://worldtrademarkreview.com/review/the-trademark-prosecution-review/2025/article/united-states-best-practices-filing-and-prosecuting-trademarks-the-uspto


 RETURN TO SUAAYvL

J0  idL     Rack to section
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